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CONTAINERS AND TRADE MARK RIGHTS 
By Charles C. Stevens* 


A recent criminal prosecution under the Merchandise Marks 
Act, 1953, has spotlighted the question of a manufacturer’s right 
in respect of the containers he uses for his merchandise and may 
perhaps give him a better legal remedy against competitors who 
copy his products than he previously possessed under Trade Mark 
law. 

The facts of the case are that a manufacturer of domestic 
bleach obtained a large number of bottles marked indelibly in 
the glass with the name of a well-known soft drink. This may 
have occurred due either to a temporary shortage of bottles as 
usually employed by him or because he had the opportunity to 
purchase a cheap second-hand lot. Bleach was packed in these 
bottles and there was obviously no intention to defraud as the 
name of the bleach, together with the usual instructions, was 
plainly set out on a label affixed to the bottle. The National 
Association. of Soft Drink Manufacturers sponsored a prosecu- 
tion against the bleach manufacturer under the Merchandise 
Marks Act, 1953, for applying a false trade description and a 
conviction was secured. It has been notably difficult at Trade 
Mark law under the Trade Marks Act of 1938 adequately to pro- 
tect one’s right in containers by means of a civil action but it 
does now seem that a criminal prosecution under the much widened 
Merchandise Marks Act of 1953 will give some measure of pro- 
tection. 

In the case of M. Saper Ld. v. Specter’s Ld. and Boxes Ld. 
(1953), 70 R.P.C. 173, both the plaintiffs and the first defendants 
were manufacturers of confectionery and for this confectionery 
used boxes manufactured by the second defendants. The plain- 


* Assistant Secretary, Imperial Chemical (Pharmaceuticals) Limited, Manchester, 
England; member of the English Bar and Barrister-at-Law of Lincolns Inn. 
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tiffs alleged that the use of similar boxes by the first defendants 
constituted passing off and evidence was given that the boxes 
were similar in shape and style and in the case of those contain- 
ing confectionery sold by both manufacturers were marked with 
stripes. These stripes were similar but not identical. The Court 
held, however, that there was no passing off as the plaintiffs could 
not have any right in a monopoly of stripes. 

A more recent case decided only this year is that of John 
Haig and Company v. Brooks and Bohm (Wine Shippers) (1955), 
72 R.P.C. 247 where Haigs sought an injunction to restrain Brooks 
and Bohm from passing off whisky as Haig’s manufacture by 
using bottles resembling the distinctive form of bottle used by 
the plaintiffs. It is well known that Haigs sell their whisky in 
a ‘‘dimple’’ bottle of distinctive triangular shape and that used 
by the defendants was decidedly similar in shape and general 
appearance. The Court held, however, that although similar in 
general appearance, there were several distinctions between the 
bottles and dismissed the motion. 

It is interesting to note that in the Scottish Court of Session, 
Outer House, in 1953 John Haig and Company were granted an 
interdict against the Forth Blending Company restraining them 
from selling whisky blended by Haigs in ‘‘dimple’’ bottles for 
consumption in the United Kingdom. 

Under the Trade Marks Acts it is possible, of course, to secure 
rights in a registered design where a container is of a distinctive 
character or shape and this, of itself, might well afford adequate 
protection to the manufacturer. In the United Kingdom, due to 
many years of wartime shortage and partly due in recent years 
to increasing use of automatic production, there is a tendency 
to standardise containers and manufacturers who require special 
shapes or designs find themselves at an increasing economic dis- 
advantage. The opportunity to secure protection by registered 
design is, therefore, lessened and a manufacturer’s main hope in 
protecting his container is to emboss either his business name 
or a registered trade mark into the container itself. What pro- 
tection has this offered in the past? It does seem, by reference 
to a lack of reported cases, that until this recent criminal prose- 
cution under the Merchandise Marks Act, protection was almost 
nil. It is a well-known fact that soft drink bottles are widely used 
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for holding other materials, frequently objectional liquids like 
paraffin or methylated spirits and this, in spite of the fact that 
the bottles are nearly always embossed with a name and with a 
disregard for the safety of the public. There have been many 
eases where objectionable liquids have been drunk due to con- 
fusion when they are in soft drink bottles. 

Again in retail pharmacy it is common practice for the cus- 
tomer to bring in an embossed bottle or tin previously used for 
a proprietary preparation and ask for a drug to be sold loose 
in it. The pharmacist nearly always affixes a suitable label to 
the container but it is rarely possible to eradicate the embossing 
and in many cases the small stick-on labels are liable to come off. 
Apart from any question of safety, there is in this practice a 
definite interference with trade mark rights as often in phar- 
macy, a cheaper substitute for the proprietary preparation may 
be filled into a proprietary marked container. If, however, as now 
seems possible, the manufacturer may institute criminal proceed- 
ings for selling goods with false description under the Merchan- 
dise Marks Act, a whole new avenue of protection is opened up. 

Allied to the question of selling non-branded goods in branded 
containers is that of breaking bulk from large containers of pro- 
prietary products and selling them in smaller quantities, fre- 
quently refilling the manufacturer’s own small containers. It is 
wellknown that pharmacists were doing this with a proprietary 
disinfectant, thereby not only securing an increased profit for 
themselves but defrauding the revenue by reason of violence of 
the full incidence of purchase tax. So serious had this breaking 
of bulk and reselling of branded products become that the Phar- 
maceutical Society of Great Britain considered it necessary to 
issue a warning in their official organ ‘‘The Pharmaceutical Jour- 
nal’’, It is doubtful as to how much protection a manufacturer has 
in cases where his own bulk is broken and resold under his own 
labels as there would appear to be no infringement of trade mark 
rights nor would an offence be committed under the Merchandise 
Marks Act but he who breaks bulk in this way is taking a great 
risk as is shown by a recent case decided in a circuit court in 
Eire. 

The facts of the case are that a farmer bought from a phar- 
macist a proprietary brand of cattle medicine and administered 
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it to his herd. Subsequently two beasts died and the farmer in- 
stituted proceedings against the pharmacist under the Sale of 
Goods Act, 1893, for breach of warranty. The common law of 
Sale of Goods and most of the statutory law is the same in Hire 
as in England. The pharmacist, because he sold a proprietary 
product, joined the manufacturers in the defence as third parties. 
During the hearing of the case, evidence was given which showed, 
beyond reasonable doubt, that the pharmacist was filling empty 
manufacturer’s 1-lb. tins with the proprietary product taken from 
a 28-lb. tin. The judge, in delivering a verdict in favour of the 
farmer, stated that in the absence of veterinary evidence show- 
ing clearly the cause of death, it must be assumed that as the 
beasts were well before administration of the medicine and dead 
shortly after, the medicine must have been the cause of death. 
The manufacturers had given evidence of the control exercised 
by them during manufacture and gave analytical details of ref- 
erence samples of each batch of material kept for check purposes. 
The pharmacist had, by breaking large bulk and refilling smaller 
containers, taken upon himself the onus of saying that his con- 
trol was as good as the manufacturer’s and as it was notorious 
that pharmacists’ premises contained many drugs, some of them 
poisons, he (the judge) could only assume that the pharmacist 
was to blame. Damages were awarded, therefore, payable by the 
pharmacist to the farmer and the manufacturer was absolved from 
blame. This case does show that where a retailer interferes with 
a manufacturer’s branded products, he takes upon himself a great 
responsibility and although manufacturers have little protection 
under Trade Mark law of the Merchandise Marks Act, it would 
be well if they would make it clear to their distributors that an 
interference with trade mark rights, no matter how small, can 
be a serious and costly matter. 
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SECONDARY MEANING IN TRADE IDENTITY CASES; 
SOME QUESTIONS AND SUGGESTED ANSWERS* 


By Beverly W. Pattishall** 


This paper deals with a subject which I would enjoy discuss- 
ing and arguing individually with each of you, and with some of 
you I have done so. In preparing it, I soon found that the law 
review article technique did not quite afford what I wanted to say, 
nor did I feel it would interest you. Without doubt, you can foot- 
note my comments, pro and con, at least as readily and copiously 
as I, and I am leaving you to do so, mentally. I have heard that 
the best lecturers are those who irritate the minds of their lis- 
teners. Thus, if you will let me try to play that role for a few 
minutes this morning, I will put to you some questions and pro- 
posed answers that seem current on the theme, Secondary Mean- 
ing in Trade Identity Cases, and which I hope will irritate the 
thoughts of some of you—even to a point of agreement. 

Most of us are familiar with the problems of acquainting the 
courts with what we believe to be the rules of law that govern, 
or should govern, trade identity disputes. But the doctrine of 
secondary meaning is one that most courts have heard about, no 
matter how cursory their acquaintance with it. Heard about it 
they have, but oftentimes that is where the familiarity has ended, 
and, for this reason, it has seemed wise, when presenting a case 
involving secondary meaning questions, to begin with an expla- 
nation of it in simple terms. I have found that the following is 
sometimes useful: All ordinary words or symbols probably have 
a primary meaning or significance. For example, the word tvory 
connotes the substance of an elephant’s tusk. But since the word 
tvory has long been used as a means to identify source of certain 
goods, that is, as a trademark, it has also acquired a secondary 
meaning, namely, a particular brand of soap. That really seems 
to be all there is to secondary meaning, or acquired distinctive- 
ness, in trademark and unfair competition law; but not infre- 
quently, the doctrine is treated in shibboleth fashion as some- 
thing vastly complicated, only resolved after strange and extended 


* Address delivered at the American Bar Association, Trademark Symposium, 
Patent, Trademark and Copyright Section, Atlantic City, August 21, 1955. 

- Member of the Illinois bar; partner of the firm of Woodson, Pattishall & 
Garner, Chicago; Associate Member U.S.T.A. 
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machinations of law and fact. I suggest that the doctrine, through 
vague misunderstanding and that congenital tendency of us law- 
yers to compound from simplicity into complexity, has become 
distorted and over-emphasized to the point where the ‘‘secondary 
meaning tail’’ oftentimes wags the ‘‘ trademark infringement dog’’. 

Is the question of secondary meaning one of fact or law? 
Considered literally, it seems, like that of likelihood of confusion, 
to be one of fact. But since it is not theoretically ascertainable 
without an actual and accurate psychological examination and 
evaluation of the entire population, it probably must be treated 
as a mixed question of fact and law, not susceptible of utterly 
conclusive proof. Presumably, then, it is a question which must 
be resolved on the basis of a preponderance of relevant and ma- 
terial evidence from which the conclusions (of law?) may reason- 
ably be drawn that secondary meaning does or does not exist as 
a fact. 

Perhaps the next question is when is there a question? Are 
trademarks like apmrrat for television sets, and seweL for food- 
stuffs those as to which a secondary meaning must be shown to 
support an action for infringement or unfair competition? Were 
these well known marks applied respectively to, say, gold braid 
and gems, there might be little doubt but that a secondary mean- 
ing should be shown in infringement actions involving them. But 
are not apmrrau for television sets and sEweu for bread as fanci- 
ful usages as kopak for cameras and aunt Jemima for pancake 
flour? Should the rule be that if a word or device connotes any 
primary meaning or significance whatsoever, secondary meaning 
must be shown in order to assert valid trademark rights? Or 
should a showing of secondary meaning only be requisite in 
response to a sound and proven surname, laudatory, geographical, 
or descriptive defense? As one judge has said, ‘‘ Descriptive, but 
of what?”’ 

In the case of Kopak type marks, there should never arise 
any question of secondary meaning, since their primary meaning 
or significance is identification of source. At least this is true if 
no generic question arises, but in such event, primary meaning 
has simply shifted from identification of source to description of 
goods. Presumably, it should then be possible to overcome the 
acquired generic frailty by a showing that a secondary identifi- 
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cation of source significance has been subsequently re-acquired, 
thereby curing the impediment, if such is the fact. But whether 
it is illogical to require proof of secondary meaning in all cases 
involving ordinary words as trademarks, it appears to be only 
simple prudence to offer it, even in cases where the mark is duly 
registered in the Patent Office and presumptively valid. 

We come, then, to the concrete problem of what evidence to 
offer and how to gather it. I suggest that there are these four 
fundamental types of evidence which may be presented and which 
are competent, relevant, and material. 


1. The direct testimony of numerous typical members of the 
general purchasing public, demonstrating that the mark indi- 
cates to them a particular product from a particular source. 

. A showing of substantial use and advertising of the mark to 
identify the particular product as coming from a particular 
source. 

. Evidence of actual deception, confusion, or mistake of pur- 
chasers, or of other persons, arising from the late-comer’s 
use. Obviously, if the mark is such that secondary meaning 
is requisite, there can be no confusion of source unless sec- 
ondary meaning exists. 

. Properly designed and conducted consumer or public reaction 
tests. 


The first two of the above are traditionally the most widely 
employed and accepted, but I suggest that only the last is truly 
direct. The traditional forms of evidence are only circumstan- 
tial. They can only supply a minute inspection of the facts, or, 
in the case of evidence of use and advertising, mere facts from 
which a deduction may be made. But the device of a controlled 
reaction test—usually called a survey—actually provides a means 
for direct revelation of the facts as to just what extent the sur- 
name Forp, the descriptive NU-ENAMEL, the laudatory BLUE RIBBON, 
and the geographically descriptive osHKkosH indicate a particular 
brand of automobile, paint, beer, and luggage to purchasers in 
general. 

Of course, such a test must be properly designed and con- 
ducted; otherwise, the evidence is not reliable. It must be devoid 
of any element which could ‘‘trigger’’ any particular response 
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or condition or predispose any reaction of the interviewees. It 
must be designed as well as conducted like a valid scientific lab- 
oratory experiment with all variables controlled or ascertainable. 
All who participate in its conduct should testify as to their work 
and the authenticity and accuracy of their work products, and 
the test should thereby be exposed to the verification of cross- 
examination. The test should be interpreted by an independent 
expert in the field, the limits of accuracy delineated, and the scope 
of its universality evaluated by applying the established princi- 
ples of the science of reaction testing to the sample submitted 
and the results derived. But when this has been done, and it can 
be done readily in any sound case, it seems obvious that the 
evidence adduced is actually the best evidence available to be 
weighed in questions of secondary meaning, or, for that matter, 
likelihood of confusion. 

To my knowledge, to date, the Patent Office has lagged be- 
hind the courts in accepting reaction test evidence, or at least, 
in according it any probative value. In fact, there seems to have 
been almost a prejudice against such evidence. Perhaps it must 
be admitted that there has yet been little reaction test evidence 
in the Office that entirely meets the previously mentioned require- 
ments. Obviously, reaction tests which are utterly without pro- 
bative value may be and have been undertaken and offered in 
trademark actions. But to condemn all because some are worth- 
less, is the grossest form of error. It is simply a repetition of 
the classic syllogistic fallacy: ‘‘A’’ is blind; ‘‘A’’ is a man; there- 
fore, all men are blind. The problems of proof in trademark cases 
are inescapably nebulous in nature, and we have already seen 
that the problem in secondary meaning questions is one of the 
most nebulous. I suggest that to fail to apply to that problem 
the accepted beliefs of learning and science available to us to- 
day is a failure to promote justice. 

When you consider it a moment, it seems clear that the law 
of secondary meaning is the most direct possible demonstration 
that what the law seeks to protect in trade identity cases is not 
a particular word or device, as such, but only the identifying 
function that word or device may serve. Thus, it follows that if 
a wholly descriptive, ordinary word of the language actually ac- 
quires a secondary identification of source significance, it should 
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be protected, and it should be registrable. If it actually has come 
to identify, then it should be protected within the limits of its 
acquired secondary identifying significance no matter what may 
be its own intrinsic nature. Any other rule is plainly illogical, 
for we cannot logically say that a descriptive, laudatory, or sur- 
name mark which has acquired an identification of source sec- 
ondary meaning may be treated as valid and protected accord- 
ingly, except when it may be too descriptive, or too laudatory, 
or too common, or too ordinary a surname. We cannot logically 
say that a fanciful mark is entitled to broad protection and a 
non-fanciful mark to narrow protection. But we know that hun- 
dreds of courts have said just that, in spite of its illogic and its 
obvious grant of a ‘‘patent like’’ premium for the coining of 
strange and unique trademarks. 

I suggest that the only logical rule, consistent with the whole 
basis and framework of our trade-identity law, common and statu- 
tory, is that trademarks will be protected within the scope of 
likelihood of confusion—no more, no less—and that all words or 
devices which function in fact to identify source will stand on 
the same footing when that test is applied. There is no danger 
in such a rule, for it has a ‘‘built in’’ governor. So much as a 
given mark is possessed of a primary meaning or significance, 
that much must it have acquired a secondary identifying mean- 
ing or significance before any confusion as to source may be likely 
to occur. Until we can bring the courts to discard the notion that 
certain kinds of words may be protected or ‘‘patented’’ broadly 
and certain kinds narrowly, and until we can focus their attention 
on the true issue before them—is someone trading on the iden- 
tity of another—we can expect to contend with the maze of con- 
tradiction and inconsistency which has so long characterized this 
field of the law, but which we have learned to justify glibly with 
the catch phrase—‘‘Each case must be considered on its own 
facts.’’ 

I am sure you have noted that my remarks this morning have 
hardly comprised an integrated whole directed toward a particular 
point or theme. But I ask that you consider them as a few loaves 
cast upon the waters of your thinking in the hope some have merit 
and that you will return them to the courts when next you appear 
on a matter involving secondary meaning in a trade identity case. 
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PREPARATORY STUDY FOR THE ESTABLISHMENT OF A UNIFORM 
INTERNATIONAL TRADEMARK DEFINITION 


By Friedrich-Karl Beier* and Arnold Reimer** 


The following article is reprinted by permission from the June 1955 issue of 
“Gewerblicher Rechtsschutz und Urheberrecht”. It is based on a comparative study 
conducted by the Bern Bureau for the Protection of Industrial Property in cooperation 
with the Institute for Foreign and International Patent, Trademark and Copyright Law 
at the University of Munich. The French version of this paper was published in “La 
Propriété Industrielle”, February 1955. The English translation was prepared especially 
for our readers.—ED. 


I. 
This study is intended to contribute to the establishment of a 
uniform trademark concept which could be incorporated into Art. 
6 of the Paris Convention. 


Efforts to create an international trademark definition are not 
new. For instance, an English proposal was made as early as the 
Second Congress of the AIPPI (International Association for the 
Protection of Industrial Property) in London in 1898 that all 
member nations adopt an international definition containing all 
significant conceptual aspects of the trademark.’ This question was 


further discussed at the Third Congress of the AIPPI at Zurich’; 
and finally, during the Fourth Congress in Paris, after a detailed 
discussion stressing in general the need for the adoption of an 
international trademark concept’, the following resolution (pro- 
posed by Maunoury*) was adopted’: 


Trademark Definition 


1. It is desirable that each law give a definition, as broad as 
possible, of the character of the trademark, without distinction 
between commercial and factory marks, by adopting for example 
the following formula: 

‘‘A trademark is any mark distinguishing the goods of a 
manufacturer, a merchant or a commercial house.”’ 


* Member of the Institute for Foreign and International Patent, Trademark and 
Copyright Law at the University of Munich. 
** Member of the International Office for the Protection of Industrial Property, 
Berne. 
1. See proposal by Fletcher Moulton, AIPPI Yearbook 1898, 463. 
2. See report by Maillard, AIPPI Yearbook 1899, 11 et seq. 
3. See AIPPI Yearbook 1900, 187 et seq. 
4. See AIPPI Yearbook 1900, 340 et seq. 
5. See AIPPI Yearbook 1900, 489 et seq.; Ladas, The International Protection of 
Industrial Property, 1930, §321, p. 477 et seq. 
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2. It is desirable that in each law this definition be followed 
by a purely exemplary, not an exclusionary, enumeration of marks 
that may constitute a trademark, for example: 

‘*In particular, the following may constitute a factory or 
commerce mark: names in a distinctive form, denominations, 
tags, envelopes or receptacles, stamps, patterns, vignettes, 
rims, borders, colors, designs, reliefs, letters, numerals, slo- 
gans, and in general all means serving to distinguish the 
products of a manufacturer or producer of mineral water, or 
producer of products of agriculture, forestry or mining, and 
the goods of a commercial enterprise.’’ 


These efforts have however not met with success, and they 
were resumed only recently. Thus, during the deliberations of the 
Executive Committee of the AIPPI at Locarno in 1953 the desire 
was expressed that a trademark definition be established, or that 
at least the next Congress take up such a study*. Afterwards, 
several of the national reports prepared for the 1954 Congress in 
Brussels submitted proposals for a uniform trademark concept’. 
Therefore, it is proper to proceed from the premise that there is 
general agreement among competent circles that the adoption of a 
uniform international trademark concept is not only necessary but 
also feasible. 

On the other hand, there exists a contrary opinion. Thus, 
Fernand-Jacq deems all efforts towards the creation of a trade- 
mark concept unnecessary, in view of the fact that the question 
of distinctiveness is always subject to subjective interpretation by 
the respective authorities of each individual country’. 

Interpretations will unquestionably always differ among the 
various countries; but we are of the opinion that the mere ques- 
tion of distinctiveness, and the possibility of it being differently 
adjudged by the various countries, should not bar efforts towards 
the adoption of a uniform trademark concept. Distinctiveness is in 
all countries a prerequisite for the protection of a trademark, but 
it is not the only prerequisite. Also, it gives no indication as to 
what forms of trademarks can be protected, and as to what consti- 
tuted a trademark under the Paris Convention. Before a trademark 


6. See Report by the Rapporteur General for the 1954 Brussels Congress, p. 17. 
7. For text of these proposals see pp. 1272 and 1274. 
8. Propriété Industrielle 1954, 204. 
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can be examined if it is distinctive, it must be made certain that it is 
a mark that can qualify as a trademark under Art. 6 et seq. of the 
Paris Convention, and that it enjoys the protection therein 
provided. 

In the past this question caused no particular difficulties as 
there was general agreement on the scope of the trademark con- 
cept. Therefore, when the Paris Convention was drafted, it was 
feasible to refrain from defining the trademark concept and to 
leave it to the legislatures of the individual countries. 

The ‘‘telle-quelle’’ clause was generally capable of taking care 
of the differences among the individual countries regarding the 
type of marks capable of trademark protection, even though some 
doubts remained that have led, during the course of time, to con- 
flicting holdings by the courts of the countries of the Union. 

However, new categories of trademarks (e.g., service and 
sound marks), that have recently emerged due to modern techno- 
logical and economic developments, have raised questions that 
probably cannot be solved by the use of the ‘‘telle-quelle’’ clause 
alone. Thus, it is more than doubtful whether a sound mark, that 
e.g. is registrable in U.S.A., would be protected in countries that 
do not have sound marks. In Germany the Patent Office, in a 
decision dated December 19, 1931*°, refused to apply the ‘‘telle- 
quelle’’ clause to sound marks (contrary to the views of Aron”) 
that may have been registered abroad; it reasoned that when Art. 6, 
Par. 1 of the Paris Convention was drafted, such marks were not 
considered, and the intention of the signatory states must control 
the interpretation of the Convention. The same considerations 
apply to service marks, whose registration would in most cases be 
impossible for the mere reason that there is no classification for 
service marks in most countries. In view of the present wording 
of Art. 6 et seq., courts of foreign countries where registration is 
attempted could with some justification take the position that serv- 
ice and sound marks do not fall within the trademark concept 
under Art. 6 of the Paris Convention; this view could be supported 
by reference to Art. 7 which speaks of ‘‘affixing’’ the mark to a 


9. See Ladas, supra, p. 545 et seq., §§377 et seq. 

10. Muster und Warenschutz XXXII, 152—GRUR (Gewerblicher Rechtsschutz 
und Urheberrecht) 1932, 598. 

11. GRUB 1930, 1017. 
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‘‘Product’’, i.e., of the limitation of trademark protection to tan- 
gible, movable objects’, in addition to a physical connection be- 
tween the trademark and the product. 

These questions can be solved unequivocally only by a gener- 
ally binding definition stating that the mentioned new kinds of 
marks are trademarks within the meaning of the Paris Convention, 
and that they are thus subject to the ‘‘telle-quelle’’ clause. 

In addition, even problems resulting from the application of 
the ‘‘telle-quelle’’ clause with regard to the requirements of form 
(differing materially in the various countries) of marks capable 
of trademark protection (three-dimensional marks, shape and color 
of goods and packaging, etc.) could to a great extent be eliminated 
by a binding trademark definition setting forth the permissible 
forms of trademarks within the scope of the Convention. 

Finally, the determination of the scope of trademark rights 
under the Paris Convention could considerably further efforts 
towards uniform trademark laws in the member countries. Espe- 
cially with regard to the recognition of service marks now being 
considered by several countries’, an international solution of this 
problem seems particularly appropriate, as it may thus be possible 
to prevent the various countries from promulgating conflicting 
legislation. 

This study is based on the evaluation of a collection of material 
taken from the trademark laws of the following twenty-five coun- 
tries of the Paris Convention: Egypt, Australia, Belgium, Ceylon, 
Denmark, Germany, Dominican Republic, Finland, France, Greece, 
United Kingdom, Italy, Japan, Yugoslavia, Norway, Austria, 
Canada, Liechtenstein, New Zealand, Netherlands, Portugal, 
Sweden, Switzerland, Spain, U.S.A. In addition, legislative defini- 
tions from some other member nations were considered. Due to 
similarities in the laws of some of the countries, not all member 
nations had to be included. These countries were selected prima- 
rily with a view to including countries of different legal systems, in 
order to stress significant differences and similarities. Obviously, 
not all details could be considered. 


12. See Osterrieth-Axter, The Paris Convention, Berlin 1903, p. 180. 
13. E.g. by Germany, Austria, England and France. 





THE TRADEMARK REPORTER Vol. 45 T. M. R. 


II. 


As already stated, the purpose of establishing a general trade- 
mark definition is to find a concept that includes the categories 
capable of protection in the individual countries. For this pur- 
pose, two types of definitions are available (following the practices 
of some of the countries) : 

1. First, a general definition may be considered, based on the 
functions of the trademark and drafted broadly enough so as to 
leave it to the courts of the individual states to include all new 
trademark categories by way of interpretation. The general defini- 
tion underlying the German trademark law (Par. 1, Warenzeichen- 
gesetz™) is an example. Further examples of a general definition 
appear in Par. 1 of the Austrian Trademark Law’, and Art. 1 
of the Swiss Trademark Law**. Also, Art. 1 of the Belgian law” 
may be cited in this connection. 

However, these legal provisions supply no detailed informa- 
tion on the possible forms and categories of trademarks, and are 
therefore hardly capable to clarify the protectibility of the various 
trademark forms. 


Various attempts have been made to include the aspects of a 
trademark into a conceptual definition in general terms. . Thus, 
Pouillet defines the trademark as ‘‘the material medium to guar- 
antee the origin or provenance of merchandise to the consumer’”**; 
Fernand-Jacq states that this conceptual definition is prevalent in 
the literature’*, and has found recognition in other countries as 


14. $1 of the German Trademark Law reads as follows: “Whoever wants to use a 
trademark in his commercial enterprise to distinguish his merchandise from that of others, 
may apply for registration of that mark on the trademark register.” (BGB1. [Bundes- 
gesetzblatt] 1953 I, 645—B1. f. PMZ 1953, 286 = GRUR 1953, 340). 

15. §1 of the Austrian Trademark Law reads as follows: “For the purposes of 
this law, trademarks are marks that serve to distinguish products and merchandise in- 
tended for use in commerce from other similar products and merchandise.” (OBGBL. 
1953 I No. 38 [Osterreichisches Bundesgesetzblatt] — Bl. f. PMZ 1953, 243 [244]). 

16. Art. 1 of the Swiss Trademark Law reads as follows: “Factory and commerce 
trademarks are: 

1. tradenames; 
2. marks that serve to distinguish or identify the origin of commercial or 
agricultural products or merchandise, and that are affixed to them or their packaging 

in any way.” (BI. f. PMZ 1894/95, 213.) 

17. Art. 1 of the Belgian law reads as follows: “A factory or commerce mark may 
be any mark that serves to distinguish industrial or commercial products. A mark may 
also be the name of a person as well as the name of a commercial or industrial enter- 
prise in the distinctive form given it by the interested party.” (Prop. Ind. 144, 131.) 

18. Marques de fabrique, Paris, 6th Edition 1912, p. 13 n. 4. 

19. Prop. Ind. 1930, 39; see also Pichot, De la concurrence déloyale et de la 
Contrefacon, Paris, 1924, p. 121, and Roubier, Le Droit de la Propriété Industrielle, 
Vol. I, 1952, p. 18. 
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well”. Elsewhere, Fernand-Jacq defines the trademark as ‘‘all 
means of individualizing merchandise, to assure the producer and 
wholesaler the protection of his commercial reputation’’”’. 

A further attempt at a conceptual definition has been made by 
Rauter* who pronosed that a trademark be defined as ‘‘something 
that serves to signify the origin and/or quality of merchandise in 
a way other than mere physical connection with the merchandise’’. 

If one of these conceptual definitions were to be adopted, the 
principle of ‘‘freedom of trademark forms’’, as e.g. expressed in 
the laws of the French legal systems by the words ‘‘tout signe’’ 
or ‘‘tout autres signes’’, would gain international recognition. But 
it is not certain whether such terminology alone would suffice to 
allay all doubts as to the protectibility of new trademark forms, 
e.g. sound marks. 

It is true that the general term ‘‘tout signe’’, as used in the 
Belgian law, is designed to include (according to the parliamentary 
reports cited by Braun and Capitaine*’) not only any mark within 
the proper meaning of the word, but also all means of marking 
that are not usually encompassed by this term. According to the 
understanding of Braun and Capitaine, the words ‘‘tout signe’’ 
clearly embrace not merely what at the time of the enactment was 
deemed to be a mark, but also all marks that in the future, on the 
basis of discoveries or the development of new processes, may be 
considered such. 

However, the view is occasionally taken that the term ‘‘mark’’, 
according to its semantic meaning, must be limited to something 
that can be optically observed”, so that a so-called sound mark, 
e.g., would not fall within the general concept of a mark. In order 
to eliminate these doubts as far as possible, consideration may be 
given to replacing the word ‘‘signe’’ with ‘‘tout moyen matériel’’ 
(all material means), as done in the Mexican law* (probably based 
on the above-quoted definition by Pouilett**); or, as done in the 


20. See e.g. Braun and Capitaine, Les Marques de Fabrique et de Commerce, 
Brussels, 1908, p. 13 n. 8; Reimer, Wettbewerbs- und Warenzeichenrecht, 3rd ed. 1954, 
p. 13. 

21. Manuel pratique de la Propriété Industrielle et Commerciale, Paris, 1914, p. 
165; see also Allart, Marques de Fabrique et de Commerce, Paris, 1914, p. 7. 
22. Das Warenzeichen, 2d ed., 1938, p. 46. 


23. Supra, p. 38. 
24. See Adler, System des oesterreichischen Markenrechts, Vienna 1909, p. 68. 


25. Art. 97 of the law; see Prop. Ind. 1944, 138. 
26. See supra n. 18. 
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laws of Spain” and Cuba”, complementing the word ‘‘signe’’ with 
‘‘moyen matériel’’. The definition proposed by the group of Italian 
countries to the AIPPI for the 1954 Brussels Congress points in the 
same direction: 

‘‘The trademark is a characterizing expression capable of 
distinguishing an enterprise, as well as its activity, its serv- 
ices, the products of its manufacture and/or its trade.’’ 
Nevertheless, doubts will necessarily arise from a general defi- 

nition. This fact is unavoidable in the course of interpretation by 
the courts and legal authorities. As long as it concerns the inter- 
pretation of national law, it does not generally lead to difficulties. 
But the danger of conflicting decisions, and thereby of legal uncer- 
tainty, is of course (due to the differences in the general legal and 
interpretative principles of the various national legal systems) 
much greater as far as the interpretation of general concepts of 
an international convention is concerned. 


2. There is no comparable danger in using the other possible 
type of definition: the enumerative conceptual definition, which has 
the advantage of considerably greater clarity”. Art. 1, last para- 
graph of the French law”; Art. 119 of the Spanish law®™; Art. 1 of 


the Egyptian law*?; Sec. 45 of the Lanham Act**; Art. 2 of the 


27. See note 31. 

28. Art. 93 of the law; see Prop. Ind. 1937, 73. 

29. Also Maunoury, Report to the Paris Congress of the AIPPI 1900, AIPPI Year- 
book 1900, 188. 

30. Art. 1, Par. 3 of the French law reads as follows: “(3) Factory and commerce 
marks are names in a distinctive form, denominations, emblems, imprints, stamps, 
patterns, seals, vignettes, reliefs, letters, numerals, containers and all other marks serving 
to distinguish the products of a factory or the goods of commerce.” (Prop. Ind. 1890, 66.) 

31. Art. 119 of the Spanish law reads as follows: “In particular, trademarks may 
be designations, firm names, pseudonyms and names properly identified, vignettes, con- 
tainers, emblems, stamps, seals, ex-libris, titles of magazines and reviews, reliefs, borders, 
decoration, filigrees, labels, gravures, monograms, insignia, emblems, receptacles, trim- 
ming, gauges, fire marks, etiquettes, etc., in a distinctive form adopted by the interested 
ay The present enumeration is exemplary and not exclusionary.” (Prop. Ind. 1942, 
163. 

32. Art. 1 of the Egyptian law reads as follows: “For purposes of this law, 
factory and commerce marks are names in a distinctive form, signatures, words, letters, 
numerals, designs, emblems, insignia, stamps, patterns, vignettes, reliefs and all other 
marks, combinations thereof of those elements serving, or intended to serve, to distinguish 
the products of industry, or the products of agriculture, forestry or mining, or com- 
mercial goods, or to mark the origin, quality, selection, guarantee or application.” 
(Prop. Ine. 1940, 45.) 

33. See. 45 of the American law (Lanham Act) contains the following definition: 
“The term ‘mark’ includes any trade-mark, service mark, collective mark, or certification 
mark entitled to registration under this act whether registered or not. 

The term ‘trade-mark’ includes any word, name, symbol, or device or any combina- 
tion thereof, adopted and used by a manufacturer or merchant to identify his goods 
and distinguish them from those manufactured or sold by others.” 

For the definition of the service mark see infra p. 1287. (Reprinted from Callmann, 
The Law of Unfair Competition and Trade-Marks, 1950, 2nd Edition, p. 2372.) 
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Canadian law**; and Sec. 68 of the English law® are typical ex- 
amples. 

A particularly exhaustive enumeration is contained in Art. 67 
of the trademark law of Tangiers”™. 

In this connection it should be noted that the examples taken 
from the continental legal system do not contain an exclusionary 
but merely an exemplary enumeration of trademark forms capable 
of protection. This is expressly provided for in Art. 119, last sen- 
tence, of the Spanish law; in the corresponding Art. 94 of the Cuban 
law; and in Art. 67 of the Tangiers trademark law; and is also 
recognized by the French and Egyptian law”. 

On the other hand, the enumeration contained in the Ameri- 
ean, Canadian and English laws is exclusionary, due to Anglo- 
American legal thinking and its peculiar legislative technique. 


For the purpose of international legislation, an exclusionary 
enumeration of protectible trademark forms is hardly to be recom- 
mended, in spite of the unequivocal limitation of the trademark law 
that guaranteed thereby. In view of the difficulties accompanying 
amendments to the Paris Convention, some leeway must be pro- 
vided securing the protectibility of already known as well as of 
newly discovered trademark types, and thereby probably prolong- 
ing the usefulness of the definition. 


34. Art. 2 of the Canadian law contains the following definition: “trade mark” 
means (i) a mark that is used by a person for the purpose of distinguishing, or so as 
to distinguish wares or services manufactured, sold, leased, hired or performed by him 
from those manufactured, sold, leased, hired or performed by others, (ii) a certification 
mark, (iii) a distinguishing guise, or (iv) a proposed trade mark.” (Prop. Ind. 1954, 
28, 30.) 

35. Sec. 68 of the English law contains the following definition: “ ‘mark’ includes 
a device, brand, heading, label, ticket, name, signature, word, letter, numeral, or any 
combination thereof”; “ ‘trade mark’ means .. . used or proposed to be used in relation 
to goods for the purpose of indicating, or so as to indicate, a connection in the course 
of trade between the goods and some person having the right either as a proprietor or 
as registered user to use the mark, whether with or without any indication of the 
identity of that person. .. .” 

36. Art. 67 of the Tangiers law reads as follows: “In particular, a factory or 
commerce mark may be: the names of persons, firm names, pseudonyms, imaginary 
names or monograms, complete or abridged, as such or in a distinctive and characteristic 
form particularly by their arrangement, design, the combination of letters, their orna- 
mentation, by the addition of a qualification, a common name or any other word; special 
designations, arbitrary or fanciful; facsimiles of signatures; titles and headings of 
periodicals and reviews; characteristic forms of a product or of its condition; patterns, 
designs, slogans, labels, emblems, insignia, containers, tags, ex-libris, filigrees, designs, 
gravures, rims, borders; letters and numerals combined in a distinctive manner; invented 
words, dies, seals, stamps, vignettes. This enumeration is exemplary and not exclu- 
sionary.” (Prop. Ind. 1939, 104.) 

37. See Pouillet, p. 42; Allart, p. 31 et seq.; Fernand-Jacq, p. 165; Roubier, Vol. 
II, 1954, p. 548; Mercinier, L’Enregistrement en Egypte de la Propriété Industrielle et 
Intellectuelle, 1933, p. 32. 
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For these reasons it seems to us that, for the purpose of in- 
corporating it into Art. 6, the most appropriate definition would be 
one that possesses and combines on the one hand the advantages 
of the enumerative method—greater clarity, more precise delimita- 
tion of the presently protectible trademark forms and thereby 
greater uniformity in its judicial application—and on the other 
hand the advantages of the general definition—greater elasticity 
and adjustibility to future developments. This definition should 
enumerate the presently known trademark forms protectible in 
individual countries, but merely as examples and not exclusionary. 
This enumeration should either be preceded* by a general defini- 
tion of the trademark, or, as in the French law, the enumeration 
should be ‘‘loosened up’’, in a manner of speech, by a subsequent 
general term. It should be legally irrelevant which of these 2 
methods is chosen; it is mostly a question of drafting. A good 
example for this kind of definition is the proposal of the Belgian 
group made at the 1954 AIPPI Brussels Congress, to include 
the following definition as a new paragraph 1 of Art. 6 of the 
Convention: 

‘*Tn all countries of the Union, denominations, designs, prints, 

patterns, letters, numerals, the form of products or of a prepa- 

ration, sounds and all other marks serving to distinguish 
products, objects or services of an enterprise, whatever their 
nature may be, are considered trademarks.”’ 


This definition also constitutes Art. 1 of a new proposed uni- 
form law of the Benelux countries™. 


ITI. 


In order to propose an enumerative definition that would be 
acceptable to as many member nations as possible, it is necessary 
to determine which particular forms and categories may or may 
not be protected in various countries, and what their other legal 
aspects are. In this connection the basic similarities and differ- 
ences will have to be considered, but without going into every 
detail. 

In order to prevent misunderstandings it should again be 


38. As in the laws of Spain, Cuba and in the above-mentioned proposed definition 
of the AIPPI at the Paris Congress of 1900. 
39. See L’Ingénieur Conseil 1954, 91. 
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emphasized that the proposed definition is to be binding on all 
member nations only in such a manner as to directly subject the 
proposed Convention trademark concept (including particularly 
the categories and forms enumerated) to the ‘‘telle-quelle’’ clause 
of Art. 6, Par. 1 of the Paris Convention; i.e., where member nation 
A requests member nation B to extend protection to a trademark 
category that is not protectible in member nation B, the latter 
could not refuse registration on the grounds that it does not qualify 
as a trademark. By accepting the definition the member nations 
would however not be obligated to conform their national trade- 
mark laws to the international trademark concept, even though 
such conformity would be highly desirable. Such a harmonization 
or unification of the national trademark laws would however, it 
is to be hoped, eventually occur. For a national legislator would 
be more inclined towards changing the national trademark law 
where there is a possible divergence between the broader Con- 
vention concept—with the resultant broader protection for foreign 
members of the Union and the frequently narrower protection for 
its own citizens due to the restrictive trademark concept of the 
national law.*° 

The following categories and conceptual features of the trade- 
mark will be discussed : 

1. Word and picture marks, 2. Letters and numerals, 3. News- 
paper and magazine titles, 4. Three-dimensional marks, 5. Sound 
marks, 6. Shape and color of merchandise and packaging, 7. Ser- 
vice marks, 8. Factory and commerce marks, 9. Famous marks, 
10. Collective marks, 11. Certification marks, 12. Obligatory marks, 
13. Compulsory use, 14. Commercial undertaking, 15. Marks ex- 
cluded from trademark protection. 

1. Word and picture marks are recognized by all countries, 
as are marks composed of words or pictures. However, most 
national trademark legislations do not use these concepts coined 
primarily by scholars, and they have found acceptance only in 
a few laws. As is brought out by the above-mentioned wording of 
enumerative definitions, national legislation instead avails itself 
more of a whole series of generally used terms taken from the 


40. See the statements of Fletcher Moulton at the Second Congress of the AIPPI 
in London, AIPPI 1898, 463/64; Maillard’s report before the Zurich Congress, Year- 
book 1899, 11 et seq (13). 
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general vocabulary, such as ‘‘names, denominations, insignia, 
firms, signatures, emblems, patterns, stamps, prints, monograms, 
titles, designs, vignettes, etc.’’ One must weigh, for the purpose 
of drafting a proposed definition, whether this multitude of ex- 
pressions should be enumerated, or whether it should be limited 
to the concept ‘‘word and picture marks, or combinations there- 
of’’. In view of the fact that all cited expressions are covered 
by this concept, the protectibility of all these categories is gen- 
erally recognized, and therefore needs no clarification, the lat- 
ter proposed solution seems more appropriate. It would have 
the further advantage of making the proposed definition con- 
siderably more concise than would otherwise be feasable. 

2. Even though marks consisting of letters and numerals 
could conceptually be included in word or picture marks, it seems 
advisable to treat them separately as their protectibility is 
regulated quite differently in the various countries, and—where 
there is no express provision—they are contested to a great ex- 
tent. In Germany such signs are protected only if they have 
attained secondary meaning, while it is sufficient under French 
and Egyptian law that they possess distinctiveness. In Belgium 
letters and numerals can serve as trademarks when they take on 
a characteristic form through their combination or particular 
shape. As far as the United States are concerned, the admissi- 
bility of numerals or letter marks is disputed. Generally it is 
recognized that they may be protected under special conditions“. 
The same applies to the English law.* 

As far as numerals are concerned, the American law pro- 
vides in Art. 23 for their registration on the Supplemental Reg- 
ister. There is no such provision for letters. Several decisions 
on the question of admissibility of numerals or letter marks are 
in Prop. Ind. 1938, 70 and 1948, 120. In Switzerland the Patent 
Office registers numerals and letter marks without requiring that 
they have a special or peculiar form. The Federal Court has 
held that ‘‘letters and numerals used in a characteristic form’’ 
are protectible, which however does not necessarily uphold the 
protectibility of mere letter and numeral marks**. 


41. See Callmann, supra, p. 1136 et seq.; Derenberg, Trade-Mark Protection and 
Unfair Trading, 1936, p. 303. 

42. See Kerly, supra, p. 188, 190. 

43. See BGE 48 II, 298 et seq. 
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These examples present the important differences concern- 
ing the question of protectibility of letter and numeral marks. 
But there is a whole series of member nations where there is no 
controversy about this question, as letters and numerals are ex- 
pressly recognized as trademarks protectable under the provi- 
sions of the law. This is the case in Egypt, Brazil, Bulgaria, 
Dominican Republic, France, Great Britain, Ireland, Lebanon, 
Morocco, Poland, South Africa, Syria, Tangiers and Turkey. 
In some countries only letters are especially mentioned (Japan, 
Israel), while in others only numerals are cited as legislative 
examples (Yugoslavia, Rumania). Various laws provide that let- 
ters and numerals are protectable only in a distinctive or char- 
acteristic form. Furthermore, taking into consideration that 
even in those countries where letters and numerals were orig- 
inally excluded from protection a tendency is developing to rec- 
ognize letters and numerals as permissible types of marks in 
cases where they, either due to their form or acquired secondary 
meaning, possess distinctiveness—and there is no objection to 
include these trademark types in the proposed definition. The 
exclusion of these marks from some older national laws was 
based, to a great extent, on the assumption that because of their 
limited number and general usage letters and numerals cannot 
become distinctive. This assumption, however, has proven in- 
correct in the course of time. There is a series of very well 
known marks (e.g. 4711, BP, ICA) that consist exclusively of 
letters or numerals and that have nevertheless attained strong 
distinctiveness. But we think that a proposal to make marks 
eligible for trademark protection that consist of letters and num- 
erals only without any restrictions, would have little hope of 
being accepted by all member nations. If letters and numerals 
were included in the definition without any limitation, thereby 
basically affirming their protectibility, this fact alone could create 
the impression that these marks as such, and apart from their 
form, possess sufficiently distinctive characteristics. 


It might be assumed that those countries in which marks 
consisting of mere letters and numerals cannot be registered 
would then be obliged to register marks that are filed by a Con- 
vention member and registered in his home country under the 
‘*telle-quelle’’ clause without being able to refer to the provi- 
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sion of Art. 6 B, Part. 1 No. 2 of the Paris Convention and to 
reject the mark due to lack of distinctiveness. Therefore it seems 
appropriate to stress in the proposed definition that letters and 
numerals may be considered trademarks only if they have a dis- 
tinctive character. This could be done, relying on the formula- 
tion used in the French law, adding ‘‘in a distinctive or charac- 
teristic form’’. 

In our view, however, this addition would not suffice as there 
are also letter and numeral marks that have no characteristic 
form but that have nevertheless acquired distinctiveness due to 
extensive advertising by a specific manufacturer. The definition 
could therefore be worded as follows: ‘‘. . . letters and numerals 
or combinations thereof, if they are distinctive because of their 
characteristic form or if they acquired secondary meaning... .”’ 


Other trademark categories, on the other hand, do not re- 
quire similar restrictions, because it is generally recognized that 
word and picture marks, e.g., that have no distinctiveness may 
be rejected by the country in which registration is sought. This 
is not altered by the inclusion of word and picture marks in the 
definition of a trademark. 


3. In this connection mention must be made of the protect- 
ibility of newspaper and magazine titles; different regulations 
apply in the various countries, and there is disagreement as to 
their admissibility. 

In Germany the registrability of this category of marks was 
rejected by the Federal Court** and the Patent Office*®. The rea- 
son given was that trademarks must be independent of the goods 
themselves, and that the title of a newspaper or magazine is an 
important part of the newspaper (magazine) itself. The Patent 
Office later gradually abandoned this concept**; but it continues 
to adhere basically to the non-registrability of these marks par- 
ticularly for copyright reasons concerning the relations between 
publisher and editor. The authorities generally favor the regis- 
trability of these marks*’, but there is a difference of opinion as 
to whether a change in the law is required, or merely a different 


. See RGZ 40, 21; 44, 99 (101). 

. See MuW XXIII, 172; XXV, 187. 

. See MuW XXXI, 230. 

. Reimer, p. 19 et seq. with citations of literature and decisions. 
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interpretation of the concept of merchandise (i.e. legislation by 
the Patent Office). 

In Switzerland the Federal Court has denied the registra- 
bility of newspaper or magazine titles**, for the reason that a 
newspaper title does not refer to a product but to an enterprise. 
Another decision of that court leaves the question open*®. On 
the other hand, the Patent Office accepts entries of this kind’’. 

In France—as far as is known—title protection is granted 
only for copyright and fair competition purposes”. Also in Great 
Britain trademark registrations of this kind are unknown, and 
there too a title can be protected only under the principles of 
fair competition, particularly under the provisions for trade- 
names, while there is no copyright in such titles®*. In the U.S.A. 
trademark protection is granted if the title is chosen in a free 
manner and is distinctive™. 

These few examples may suffice to illustrate the problem. 
Even though the protection of newspaper and magazine titles is 
already guaranteed by frequently available copyright and fair 
competition protection of titles, there seems to be need for ad- 
ditional protection. This need has been recognized in the laws 
of some countries where these titles are expressly named as ex- 
amples of trademarks (Greece, Spain, Tangiers). As the U.S. 
example illustrates, title protection may also be granted with- 
out express provision in the law. Thus, as protection for titles 
is available in some countries, it seems appropriate—even though 
newspaper and magazine titles as such are covered by the con- 
cept of word marks—to include them in the general definition, if 
for no other purpose to eliminate possible doubts as to their 
capability of being trademarks. 

4. Three-dimensional marks are protectable in some coun- 
tries, while others reject them. Thus, they are recognized by 
Egypt, Belgium, France, Greece, Netherlands, Italy, Canada, 
Austria and Spain; they are not recognized in Australia, Ceylon, 
Germany, Japan, New Zealand, Switzerland and the U.S.A. 


48. BGE 21, 162. 

49. BGE 64 II 116, Pr.XXVII, No. 124, p. 324. 

50. See Matter, Kommentar zum Markenschutzgesetz, 1939, p. 47. 
51. See Roubier, Vol. II, p. 742 et seq. 

52. See Kerly, p. 568 et seq. 

53. See Callmann, supra, p. 1596 et seq. 
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sion of Art. 6 B, Part. 1 No. 2 of the Paris Convention and to 
reject the mark due to lack of distinctiveness. Therefore it seems 
appropriate to stress in the proposed definition that letters and 
numerals may be considered trademarks only if they have a dis- 
tinctive character. This could be done, relying on the formula- 
tion used in the French law, adding ‘‘in a distinctive or charac- 
teristic form’’. 

In our view, however, this addition would not suffice as there 
are also letter and numeral marks that have no characteristic 
form but that have nevertheless acquired distinctiveness due to 
extensive advertising by a specific manufacturer. The definition 
could therefore be worded as follows: ‘‘. . . letters and numerals 
or combinations thereof, if they are distinctive because of their 
characteristic form or if they acquired secondary meaning... .’’ 

Other trademark categories, on the other hand, do not re- 
quire similar restrictions, because it is generally recognized that 
word and picture marks, e.g., that have no distinctiveness may 
be rejected by the country in which registration is sought. This 
is not altered by the inclusion of word and picture marks in the 
definition of a trademark. 


3. In this connection mention must be made of the protect- 
ibility of newspaper and magazine titles; different regulations 
apply in the various countries, and there is disagreement as to 
their admissibility. 


In Germany the registrability of this category of marks was 
rejected by the Federal Court** and the Patent Office*®. The rea- 
son given was that trademarks must be independent of the goods 
themselves, and that the title of a newspaper or magazine is an 
important part of the newspaper (magazine) itself. The Patent 
Office later gradually abandoned this concept**; but it continues 
to adhere basically to the non-registrability of these marks par- 
ticularly for copyright reasons concerning the relations between 
publisher and editor. The authorities generally favor the regis- 
trability of these marks*’, but there is a difference of opinion as 
to whether a change in the law is required, or merely a different 


. See RGZ 40, 21; 44, 99 (101). 

. See MuW XXIII, 172; XXV, 187. 

. See MuW XXXI, 230. 

. Reimer, p. 19 et seq. with citations of literature and decisions. 
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interpretation of the concept of merchandise (i.e. legislation by 
the Patent Office). 

In Switzerland the Federal Court has denied the registra- 
bility of newspaper or magazine titles**, for the reason that a 
newspaper title does not refer to a product but to an enterprise. 
Another decision of that court leaves the question open*®. On 
the other hand, the Patent Office accepts entries of this kind*’. 

In France—as far as is known—title protection is granted 
only for copyright and fair competition purposes™. Also in Great 
Britain trademark registrations of this kind are unknown, and 
there too a title can be protected only under the principles of 
fair competition, particularly under the provisions for trade- 
names, while there is no copyright in such titles®*. In the U.S.A. 
trademark protection is granted if the title is chosen in a free 
manner and is distinctive™. 

These few examples may suffice to illustrate the problem. 
Even though the protection of newspaper and magazine titles is 
already guaranteed by frequently available copyright and fair 
competition protection of titles, there seems to be need for ad- 
ditional protection. This need has been recognized in the laws 
of some countries where these titles are expressly named as ex- 
amples of trademarks (Greece, Spain, Tangiers). As the U.S. 
example illustrates, title protection may also be granted with- 
out express provision in the law. Thus, as protection for titles 
is available in some countries, it seems appropriate—even though 
newspaper and magazine titles as such are covered by the con- 
cept of word marks—to include them in the general definition, if 
for no other purpose to eliminate possible doubts as to their 
capability of being trademarks. 

4. Three-dimensional marks are protectable in some coun- 
tries, while others reject them. Thus, they are recognized by 
Egypt, Belgium, France, Greece, Netherlands, Italy, Canada, 
Austria and Spain; they are not recognized in Australia, Ceylon, 
Germany, Japan, New Zealand, Switzerland and the U.S.A. 


48. BGE 21, 162. 

49. BGE 64 II 116, Pr.XXVII, No. 124, p. 324. 

50. See Matter, Kommentar zum Markenschutzgesetz, 1939, p. 47. 
51. See Roubier, Vol. II, p. 742 et seq. 

52. See Kerly, p. 568 et seq. 

53. See Callmann, supra, p. 1596 et seq. 
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The main argument advanced against the protectibility of 
three-dimensional marks is that trademarks are by their nature 
two-dimensional, and that only a two-dimensional mark may be 
registered. Particularly the German decisions have taken this 
view™, to which earlier writers on the subject agreed®’. But 
more recently these arguments were considered inappropriate, 
and have fully affirmed the protectibility of three-dimentional 
marks, which can be entered in the register by means of mod- 
ern methods of representation, or by reference to a supporting 
model**. In Austria, where at first the same negative attitude 
as in Germany prevailed, the Administrative Court, in its lead- 
ing decision of Dec. 2, 1930°’, expressly overruled its prior hold- 
ing that only two-dimensional signs may serve as trademarks, and 
declared three-dimensional marks susceptible to trademark pro- 
tection. This decision has been supported by the authorities™. 
Since then the protectibility of three-dimensional signs has been 
accepted law in Austria®’, which has almost the same legislation as 
Germany. The differences between those countries that recognize 
three-dimensional signs as trademarks and those that refuse pro- 


tection have, however, in practice been largely eliminated, in that 
even those marks that can be registered only two-dimensionally 
enjoy protection against infringement in their three-dimensional 
forms; thus, this protection is either of trademark nature or it 
is based on the general provisions against unfair competition. 
This principle has been promulgated mostly by decisions and 
legal writings’, but also by some laws“. Furthermore, as in 


54. See Reichsgesetz (Federal law) of Nov. 16, 1926, RGZ 115, 235 (237/38) = 
MuW XXVI, 172 = GRUR 1927, 187; of July 10, 1928, MuW XVII/XXVIII, 526; of 
Feb. 21, 1930, MuW XXX, 227; RPA of Dec. 19, 1931, MuW XXXII, 152 = GRUR 
1932, 589/99. 

55. See Hagens, Warenzeichenrecht, Berlin 1927, n. 22 to Par. 1 WZG; Seligsohn, 
Gesetz zum Schutz der Warenbezeichnungen, 3rd Edition 1925, n. 10 to Par. 1 WZG; 
Pinzger, Das deutsche Warenzeichenrecht, 2nd Edition, 1937, n. 22 to Par. 1 WZG. 

56. See in particular Reimer, p. 17 and the literature cited therein; Baumbach- 
Hefermehl, Wettbewerbs- und Warenzeichenrecht, 6th Edition 1951, n. 7 B to Par. 1 
W2ZG. 

57. Osterr. Patentbl. 1931, 35; Prop. Ind. 1931, 207. 

58. See Abel, MuW 1931, 112; Prop. Ind. 1931, 207. 

59. See the decision cited by Abel in his “Letter from Austria”, Prop. Ind. 1933 
194; Austrian Patent Office, Oct. 14, 1936, Osterr. Patentbl. 1936, 144. 

60. See for Germany: Federal law of Nov. 16, 1926, RGZ 11, 235 (237/38); for 
the U.S.A.: Callmann, supra, 1502, 2137 and p. 1267 with citations of decisions on the 
question of the protectibility of three-dimensional marks based on secondary meaning; 
for Switzerland: Matter, supra, p. 46. 

61. See Par. 2a of the Austrian Trademark Law; Par. 53 of the Yugoslavian law, 
Prop. Ind. 1921, 39; 1928, 191. 
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those countries that withhold protection from three-dimensional 
marks the view was adopted that the trademark law is only part 
of the general law of unfair competition, thus there being no 
jurisprudential obstacles, no serious reservations can be advanced 
by member nations against the inclusion of three-dimensional 
marks into the proposed trademark definition. 

5. Sound marks, meaning only pure sound marks without 
the simultaneous production of words or pictures (e.g. mere 
melodie sequences or sounds) are expressly provided for only 
in the American law®*. They can be registered as service marks 
and are generally called radio marks®. In Germany the Patent 
Office refuses to register sound marks™, but a considerable num- 
ber of legal wirters reject this holding and favor protection of 
sound marks®. Such protection is also advocated in Italy”, 
Mingland and Yugoslavia. 

As far as the other countries are concerned, they can be 
divided into two groups, depending on whether their national leg- 
islation—and particularly their prevailing trademark concept— 
would or would not conceptually permit the protection of sound 
marks. In this connection it must be pointed out that the group 
of countries whose prevailing trademark concept does not permit 
registration of sound marks is by far the larger. This also applies 
to countries that by law recognize the principle of freedom of 
trademark types, i.e. the countries of the French legal system. For 
in these countries, even though the very broadly drafted trademark 
definition does not bar registration of sound marks, it can be con- 
cluded from the existing requirements for depositing or registering 
marks that this new category of marks cannot be protected. But 
these requirements, tailored primarily to the registration of two- 
dimensional signs, should not seriously hamper the recognition 
of sound marks. It is natural that modern trademark types 
should require the modernization of partially obsolete procedural 
regulations that originated in the last decades of the past cen- 
tury. This is not decisive. All that is important is that there 


62. See Sec. 45 of the Lanham Act. 

63. Amdur, Trade-Mark Law and Practice, 1948, p. 42. 

64. GRUR 1932, 598/99. 

65. See Callmann, Der unlautere Wettbewerb, 2nd Edition 1932, n. 137 to Par. 16 
UWG; Reimer, p. 16; Aron, GRUR 1930, 1017; Aron, Die Formen der Warenzeichen 
und ihre Gestaltung, Diss. Heidelberg 1929, p. 29 et seq.; Tetzner, GRUR 1951, 66 et seq. 

66. See the proposal of the Italian group of the AIPPI, p. 1272 supra. 
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is a possibility of recording sound marks and, thus, to make 
them registrable; there should be no difficulty in this age of pho- 
nograph records and tape recorders, as proven by the American 
example. In any ease, all these details with regard to the reg- 
istration of sound marks are only secondary to the question here 
to be decided, i.e. whether sound marks are trademarks within 
the meaning of the Paris Convention. If one takes the view that 
the terms of the Convention are so interpreted according to prin- 
ciples applicable to treaties, i.e. primarily according to the in- 
tentions of the signatory countries, then it is obvious that sound 
marks do not come within the original trademark concept. For, 
when the Convention was signed, no one thought of the possi- 
bility of such trademark types. On the other hand, one may take 
the view that all marks that are used for the identification of 
merchandise and are registrable in a signatory country should 
be capable of trademark protection within the scope of the Con- 
vention. Support for this latter view derives from the fact that 
the trademark was not defined when Art. 6 of the Paris Conven- 
tion was drafted. If this view is followed, then even a pure sound 
mark must be considered a trademark within the meaning of 
Art. 6. Even the international trademark law cannot ignore mod- 
ern economic and technological advances. As the modern means 
of reproduction, such as phonograph records, magnetic sound 
tapes, photo- and micro-copies, have found general recognition 
in the copyright law, so the proposed Convention definition of 
the trademark must contain the sound mark that can be recorded 
by the means mentioned above. 

6. A further problem concerns the protectibility of the shape 
or color of goods and their packaging. As various countries treat 
this question differently, it seems advisable to discuss them sepa- 
rately: 

(a) In Austria the shape of the goods and packaging, whose 
protectibility had been consistently rejected in earlier decisions 
and by the authorities”, was recognized in a decision by the 
Administrative Court in 1930 as a type of trademark, provided 
it had no functional significance. This limitation can be found 
also in other legal systems that recognize the form of merchan- 


67. See Adler, supra, p. 75; Osterr. Patentbl. 1904, 29; 1909, 356. 
68. Osterr. Patentbl. 1931, 35. 
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dise and packaging as trademarks. But the color of the mer- 
chandise or packages is not protecible in Austria‘, although it 
may be registered as a trademark in other countries”. 


(b) In Belgium the shape of merchandise is protectible, ac- 
cording to the current uniform view expressed in decisions and 
legal articles, unless it is a shape inherent to the product”. The 
same principle applies also where the shape of the product may 
be capable of serving as a model”. The same applies also to the 
shape of packages or, more generally, to containers and is pro- 
tectible if it is not customary in the trade or necessitated by the 
shape of the merchandise™. The color of goods or their packag- 
ing can, as expressed by authorities’, serve as a trademark only 
when it is in limited use and sufficiently new and can be distin- 
guished from the color of similar products. The decisions vary, 
but predominantly agree that colors even a solid one, may be 
protected.” 

(c) In Spain shapes and colors cannot be protected as such 
but only in connection with a particular feature of the trademark. 
Whether this also applies to goods and packages cannot be deter- 
mined from the pertinent decisions”. 


(d) In France the shape of goods may be protected according 
to prevailing views”, unless it is an inherent part of the goods”, or 
as stated by Allart*°—it must be a new and arbitrary form. The 
shape of the packages, as all containers of merchandise (e.g. the 
shape of a bottle) can also serve as a trademark under the same 


69. E.g. as in France, see Pouillet, supra, p. 67. 

70. See Adler, supra, p. 75. 

71. Osterr. Patentbl. 1931, 188. 

72. See Braun and Capitaine, supra, p. 32 et seq. and the decision cited in n. 16; 
Novelles, Marques de Fabrique et de Commerce, p. 611, n. 18. 

73. See Novelles, supra, p. 611, n. 19. 

74. See Novelles, supra, p. 621, n. 46; Braun and Capitaine, supra, p. 82 et seq., 
n. 36 and the decision cited therein; Trib. comm. de Bruxelles of March %, 1934, 
L’Ingénieur-Conseil 1934, 81 et al. 

75. Braun and Capitaine, supra, p. 88, n. 35; Novelles, supra, p. 622, n. 45. 

76. See the decision cited in Novelles, p. 622, n. 45; Cour d’Appel de Bruxelles of 
July 14, 1948, L’Ingénieur-Conseil 1948, 287, with critical comment by Vander Haeghen. 

77. Art. 126, 127 (Prop. Ind. 1942, 164); also Prop. Ind. 1947, 145. 

78. See Rendu, Traité pratique des Marques de Fabrique et de Commerce, Paris 
1858, p. 39 et seq.; Allart, Marques de Fabrique et de Commerce, Paris 1914, p. 76, 
Pouillet, supra, p. 67 et seq. and the earlier decision cited in n. 74; contrary, Roubier, 
Vol. II, p. 552, n. 260, who grants only unfair competition protection to the shapes of 
products. 

79. See Pouillet, supra, p. 67; Prop. Ind. 1933, 196. 

80. Supra, p. 76. 
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circumstances; this is made quite clear in the wording of Art. 1 of 
the law (envelopes) and corresponds to legal views and decisions". 
Kiven the mere colors of goods and packages can serve as a trade- 
mark, provided the color is new, arbitrary and fanciful and inde- 
pendent of the nature of the goods*. Earlier decisions predomi- 
nantly rejected solid colors as a trademark* because of the limited 
number of colors available, and allowed only combinations of colors 
as trademarks. In more recent decisions, however, this restriction 
has been abandoned, and even solid colors and color shades of a 
product can now be protected (e.g. the color of fuel**). 


(e) In Italy the shape of merchandise and packages can be 
protected as trademarks®, while colors may serve only as a dis- 
tinctive characteristic of the trademark composition™. 


(f) In Canada the shape of goods and packages is protected 
on the basis of the concept of ‘‘distinguishing guise’’ in Art. 2 of 
the law. ‘‘Distinguishing guise’’ means ‘‘a shaping of wares or 
their containers, or a mode of wrapping or packaging wares the 
appearance of which is used by a person for the purpose of dis- 
tinguishing or so as to distinguish wares or services manufactured, 


sold, leased, hired or performed by him from those manufactured, 
sold, leased, hired or performed by others’’. 


Colors can also be protected*’. 


(g) In Portugal the law contains in Art. 79 the following pro- 
vision for colors: Colors cannot by themselves constitute a trade- 
mark, unless they are combined or accompanied by other figurative 
or verbal elements, having a particular and distinctive form. It 
is not known what effect these provisions have on the colors of 
merchandise and packaging in particular and if the shape of foods 
and packages can be protected as a trademark. 


81. See Rendu, p. 36, n. 50; Allart, p. 52, n. 27; Pouillet, p. 62 et seq., n. 70 and 
the earlier decisions cited in n. 71 and 72. For later decisions see Cour d’appel d’Aix 
of June 28, 1951, RIPIA 1951, 60; Trib. civ. de la Seine, March 13, 1947, RIPIA 
1949, 19. 

82. See Rendu, p. 41, n. 56; Pouillet, p. 71, n. 76; Allart, p. 77, n. 39; Fernand- 
Jacq, Prop. Ind. 1951, 11; contrary, Roubier, supra. 

83. See Cour de Nimes of Feb. 22, 1877, Annual 1881, 81; Cour de Douai of Apr. 1, 
1881, Annual 1881, 92. 

84. See Court d’appel de Paris of Mar. 1, 1937, RIPIA 1937, 3; of Mar. 22, 1944, 
Prop. Ind. 1944, 91, and 1951, 54; of July 1, 1952, RIPIA 1952, 84; Cour d’appel de 
Limoges of Aug. 2, 1952, RIPIA 1954, 12. 

85. See Prop. Ind. 1953, 63. 

86. See Prop. Ind. 1914, 84; 1951, 216. 

87. Gouin, Cours de droit industriel, 1937, Vol. II, p. 71. 
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(h) In Switzerland colors enjoy, according to the more recent 
decisions*, trademark protection. However, the color of merchan- 
dise and packaging alone, cannot be protected as a trademark, nor 
can their shape, because a trademark must be connected with the 
merchandise or packaging, and must, therefore, represent some- 
thing independent*®. 


(i) In Germany the shape and color of goods, or of parts 
thereof or of packages, cannot be registered under the prevailing 
opinion. The exterior of goods can enjoy only design protection. 
The mark cannot be part of the merchandise itself, it must by its 
nature be independent of the merchandise itself®. 


(j) In the Netherlands the shape of goods or packages cannot 
be protected as a trademark according to predominant views ex- 
pressed in legal articles and decisions. The reason given is that a 
trademark must be affixed to the merchandise, that is it must be 
independent of the goods*'. The same applies to colors, which are 
considered as not distinctive. But this does not mean that the color 
of a trademark is of no significance to its protectibility. 


(k) In Japan the shape of merchandise and packages, as well 
as its coloring, cannot be protected under the law. See. 1, Par. 3 
of the law applies only to the color of a two-dimensional mark. 
Other views taken by commentators or decisions are not known. 


(1) In Egypt the shape and uniform coloring of merchandise 
cannot, according to a recent decision of the Cour de Cassation 
civile”, serve as a trademark. Furthermore, it had been held that 
the triangular shape of a package alone cannot be a trademark”. 
The refusal to protect colors is in accord with the view taken by the 
decisions prior to the effective date of the 1939 law®*. But the shape 
of merchandise and packaging was held protectible in earlier 


88. BGE 58 II, 453 and the decision cited in Matter, supra, p. 114; David, 
Kommentar zum Schweizerischen Markenschutzgesetz, 1940, p. 62 et seq. 

89. Matter, p. 45 and the decision cited therein. 

90. See Reimer, Chapter 5, n. 20; Seligsohn, n. 10 to Par. 1 WZG; RPA of 
May 11, 1931, Mitt., 1931, 201; RGZ 64, 99; ef. Baumbach-Hefermehl, n. 7 A and 7 C 
to Par. 1 WZG. 

91. See Drucker-Bodenhausen, Kort begrip van het recht betreffende de indus- 
trielle eigendom, 1949, p. 72 et seq. 

92. Of June 6, 1946, Prop. Ind. 1951, 88. 

93. Cour d’appel d’Alexandrie of Feb. 19, 1941, Prop. Ind. 1946, 192. 

94. Cour d’appel mixte of Jan. 11, 1933, cited by Mercinier, The Registration in 
Egypt of Industrial and Intellectual Property, 1933, p. 124 n. 33. 
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decisions and by authorities, under the condition that the shape is 
original and fanciful”. 

(m) In the Dominican Republic shape and color of goods or 
containers cannot be registered, according to Art. 8, Par. 3a. The 
definite rejection of these types of trademarks in connection with 
the provision of Art. 2 may permit the converse conclusion that all 
marks known at the time the law was promulgated and not 
expressly prohibited—may be trademarks, including three-dimen- 
sional marks. 

(n) In Greece the shape of goods and packages cannot be a 
trademark; it may be protected only under the law of unfair com- 
petition. Colors may be used for the composition of a trademark, 
but cannot serve as a trademark for merchandise or packages. 

(o) In Yugoslavia the shape of merchandise or packaging can 
be protected only as a design, a color possibly as a pattern, but as 
trademarks only as a tag. 

(p) In the United States colors alone do not provide the basis 
for trademark protection. But when certain other characteristics 
(patterns, ornaments, etc.) are added, then the color may in con- 
junction with these other characteristics be considered a basic 
element for protection”. Packages as such can be a trademark and 
can be entered on the Supplemental Register (Art. 23 of the law). 
The use of three-dimensional marks and forms for goods and 
packages is protected only under the general fair competition 
principles”. 

(q) In Great Britain the law (Sec. 16) contains a provision 
applicable to colors, but is limited to two-dimensional marks. It is 
not known whether the shape or color of goods and packages can 
be protected. 

(r) In Australia, Ceylon and New Zealand the same pro- 
visions apply as for Great Britain. 

This survey shows that the majority of member nations en- 
joys some kind of protection for the shape and color of merchan- 


95. See Mercinier, supra, p. 36 et seq.; Cour d’appel mixte of Dec. 19, 1928, cited 
by Mercinier, p. 122, n. 28; of Apr. 4, 1900, cited by Mercinier, p. 115, n. 4. 

96. See Amdur, supra, p. 145; Derenberg, supra, p. 293; Callmann, The Law of 
Trademarks and Unfair Competition, p. 1104 et seq.; Hopkins, The Law of Trade-Marks, 
Tradenames and Unfair Competition, 1924, p. 86 and 283 b; Prop. Ind. 1929, 190; 
1951, 154 et seq. 

97. See Amdur, supra, p. 53. 
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dise and packaging. Although the protection varies it is based 
on trademark law (registration and use), on acquired secondary 
meaning or on the general law of competition. It must be noted 
that trademark protection of the above-mentioned types of marks 
in countries where trademark rights are acquired by use, bears 
a certain similarity to the protection of preparation (Ausstat- 
tungsschutz) that exists only in the so-called registration coun- 
tries, and which is also based on use, even though it may be more 
extensive. 

Neither is there a serious obstacle to the recognition of these 
categories in the frequently advanced view that the shape and 
color of goods cannot be considered trademarks because a trade- 
mark must be conceptually different from the product to be iden- 
tified. When shape and coloring of the goods or packages are 
capable, in a particular case, to distinguish a product, and to 
indicate origin, then trademark protection should not be denied 
to these categories. But the restriction has to be made that 
shapes, colors and packaging are not to be included. Even though 
one may take the view that in this case neither the form nor the 
color perform a distinctive function and they therefore do not 
a priori fall within the trademark concept, it seems appropri- 
ate for reasons of clarification to exclude the technologically 
necessitated form of merchandise or packages from the pro- 
posed trademark definition. 

In drafting the defintion one must consider whether the 
terms ‘‘shapes and color of merchandise and/or packages’’ are 
sufficiently broad, or whether they should be complemented by 
a more general expression like ‘‘and any other kind of condi- 
tioning (Ausstattung, conditionnement)’’. 

7. The question of protection for service marks was last 
considered at the 1954 Brussels Congress of the AIPPI. The 
Congress deemed it necessary to give protection to service 
marks; it was decided to continue studying the means of this 
protection, and refer it to a future Congress. 

Even though the protection of service marks has been gen- 
erally advocated, up to now only a few countries have legis- 
lated such protection: 

In the United States the following definition of service 
marks was adopted by Sec. 45 of the Lanham Act: ‘‘The term 
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‘service mark’ means a mark used in the sale or advertising of 
services to identify the services of one person and distinguish 
them from the services of others and includes without limitation 
the marks, names, symbols, titles, designations, slogans, char- 
acter names, and distinctive features of radio or other adver- 
tising used in commerce.’””* 


The example set by the United States was followed by the 
Philippines (Law No. 166 of 1947). Furthermore, service marks 
can be protected under the new Canadian law of May 14, 1953. In 
some Latin American countries (Chile, Colombia, Guatemala and 
Venezuela) service marks can be registered as ‘‘establishment 
marks.’’ 


In most countries, however, the protection of service marks 
is barred by the wording of the applicable trademark laws, be- 
cause as a rule the only purpose of trademark protection is the 
distinction of merchandise of manufacturer or merchant. Follow- 
ing are examples of the status of the law in some of the countries: 


(a) The German trademark law does not have provisions for 
service marks. This is generally concluded from Art. 1 of the 
Trademark Law” under which a trademark can be registered 
only to distinguish goods. In earlier writings, only tangible things 
that can be the object of trade or commerce could be considered 
merchandise in this sense.” Reimer’ favors the protectibility 
of service marks, and recommends the following definition: ‘‘ Mer- 
chandise within the meaning of Art. 1 of the Trademark Law 
includes all things and commercial services for which trademark 
registration is the appropriate protection.’’ Baumbach and Hef- 
ermeh] regard this broader view as desirable but not compatible 
with the present law.’ The Federal Court and the Patent Office 
consider only tangible objects to be merchandise. 

(b) In Austria the registration of service marks is barred for 
the same reasons.’ 

(c) Neither does the Swiss law provide for the possibility of 


98. Prop. Ind. 1946, 182; see also Sec. 3 of the law; Amdur, p. 102; Robert, The 
New Trade-Mark Manual, 1947, 40. 

99. See supra n. 14. 

100. See Hagens, n. 10; Seligsohn, n. 7; Pinzger, n. 20; Busse, Warenzeichengesetz, 
2nd Edition 1939, n. 7, all in regard to Par. 1 WZG. 

101. Chapter 4, n. 7. 

102. N.4 A to Par. 1 WZG. 

103. See Abel, p. 22; Adler, p. 60. 
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registering service marks. For the time being, however, many 
marks are registered as factory marks while their real function 
places them in the category of service marks.’* This phenomenon 
can also be found in a series of other countries. This definitely 
proves that the present laws can no longer fulfill the requirements 
of modern economy, 


(d) In France, as in Germany, service marks are not admis- 
sible because trademarks can be registered only for merchandise.’*” 
Service marks cannot be brought within the legal term ‘‘ product 
of industry’’. But the question might be considered whether the 
term ‘‘object of commerce’’ does not also cover service marks. 
Roubier’*® favors the introduction of service marks, while the 
decisions so far have not considered this question. 


(e) Even though in Belgium the term ‘‘object of commerce’’ 
is interpreted very broadly,’” certain trade services do not fall 
within it, so that service marks, e.g. the mark Errore sLEev for 
an especially low night rate for taxicabs, cannot be registered as 
trademarks.** However, counterfeiting such and similar marks 
constitutes unfair competition.’” 


(f) In Holland, too, service marks cannot be registered under 
the present law, as trademark protection extends only to mer- 
chandise.*”° 


(g) In Greece the law also does not provide for service marks; 
this does not, however, according to Karavas,’” bar the possibility 
of their registration. But no actual cases are known. 


(h) In Great Britain the law contains no provision concerning 
service marks. Neither are they in practice eligible for protection. 
This is evident from the much cited case of Aristoc, Ltd. v. Rysta, 
Ltd., where the owner of a firm engaged in repairing stockings was 
held not to be entitled to a trademark.’” 


104. See Blum, Prop. Ind. 1953, 115. 

105. See Rendu, p. 46, n. 59. 

106. Vol. Il, p. 845, n. 1. 

107. Novelles, supra, p. 628, n. 65. 

108. Novelles, supra, p. 628, n. 65 bis. 

109. Trib. civ. de Malines of June 6, 1935, L’Ingénieur-Conseil 1935, 178; Trib. 
comm. de Bruxelles of May 23, 1935, ibid p. 190. 

110. See Drucker-Bodenhausen, p. 95. 

111. Droit commercial, Vol. I, Part B, Saloniki 1950, p. 662. 

112. 62 R.P.C. 65, see Kerly, p. 248, 415, 416; Moses, Trade-Mark Practice at the 
Patent Office, 1946, p. 7; Prop. Ind. 1945, 66; 1946, 143. 
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proves that the present laws can no longer fulfill the requirements 
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Service marks cannot be brought within the legal term ‘‘ product 
of industry’’. But the question might be considered whether the 
term ‘‘object of commerce’’ does not also cover service marks. 
Roubier’” favors the introduction of service marks, while the 
decisions so far have not considered this question. 


(e) Even though in Belgium the term ‘‘object of commerce’’ 
is interpreted very broadly,’” certain trade services do not fall 
within it, so that service marks, e.g. the mark ETorLe BLEU for 
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Nor, for the time being, is the protection of service marks 
recognized in the other Convention countries even though it is 
generally deemed desirable, as can be seen from the above cited 
resolution of the Brussels Congress. As far as a uniform trade- 
mark definition for Art. 6 of the Paris Convention is concerned, 
it should include service marks and thus obligate Convention coun- 
tries to grant protection to this new category within the scope of 
Art. 6. 

The inclusion of service marks in the proposed trademark defi- 
nition would necessitate an editorial change in the wording of 
Art. 6B, Par. 2; Art. 6>* Par. 1; Art. 6 and Art. 7, by adding 
to the term ‘‘merchandise and products, respectively’’ the words 
‘‘or services’’ to the proposed definition. 

8. As in the Paris Convention, so also in very many trade- 
mark laws the terminology factory and commerce marks is found. 
In addition, in several laws there is a definition of these marks. 
But a comparative study shows that the distinction has no legal 
significance in any of the Convention countries. The use of this 
composite term had no clear function from its very beginning; in 
the middle of the last century, when the French Trademark Law 
of 1857 was being considered, there was disagreement as to whether 
—as originally contemplated—only manufacturers, or merchants 
also should be granted the right to mark their goods with trade- 
marks. In order to show that merchants too are entitled to 
trademarks, the term factory and commerce marks was incorpo- 
rated into the French law ;*** many subsequent national trademark 
laws, as well as the Paris Convention, borrowed this terminology. 
In view of the fact that the right of merchants to trademarks is 
now generally recognized, clarification is no longer necessary. 
Therefore the question arises whether this legally insignificant 
distinction should not be dropped from the draft of a new inter- 
national trademark definition. The only reason, in our view, to 
retain the terms is that this terminology has come into general 
use, and that therefore its abandonment seems inappropriate for 
reasons of tradition. But these considerations are proper only if 
all protectible trademark categories of the various countries can 
without difficulty be brought within the traditional trademark con- 
cept of factory and commerce marks. However, this is not the 


113. See Rendu, p. 3, n. 4. 
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case. Thus, the service mark, e.g., can be considered a commerce 
mark only as far as it is used in reference to services rendered by 
commercial enterprises (Handelsunternehmen), as e.g. laundries, 
shippers etc. But since service marks are used by places of enter- 
tainment, radio, film and television, which happens to be the area 
in which service marks have attained particular importance in the 
United States—it will be difficult to consider them commercial 
trademarks in the traditional sense. 

In this connection it should be pointed out that the Swiss 
trademark law provides, in addition to factory and commercial 
trademarks, for a further category designated as production trade- 
marks (Art. 1, No. 2, and Art. 7 of the Trademark Law). They are 
trademarks for producers of natural products (agricultural 
products, mineral water). For registration and publication pur- 
poses the type of trademark always has to be designated. Legally 
production marks cannot be distinguished from factory and com- 
mercial trademarks.’ ; 

In the case of Great Britain attention should be drawn to the 
Sheffield marks*** and the trademarks for textile products.’ 


Even with regard to these separately designated trademark 
categories, it would be appropriate to replace the term factory 
and commerce mark with the more general term ‘‘trademark’’. 


9. As far as the ‘‘famous’’, (beriihmte) trademark is con- 
cerned, attention should be called to the new draft of Art. 6* to 
be submitted in accordance with the resolution of the Brussels 
Congress. As the ‘‘famous’’ trademark has to date not achieved 
a generally recognized meaning in any country,’ and as it is only 
indirectly described in the proposed text (Par. 4 of Art. 6>*), this 
type of trademark will not be included in the general definition 
for Art. 6. In general, misgivings were expressed over the creation 
of a new trademark category; therefore only a general draft for 
Art. 6°, Par. 4, and not one containing a definition of the ‘‘famous’’ 
trademark, was proposed.’ 

In case the general consensus tends towards creating a new 


114. See Matter, p. 43. 

115. Sec. 38 of the law; see also Kerly, p. 87. 

116. Sec. 39 of the law; see also Kerly, p. 91. 

117. See the article by Troller, Prop. Ind. 1953, 73, with extensive citations of 
literature and decisions; see also Blum, Prop. Ind. 1954, 110. 

118. See Moser v. Filseck, GRUR Ausl., 1954, 215. 
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category for the ‘‘famous’’ trademark, to enjoy also protection 
against use on dissimilar goods, then it might be appropriate to 
tie the definition of the ‘‘famous’’ trademark to the definition of 
the general trademark herein proposed, or at least to bring them 
into harmony. But as this involves basic principles of trademark 
law, and as international discussion has not produced results so 
far, this point should be left for separate consideration. 

10. Collective marks are protected in all Convention Coun- 
tries. Most of them have incorporated relevant provisions into 
their national laws; where this is not the case,"”® protection must 
be given under Art. 7°* of the Convention. In view of this special 
provision in Art. 7"* it is not necessary to consider collective marks 
for the scope of a general trademark definition. 


11. Closely connected with collective marks are certification 
marks. In many countries they fully coincide conceptually, and 
are legally defined by the same definition. In other countries they 
are regulated by special laws, or regulations, or by the trademark 
laws themselves. In this connection attention should be called to 
the example of ‘‘national marks’’, created in France by many laws 
and regulations; their use has generally been declared compulsory, 
and they can be included within the certification mark category. 
Thus, a national mark for hand-made products (‘‘ Marque nationale 
artisanale’”*°), and a so-called ‘‘marque nationale de normalisa- 
tion’’** have been created. Also, in many other countries there 
are similar regulations for one or the other economic area, but 
they cannot be entered into more fully within the scope of this 
article. In view of the fact, however, that national regulations of 
certification marks frequently refer only to limited economic 
sections, and are, therefore, not of decisive importance to the trade- 
mark law, an inclusion of certification marks into a general uniform 
definition can be dispensed with. 

12. Obligatory marks, or compulsory trademarks, are regu- 
lated differently in the various countries. Even though that in 
general there are no compulsory trademarks many countries have 
made the use of a trademark compulsory, either through the 
trademark laws themselves or through special legislation or regu- 


119. As in the Netherlands, the Dominican Republic and in Greece. 
120. See Prop. Ind. 1938, 42. 
121. See Prop. Ind. 1942, 57. 
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lations for certain products (e.g. precious metals, matches, medici- 
nal-pharmaceutical products and the like). These provisions, 
generally promulgated in the public interest (protection of the 
consumer or of certain state interests), vary by their nature to a 
great extent. On the other hand, one may properly speak of the 
duty of marking (Kennzeichnungsplicht) in the countries of the 
Kastern block. Considerable difference is found by comparing 
the West German and East German trademark laws. In East 
Germany the duty of marking is generally applicable for all 
products. Sec. 1 of the Kast German law’” provides that all 
industrial products must be marked so that the manufacturer can 
definitely be identified, if feasable even during the use of the 
product. If the type of product does not allow direct marking, 
then its packaging or container must be distinctly marked. The 
marking is considered distinctive if it consists of the trade name 
or a registered commerce or factory mark. 

Thus even in the East Zone, in spite of the marking obliga- 
tion, there is no compulsory trademark use, because the duty to 
mark is fulfilled by providing the product with the name of the 
manufacturer or some other identifying mark. The use of a 
trademark—as brought out in the heading of Part II of the law— 
is voluntary.’** 

13. Therefore it may be stated that in no Convention country, 
not even in the states of the Eastern block, are there compulsory 
trademarks, but that trademark protection everywhere is basically 
voluntary. In any case compulsory trademarks, introduced only 
for certain products, should not be considered a trademark cate- 
gory in its true sense. It is not a category that is relevant for 
trademark definition. The question whether trademark protection 
can be obtained voluntarily, or whether it is compulsory, has 
nothing to do with the problem to be solved here by a definition, 
what is a trademark and what form can it take. Therefore it 
would serve no purpose to consider the problem of compulsory 
trademarks in any connection with the proposed definition. 

Also, the question whether trademark rights can be obtained 
by mere registration, or by use,’* of the trademark is not rele- 


122. See Ges. Bl. DDR 1954, 216—Bl. f. PMZ 1954, 71—GRUR 1954, 155—Prop. 
Ind. 1954, 101. 

123. <A similar regulation exists in Bulgaria. 

124. Cf. Kreisler-Ruprecht, GRUR 1954, 434 et seq. 
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vant to the Convention concept of the trademark, even though 
this legal distinction is brought out in most definitions of the 
national trademark laws; again, this is not a question if a mark 
is capable of being a trademark, but rather a prerequisite for 
trademark rights to come into existence, and for their continuance. 

14. Furthermore, it may be argued that for the purpose of 
the trademark definition of the Convention, the dependence of a 
trademark on a commercial undertaking, an enterprise, or on its 
use in commerce as a conceptual mark, should be considered. This 
question has been treated differently in the various countries. 
Thus, in the following countries a trademark can be obtained only 
by the owner of a commercial enterprise: Belgium, Germany, 
Dominican Republic, Greece, Italy, Japan, Yugoslavia, Nether- 
lands, Austria, Poland and Switzerland; in most of these countries 
the prerequisite of a commercial enterprise is not involved in 
the definition of the trademark but in the question of assignments. 
In other countries the problem has been taken care of in such a 
way that only certain groups of people (engaged in industry, com- 
merce, agriculture etc.) can obtain trademarks; these countries are 
Egypt, Cuba, Denmark, Norway, Sweden and Spain. In other 
countries, particularly in the Anglo-American ones, more general 
terms are used, such as ‘‘in commerce’”’ (U.S.A.), ‘‘in the course 
of trade’’ (Great Britain), or the requirement of ‘‘economic ac- 
tivity’’ (Portugal). In the other countries there is no legal require- 
ment for a commercial enterprise for obtaining a trademark; 
however, even there some kind of commercial activity is generally 
required. 

Here again attention must be drawn to the above-mentioned 
proposal of the Belgian group for a Convention definition that 
contains the concept ‘‘enterprise.’’ It does not seem to us of great 
importance whether this term, or one customary in other countries, 
should be included in a general trademark definition, because the 
definition to be proposed should have as its primary purpose the 
inclusion of protectible trademark categories. But it would be 
appropriate to choose terminology that in this respect can be 
brought into harmony with, if possible, all existing national 
requirements. 

15. Finally it might be suggested to limit the proposed trade- 
mark definition in a negative way, i.e. (as it is done in the majority 
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of national trademark laws) to add to a positive enumeration of 
protectible trademark types and categories an enumeration of 
marks that are excluded from protection. It is evident that for 
this purpose only those reasons for exclusion and failure can be 
considered that exist in all member countries. A comparative 
study of the 25 countries included in the scope of this article shows 
that the following marks are quite generally excluded from pro- 
tection, and that the status of the law in the various countries is 
identical to that extent (aside from minor deviations in its formu- 
lation) : 

(a) Opposing older marks that may be confused and that are 
registered for the same or similar merchandise. 

(b) Marks that according to public knowledge have already 
been used for the same or similar merchandise. 

(c) Marks lacking distinctiveness. 

(d) Marks consisting exclusively of particulars of place or 
time of production, type, quality, use, purpose, quantity, weight 
or price of goods. 

(e) Marks in the form of a customary description; a picture 
or a facsimile of a product. 

(f) Marks used in the trade (free marks). 

(g) Marks that are contrary to the law, morals or public order. 

(h) Seandalous marks. 

(i) Public coats of arms, flags or state insignia, royal coats 
of arms and marks, as well as official testing or certification marks. 

(j) Marks that may be deceptive. 

(k) Marks identical or similar to the Red Cross. 

A look at this list shows that the enumerated marks corres- 
pond, to a great extent, to those mentioned in Art. 6B Par. 1, Art. 
6s and 6, to which a country may deny protection or which it 
may exclude. 

In addition to these customary reasons for exclusion, there 
are special cases in various countries where registration is not 
allowed: 

(a) Marks that resemble emblems of purely religious char- 
acter. 

(b): Geographic names, possibly only in those cases where 
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definition to be proposed should have as its primary purpose the 
inclusion of protectible trademark categories. But it would be 
appropriate to choose terminology that in this respect can be 
brought into harmony with, if possible, all existing national 
requirements. 

15. Finally it might be suggested to limit the proposed trade- 
mark definition in a negative way, i.e. (as it is done in the majority 
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of national trademark laws) to add to a positive enumeration of 
protectible trademark types and categories an enumeration of 
marks that are excluded from protection. It is evident that for 
this purpose only those reasons for exclusion and failure can be 
considered that exist in all member countries. A comparative 
study of the 25 countries included in the scope of this article shows 
that the following marks are quite generally excluded from pro- 
tection, and that the status of the law in the various countries is 
identical to that extent (aside from minor deviations in its formu- 
lation) : 

(a) Opposing older marks that may be confused and that are 
registered for the same or similar merchandise. 

(b) Marks that according to public knowledge have already 
been used for the same or similar merchandise. 

(c) Marks lacking distinctiveness. 

(d) Marks consisting exclusively of particulars of place or 
time of production, type, quality, use, purpose, quantity, weight 
or price of goods. 

(e) Marks in the form of a customary description; a picture 
or a facsimile of a product. 

(f) Marks used in the trade (free marks). 

(g) Marks that are contrary to the law, morals or public order. 

(h) Seandalous marks. 

(i) Public coats of arms, flags or state insignia, royal coats 
of arms and marks, as well as official testing or certification marks. 

(j) Marks that may be deceptive. 

(k) Marks identical or similar to the Red Cross. 

A look at this list shows that the enumerated marks corres- 
pond, to a great extent, to those mentioned in Art. 6B Par. 1, Art. 
6s and 6, to which a country may deny protection or which it 
may exclude. 

In addition to these customary reasons for exclusion, there 
are special cases in various countries where registration is not 
allowed: 

(a) Marks that resemble emblems of purely religious char- 
acter. 

(b): Geographic names, possibly only in those cases where 
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the use of such a name may be deceptive as to the origin of the 
goods. 


(c) Mention and facsimile of honorary titles, awards, prizes 
and decorations to which the registrant himself is not entitled. 


(d) The mark of the Legion of Honor (France). 

(e) The name of a medicine (France). 

(f) Letters and numerals if they have not acquired secondary 
meaning. 

(g) Names, pictures, marks, signatures etc. of other living 


persons, or of someone deceased within the recent past, without 
permission of the one entitled to their use, or his successor. 


(h) The designation ‘‘Patent’’, ‘‘Patented’’, ‘‘By Royal 
Letters Patent’’, ‘‘Registered’’, ‘‘Registered Design’’, ‘‘Copy- 
right’’, ‘‘Entered at Stationers’ Hall’’, ‘‘The counterfeit of this 
is forgery’’, etc. 

(i) The picture of a chief of state. 

(j) Marks that offend religious or racial feelings. 

(k) Shape and color of goods, packaging or containers. 

(1) Words representing a chemical mixture or compound. 

(m) Marks of associations ete. without their permission. 


(n) Designations in which distinguishing part of the mark 
is directly tied to the use and shape of the merchandise. 


(o) Marks identical or similar to those of another for the 
same or similar merchandise, if they are registered within a cer- 
tain period after cancellation of the marks of the original owners. 


(p) Marks of an international organization. 

(q) Foreign language terms, unless registered by foreigners. 
(r) Marks consisting primarily of first names. 

(s) Initials or monograms without a certain explanation. 


As far as these reasons for exclusion are concerned, which 
exist in some but not uniformly in all countries, they can almost 
without exception be included in one of the categories mentioned 
in Art. 6B Par. 1, 6>* and 6‘. Thus, as the Paris Convention has 
already taken care of it, and as protectible trademark categories 
can be made more definite—desirable though it may be— only with 
great difficulty, due to the varied terminology in the national 
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trademark laws, it does not seem useful in our view to negatively 
limit an international trademark definition. 


IV. 


In conclusion, we would like to submit to discussion a pro- 
posal that is designed to serve as an example for a uniform inter- 
national definition, to be incorporated into Art. 6 of the Paris 
Convention. 

Based on the results of the preceding comparative study, the 
definition should read somewhat as follows: 

‘‘A trademark is any mark, or medium that can be conceived 
by the senses, that is capable of distinguishing merchandise, pro- 
ducts or services of a (natural or juridic) person from those of 
another.’’ 

In particular, a trademark may be: 

Word or picture marks, or marks composed of words and 
pictures, 

Letters and numerals, insofar as they possess distinctiveness 
due to their distinctive shape, or acquired secondary meaning, 

Titles of newspapers and magazines, 

Three-dimensional marks, 

Sound marks, 


Shape and color of merchandise and/or its packaging, as well 
as any other form of conditioning (preparation, Ausstattung), 
unless it is technically necessitated, or conditioned by the nature 
of the merchandise. 
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NOTES FROM THE PATENT OFFICE 
By Katharine |. Hancock* 


Since July 3, 1955, Miss Olive M. Keys has been assigned 
as assistant to Mr. Merchant, the Director of Trademark Examin- 
ing Operations. Miss Keys had been Supervisor of Trademark 
Division II, having held that position since 1947. 

At the same time Mr. Richard F. Shryock became acting 
supervisor of Trademark Division II. Mr. C. Morten Wendt has 
become acting supervisor of Trademark Division III, a position 
left vaeant by the retirement of Miss Mildred Racknor earlier 
this year. Mr. Shryock and Mr. Wendt have been Trademark 
Examiners since 1947, and for the past year had been serving as 
assistants to Mr. Merchant. 


Further Comments Regarding Applications 
Based Upon Foreign Registrations 


A number of adjustments in Office practice have resulted from 
the MERRY cow decision (105 USPQ 392; 45 TMR 846) and from 
the Trademark Rules and Forms Effective August 15, 1955. A 
few observations may enable applicants to meet certain require- 
ments in advance and eliminate actions by Examiners on those 
points. 

Translations of all foreign registrations and other papers 
which are not in the English language are now being required. 
Although Rule 2.39(a) states that a sworn translation may be 
required, the Office is not requiring ‘‘sworn’’ translation except 
when the language of the foreign registration is other than a 
Teutonic or Romance language. Each file should, however, have 
a complete record in the English language, and the Rule as to a 
translation is being applied as a requirement in all cases. Time 
will be saved if a translation is filed along with any paper which 
is not in English. 

A certificate showing registration in a foreign country, or 
a certified copy of such registration, must be filed before registra- 
tion can issue in the United States. (Rule 2.39(b) and Form 4.12.) 
This pertains to an application claiming the benefit of an applica- 


* Trademark Examiner, U. 8. Patent Office; Member District of Columbia Bar. 
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tion filed in a foreign country (Sec. 44(d) of the Act) as well 
as to an application based upon a registration already issued in 
a foreign country (Sec. 44(e) of the Act). In neither event will 
a United States registration issue merely on the applicant’s 
statement that the mark has been registered in a certain country 
on a certain date. It may not be feasible to file such certificate or 
certified copy at the time the application is filed in the United 
States—indeed it may not be possible to do so when reliance is 
upon a foreign application—in which case registration in the 
United States will be deferred until such certificate or certified 
copy is filed. 

Verification of the application is not necessary if certification 
of registration in the foreign country accompanies the United 
States application and if the papers show the owner of the foreign 
registration to be the same as the owner of the United States 
application. Verification 1s required in order to give an application 
a filing date if a certification of foreign registration does not 
accompany the application or if the papers disclose that the owner 
of the foreign registration and the owner of the United States 
application are different parties. A certification as to foreign 
registration accompanying an application authenticates the facts 
set forth in the application, and applicant’s personal verification 
would be surplusage. (Form 4.12.) 

It is not necessary, in an application claiming the benefit of a 
foreign application, to amend the application to set forth the 
number and date of the foreign registration after the foreign 
registration issues. When the certificate showing that the foreign 
registration has issued is filed, it will speak for itself and will 
complete the record without specific amendment of the application 
papers. 

Neither the Rules nor the Forms state that there must be a 
specific statement to the effect that a right of priority is claimed 
upon the basis of a foreign application, and it would appear that 
priority would not be denied on the ground of failure to specifically 
claim it. However, it is suggested that for the sake of clarity a 
statement to that effect be included when an applicant desires to 
take advantage of the priority provisions. 

The foregoing requirements are applicable to all applications 
based upon a foreign registration; and it is not necessary to file 
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a copy, certified or otherwise, of the foreign application at any 
time—even in order to claim a right of priority. 

It frequently happens that an application includes allegations 
of ownership of a foreign application or registration and of use in 
commerce. There is no objection to including both types of allega- 
tions, and an applicant may state that he is seeking registration 
on one basis or the other; but if use in commerce is being relied 
upon as a basis for registration in the United States, the applica- 
tion must fulfill all the formal application requirements. These 
two situations call for different material to make a complete United 
States application—for example, if applicant wishes to rely upon 
use in commerce, acceptable specimens and a proper verification 
are necessary; whereas neither of those elements is required for 
an acceptable application based upon a foreign registration. If 
applicant does not indicate upon which basis he seeks the United 
States registration, and the application meets the requirements of 
one and not the other, it will be examined in whichever category 
it is complete. 

The foreign registration should still be in force and effect at 
the time the United States registration issues, since domestic reg- 
istration is dependent upon the foreign registration up to that 
time. If the application record indicates that the foreign registra- 
tion has expired, or will expire before the date on which the United 
States registration will issue, applicant will be required to furnish 
satisfactory evidence, such as an official certification or a verified 
statement, showing that the foreign registration is in force at the 
time of issuance of the registration in the United States. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Opposition Proceedings 

An application dated June 27, 1951 to register PAINTMASTER 
in respect of paints and varnishes was opposed by an individual 
trading as PAINTMASTER PRODUCTS on the grounds: (1) that the word 
is not a registrable trademark in that it is not distinctive and 
is descriptive of the goods; (2) that the opponent has been using 
PAINTMASTER as a trading style and as a trademark in respect of 
paints since July 1, 1953 and therefore parnTMAsTER is not adapted 
to distinguish the goods of the applicants; and (3) that the appli- 
cants have no bona fide intention of using PAINTMASTER as a trade- 
mark. 


Referring to the lack of use of the trademark by the applicants, 
the Deputy Registrar held that the applicants have shown an 
honest intention to use the mark. Although four years have gone 
by since the application was filed the applicants have not been 


dilatory since they have planned their production and prepared 
specimen labels and as cautious traders had a right to wait until 
the mark was registered before using it. 


Referring to the use of parnrmastER by the opponent, the 
Deputy Registrar emphasized that the filing of an application 
gives to the applicant an inchoate right to the exclusive use of the 
trademark in question. It was held with respect to this issue ‘‘that 
an application for registration of a trademark, which has never 
been used, should not be prevented from proceeding to registration 
by an opponent merely on the grounds that the opponent has used 
the mark since the date of the application he was opposing.’’ 
The Deputy Registrar stated that it was unfortunate that the 
opponent did not take the precaution of making a search to see 
if another trader had registered or applied to register Parnt- 
master. Although the opponent has used parntTMAsTER to a consider- 
able extent, such use has been too short for him to claim that 
the public would be deceived if the applicants were given a right 
to the exclusive use of PAINTMASTER as a trademark. 


With respect to the issue of whether or not PAINTMASTER is 





1302 THE TRADEMARK REPORTER Vol. 45 T. M. R. 


a registrable trademark, the Deputy Registrar stated that he had 
‘‘no doubt whatever’’ that paintmMasTeEr is laudatory and descrip- 
tive. Nevertheless, the Deputy Registrar considered that he was 
entitled to look at the Register to find the likely effect of the inclu- 
sion of the word MAsTER in a composite word. The Deputy Regis- 
trar concluded: 


‘‘T think that words compounded with the word MasTER 
are so commonly used in Australia by so many different 
traders for goods which are identical or substantially of the 
same description, that any descriptive significance (if it ever 
existed) is not appreciated and that it amounts to a method 
of giving the new word formed, a rhythmic enunciation. 
It might indirectly eulogise but does not directly laud or 
describe the goods upon which it is used. ... I think that MastER 
is so widely used in trademarks for the reasons I have stated, 
that it dilutes, rather than enhances the descriptive signifi- 
eance of any word with which it is combined, and I am therefore 
of the opinion that parnTMAsTER is qualified for registration.’’ 


25. Official Journal of Patents, Trade Marks & Designs, July 21, 
1955. 
Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trade Marks for the reasons indicated: 


(1) cricarng, in respect of preparations containing peni- 
cillin included in Class 3, was rejected on the ground of 
confusing similarity with xyLocainge which had been regis- 
tered in respect of chemical products for medicinal purposes, 
pharmaceutical drugs and preparations and anaesthetics. The 
Deputy Registrar conceded that the doctrines on imperfect 
recollection, slurring of words and imperfect pronunciation 
must not be carried too far and conceded that the proper pro- 
nunciation of the marks in question would be siiicarine and 
ZILOCAINE. Nevertheless, it was held that there was a question 
of danger to human life here and the Deputy Registrar was 
satisfied that the words would be very prone to mispronunci- 
ation ‘‘both from the carelessness or idiosyncrasy of the 
speaker and that the incidence of its occurrence would be high 
enough to cause confusion and annoyance with careful people 
and deception with the unwary’’. 


(2) La-cE-Lastic, in respect of articles of clothing, was 
rejected on the ground that the mark is phonetically equiva- 
lent to and a mere misspelling of the words ‘‘lace’’ and 
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‘‘elastic’’ and that, accordingly, the mark directly describes 
the goods to be garments of elastic lace. The Deputy Regis- 
trar held that the misspelling and hyphenation ‘‘fails to 
disguise the origin and meaning of the mark sought, even to 
a casual observer’’. 

(3) PHENOMIN, in respect of drench for animals, was re- 
jected on the ground of confusing similarity with pHENOVINE 
which had been registered in respect of chemical substances 
for veterinary purposes. The Deputy Registrar stated that 
‘‘T am satisfied that a busy shop assistant, or a person re- 
ceiving a telephone order, or a purchaser or his servant not 
trained by their ordinary work to remember words or enun- 
ciate them clearly, could be deceived and confused by the 
similarity between PHENOMIN and PHENOVINE.”’ 

(4) ancorAy, in respect of women’s underwear and outer- 
wear, was rejected on the ground of confusing similarity to 
Gor-RAY which had been registered in respect of goods of the 
same description. The Deputy Registrar dismissed the ob- 
jection that ancoray is equivalent to ancora but maintained 
the citation because he believed that ancoray is a word where 
the first syllable is so likely to be slurred that in many 
instances of use in trade, there would be difficulties in appre- 
ciating the differences between it and Gor-Ray.”’ 


25. Official Journal of Patents, Trade Marks & Designs, July, 1955. 


Canada 
Release of German-Owned Trademarks and Copyrights 


German nationals may apply before January 31, 1956 to the 
Custodian of Enemy Property for Canda for the release of all 
trademarks and copyrights presently vested in the Custodian. 
It is not known whether or not interested parties may oppose 
the return of any particular trademark or copyright to its former 
German owner. 


Germany 
Remarks of the West German Minister of Justice to the 
Staff of the Patent Office 
In a speech made on July 30, 1954 by M. Neumayer, Minister 
of Justice of the German Federal Republic, to the employees of 
the German Patent Office, reported because of its general interest 
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in ‘‘La Propriété InpustTrRiELLE’’ of August 1955, the Minister 
made the following points, among others: 

1. The number of trademark applications being filed in 
Germany is so large, and increasing so rapidly, as to give 
rise to the presumption that some applicants are abusing the 
trademark registration system, particularly with respect to 
defensive marks. In 1952, 24,500 trademark applications were 
filed in Germany, more than in any other country, including 
the United States, where only 17,000 applications were filed 
in that year. 

2. In order to keep up with the work load, either the 
staff of the Patent Office will have to be increased or ways 
will have to be found to simplify Patent Office procedure 
or to reduce the number of applications, if necessary by 
legislation. The Minister of Justice believes that the Patent 
Office staff has reached optimum size for efficient operation 
and therefore favors the latter two of these three alternatives. 

3. The Ministry is studying the question whether the 
Patent Office is merely an adminstrative agency or a quasi- 
judicial one and expects to have something to say on the 
matter before long. 


4, A fundamental revision of the laws on patents, designs 
and trademarks was slated to get under way during 1955. 


Trademark-like Use of Descriptive Terms 


The German Federal Supreme Court in a decision rendered 
on May 10, 1955, held that the use of the term Luxus-srIre (Luxury 
Soap) in an eye-catching way on the defendants’ wrapper, to- 
gether with the defendants’ own trademark Luuns, constituted a 
trademark-like use of this term, and was held to be an infringe- 
ment of the plaintiffs’ trademark Luxor. The Court held that a 
statement relating to the composition or purpose of the goods 
which, as such, could be freely made by every businessman under 
Article 16 of the Trademark Law acquires a trademark-like 
position if it appears on the product or on its wrapper in an 
eye-catching way, since in such case it helps to identify the mer- 
chandise like a trademark. 


Great Britain 
Interim Injunction Against Infringement and Passing-Off 


The owners of the registered trademark J.z.y.z.s. who also 
use the word sryes as part af their trading name sought to obtain 
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an interim injunction against the defendant’s use of the letter ‘‘J’’ 
as a trademark in respect of similar goods. With respect to the 
motion the Judge, Roxburgh, J., stated: 


‘‘So far as infringement of trade mark is concerned, I should 
have thought that there really was very little to be said for the 
Plaintiffs’ case; but where the Plaintiffs’ case is strong is with 
regard to passing-off. I do not accept the evidence that a 
person who wanted three bottles of szvzs Fluid would be likely 
to go into a chemist and say that he wanted ‘three sryzs’. I 
think what he or she would say would be that they wanted 
‘three bottles of sEYEs or, possibly, three tins if it was one of 
their other products; but if they wanted the best known of 
them they should say ‘three bottles of szyEs’. On the other 
hand, there is no doubt that there is a possibility of confusion. 
There is no evidence of actual confusion, but there is a 
possibility of confusion between ‘J’ and sreyss, and I do agree 
that a person might very well ask for sryes or ‘a bottle of 
geyYeEs’ and that might be heard as ‘a bottle of J’ and vice versa. 
However, I think it is a very strong thing to give to any trade 
in his field of activity a complete monopoly in any letter of 
the English alphabet; and there is not the slightest resem- 
blance between the get-up of these goods apart from that. I 
think that does raise an important question of law which it 
is not incumbent upon me to decide on a motion;.. . I think 
the proper thing is to allow the matter to go to trial; .. .’’ 
72 R. P. C. 277 


Hong Kong 


Registered Users 


This is merely a reminder that the whitewashing period under 
the new Hong Kong Trade Marks Ordinance, 1954, for curing pre- 
vious unrecorded licensed use of a trademark will expire on 
December 31, 1955. Anyone wishing to take advantage of the 
whitewashing provision should have a Registered User applica- 
tion on file in Hong Kong before the end of this year. 


Switzerland 


Validity of International Design Registration and 
Renewals in Switzerland 


The decision rendered by the Swiss Federal Supreme Court 
on November 16, 1954, in the case of Societe en nom collectif 
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Juvenia, v. Fabrique Solvil des Montres Paul Ditisheim S.A. 
contains a number of important holdings on the relationship be- 
tween the International Convention of The Hague concerning the 
International Registration of Industrial Designs and Swiss do- 
mestic law. The plaintiff, which had registered a watch design 
directly with the International Bureau in 1938, and paid a re- 
newal fee in 1943, sued for infringement of its registration during 
the first renewal period. In addition to denying the infringement, 
the defendant claimed that the original registration was invalid 
because : 
(1) Swiss Federal Law requires the publication of watch 
designs for which registration is sought and such publication 
did not occur in connection with the international registration ; 
and 
(2) International registration does not import a pre- 
sumption of novelty and no proof of novelty was produced 
when the plaintiff applied for its international registration. 

With respect to the first point, the Supreme Court agreed 
with the lower court in holding that the original international reg- 
istration conferred upon the plaintiff the same rights as regis- 
tration with the Swiss Patent Office, since, although Article 1 
of the Hague Convention extends the protection of internationally 
registered designs to ‘‘the other contracting countries’’, Article 
1 of the Convention specifically provides that such protection may 
also be extended to the country in which the registrant is domi- 
ciled, and the necessary enabling legislation was passed in Switz- 
erland. Therefore, since the Arrangement of The Hague does 
not prescribe any particular procedure in connection with watch 
design registrations, the plaintiff’s registration was valid in Switz- 
erland although publication did not occur at the time of regis- 
tration. 

The Supreme Court, furthermore, reversed the lower court’s 
holding to the effect that the registration became ineffective after 
the expiration of the original term of five years because, although 
the renewal fee was paid and notice of renewal was published, 
the envelope containing the design remained closed, in violation 
of Articles 8 and 9 of the Convention, which provide that regis- 
tered designs must be made available to the public when the first 
renewal takes place. The Supreme Court held that, to conform 
with this requirement, it was not necessary that the seal of the 
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envelope containing the design actually be broken at the time of 
renewal; it was sufficient that anyone wishing to take inspec- 
tion of the design was authorized to do so and, if he was the 
first, to have the seal broken for his benefit, once the original five 
year period expired. In the absence of proof by the defendant 
that the design in question was not available to the public at the 
International Bureau after 1943, there is a presumption that it 
was so available and the registration was therefore validly re- 
newed in 1943 for the regular ten year period, in the course of 
which the alleged infringement occurred. 

With respect to the second point, the Supreme Court agreed 
with the lower court in rejecting the defendant’s contention that 
the burden of proof of novelty was upon the plaintiff, because the 
internationally registered design carried with it a presumption of 
novelty. In this respect, the Supreme Court held, Swiss law, which 
does presume the novelty of a registered design, governs, and the 
burden of proof of lack of novelty was therefore upon the de- 
fendant. 
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BOOK NOTICE 


Tue TraDEMARK Reporter. Cumulative Digest, 1937-1950. Part I. 
New York, The United States Trademark Association, 1955. 
Pp. 195. Paper bound edition $10.00. Cloth bound edition $13.00. 


Part I of the Cumulative Digest to The Trademark Reporter 
has just been published by U.S.T.A. It covers volumes 27-40 for 
the years 1937-1950 and includes for the first time a complete and 
cumulative listing of all articles published during this period in 
The Trademark Reporter arranged by authors and subjects. 


The Table of Cases and the Word List are also included in 
Part I of the Cumulative Digest. The Digest of Cases will be 
published as Part II. 


The material published in the volumes of The Trademark 
Reporter over a period of fourteen years has been carefully com- 
piled and indexed and should provide a helpful and necessary 
reference tool to the readers of this publication. 


The book may be ordered by writing to U.S.T.A. 


LL 





TRADEMARK ARTICLES 


LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
Bahrein. Patents, Designs and Trade Marks Law. Effective July 1, 1955. 
(Persian Gulf Gazette, April 29, 1955, pp. 15-37). 
Blackstock, R. W. 
Business Names for Chemists and Druggists. (South African Law Journal, 
v. 72, May 1955, pp. 139-142). 


Chrysler in Transition.. The Men, Machines and Marketing Concepts behind one 
of America’s great Corporate Comebacks. (Printers’ Ink, October 28, 1955, pp. 
21-132). 

Gerrish, Sarah Lee. 

Meat Packers launch bold new Product Battle. (Printers’ Ink, October 14, 

1955, pp. 23-26). 


How to make Packages easy to read. P. I. Packaging Panel Reports. (Printers’ 
Ink, November 4, 1955, pp. 32, 36-37, 41-43). 


New Old Dutch. The famous Trademark now shows her Face, and turns out to 
by a pretty Girl, chasing Grime with a Touch of her Wand. (Modern Packaging, 
v. 29, no. 2, October 1955, pp. 104-105). 


Publicker Industries, Inc. Pushing its Own Brand Names. (Business Week, 
November 5, 1955, pp. 130, 132, 134). 


LT 


* Copies of these articles are available in the Association’s library. 
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SUNBEAM CORPORATION v. SUNBEAM FURNITURE CORP. et al. 
No. 51 C 219 — D.C., N.D., Illinois, — February 11, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Defendants’ use of SUNBEAM as a trademark and as a part of corporate names 

SUNBEAM PRODUCT COMPANY and SUNBEAM LAMP CO. in connection with electrical 

products infringes plaintiff’s registrations of SUNBEAM for household electrical 

goods. 

Action by Sunbeam Corporation v. Sunbeam Furniture Corp., Ex- 
pert Lamp Company, and Arthur M. Luster and Frieda Luster, doing 
business as Sunbeam Products Company, Sunbeam Lamp Co., and Sun- 
beam Furniture Sales Co., for trademark infringement and unfair com- 
petition. Judgment for plaintiff. 

See also 40 TMR 308, 41 TMR 818. 


Woodson, Pattishall & Garner, Beverly W. Pattishall, and George R. 


Clark, of Chieago, Illinois, and John F. McCanna, of Rockford, Illi- 
nois, for plaintiff. 
Maz R. Kraus and Warren R. Horton, of Chicago, Illinois, for defendants. 
Knocu, District Judge. 


This is an action brought under the Trademark Laws of the United 
States by virtue of Plaintiff's Federal registrations of its trademark. 
Plaintiff seeks injunction and other relief on the ground of infringement 
of trademark and unfair competition. 


The Defendants deny infringement. 


The case came on for hearing before this Court on the pleadings and 
the evidence, consisting of oral testimony and documentary proofs. 


Witnesses were called by the respective parties and their testimony 
transcribed in the record. 


The Court has had the benefit of argument by counsel upon briefs. 


The Court has reviewed the record and briefs of counsel, has weighed 
carefully the arguments presented, and has considered the authorities ad- 
vanced by respective counsel in support of their respective claims. 


Upon a consideration of the whole case, the Court makes the following: 


Finpines Or Fact 
1. Plaintiff, SUNBEAM CORPORATION, is an Illinois corporation, with 
its principal office and place of business in Chicago, Illinois. 


1310 
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2. Defendant, SUNBEAM FURNITURE CORP., is an Illinois corporation 
doing business at, and with its principal offices at, 3300 South Indiana 
Avenue, Chicago, Illinois, and is a resident and an inhabitant of the 
Northern District of Illinois, Eastern Division. 


3. Defendant, EXPERT LAMP COMPANY, is an Illinois corporation doing 
business at, and with its principal offices at, 3300 South Indiana Avenue, 
Chicago, Illinois, and is a resident and an inhabitant of the Northern 
District of Illinois, Eastern Division. 


4. Defendants, Arthur M. Luster and Frieda Luster, are doing busi- 
ness at 3300 South Indiana Avenue, Chicago, Illinois, as co-partners under 
the business styles of SUNBEAM PRODUCTS COMPANY, SUNBEAM LAMP CO., and 
SUNBEAM FURNITURE SALES CO., and said Defendants are residents and 
inhabitants of the Northern District of Illinois, Eastern Division. 


5. The amount in controversy herein is in excess of three thousand 
dollars ($3,000.00) exclusive of interest and costs. 


6. Plaintiff has registered its trademark SUNBEAM, in form as shown 
in Plaintiff’s exhibits B-1 to B-15, in the United States Patent Office for 
a large variety of products; among such registrations are the following: 


No. Reg. Date Description of Goods 


145,335 August 2, 1921 Electric flatirons. 
(Renewed August 2, 1941) 


267,557 February 25, 1930 Electric percolators and_ electric 
lighters for pipes, cigars and ciga- 
rettes. 


280,756 February 24, 1931 Electric food mixers, electric waf- 
fle irons, and electric clocks. 


318,056 October 16, 1934 Electrically operated devices con- 
sisting of room and space heaters, 
desk fans, scissors, coffee makers, 
cigarette lighters, drink mixers, 
potato peelers, vegetable slicers and 
shredders, can openers, knife shar- 
peners, food choppers and meat grind- 
ers, ice cream freezer drive units, 
silver polishers and buffers, juice ex- 
tractors and coffee grinders. 


370,742 September 5, 1939 Electric dry shavers and parts 
thereof. 


390,181 September 9, 1941 Electric flatirons, electric toaster 
grills, electric toaster and _ table 
stoves, electric heating pads, portage 
electric radiant heaters, electric per- 
colators, electric lighters for pipes, 
cigars and cigarette, electric coffee 
makers, electric food mixers, electric 
waffle irons, electrically operated 
room and space heaters, desk fans and 
scissors, electrically operated attach- 
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Reg. Date Description of Goods 


ments for food mixers comprising 
drink mixers, potato peelers, vege- 
table slicers and shredders, can open- 
ers, knife sharpeners, food choppers 
and meat grinders, ice cream freezer 
drive units, silver polishers and buff- 
ers, Juice extractors and coffee grind- 
ers, electrically operated attachments 
for food mixers comprising colanders, 
pea shellers, bean slicers and butter 
churns, electric cord sets and plugs. 


418,993 January 15, 1946 Industrial furnaces for heat treat- 
ing, hardening, carburizing, anneal- 
ing and tempering metals. 

Said registrations are valid and subsisting, uncancelled and unrevoked, 
and are the property of Plaintiff. 


7. Each of Plaintiff’s said trademark registrations was registered 
or has been renewed or republished to bring it within the protection of the 
United States Trademark Act of 1946 as amended. 

8. Although said trademark registrations recite a number of specific 
products to which the particular trademark has been applied, the manu- 
facture and sale of some of such products has been terminated by Plaintiff 
or has been in such quantities or relating to such goods as to be of little 
significance in this case. 

9. Since 1912, Plaintiff has been continuously engaged in the manu- 
facture and sale of household electrical goods. 

10. No products of Plaintiff have used or use electricity as a source 
of power for illumination. All electrical products made by Plaintiff have 
used electricity as a source of power either for heating or for driving a 
motor. 

11. Plaintiff owns and operates a large manufacturing establishment 
in Chicago, Illinois, where said products are produced. Plaintiff’s business 
is national and international in scope and Plaintiff owns and operates sub- 
sidiary manufacturing plants in Toronto, Canada and Sydney, Australia, 
which are also engaged in the manufacture of various household electrical 
goods. Plaintiff has dealers and distributors in all states of the United 
States and in many foreign countries, through which its household electri- 
eal goods are sold and distributed. 

12. Plaintiff has never made nor has it any present intention to make 
decorative or household illuminating lamps. 

13. In the year 1912, Plaintiff adopted and used and now uses on its 
household electrical products, the trademark sUNBEAM in form as shown in 
Plaintiff’s exhibits B-1 to B-15. Since 1912, said use of the trademark 
SUNBEAM has been continuous and without interruption throughout the 
United States and in many foreign countries. 
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14. The annual volume of business done by Plaintiff under its trade- 
mark, SUNBEAM, as described above, amounts to several millions of dollars. 


15. Plaintiff spends, and has for many years spent, large sums of 
money in advertising its household electrical products sold under its trade- 
mark SUNBEAM, as described above. 


16. Plaintiff’s trademark sUNBEAM means and has meant, for some 
years prior to Defendant’s use, to the trade and public, when applied to 
household electrical goods, the products of the Plaintiff. 


17. As a result of Plaintiff’s large and extensive and long continued 
sales of household electrical products sold under its trademark sUNBEAM, 
and because of the long continued and extensive advertising of Plaintiff's 
products featuring the trademark SUNBEAM, said trademark has become 
well known and impressed upon the mind of the trade and public as identi- 
fying Plaintiff’s products, as well as indicating origin with the Plaintiff 
and has become distinctive of Plaintiff and its products and has acquired 
a secondary meaning indicating Plaintiff and its products. 


18. Plaintiff has built up and now has a valuable good will in its 
trademark SUNBEAM. 


19. After the adoption and use by Plaintiff of its trademark suN- 
BEAM for household electrical goods, and after said trademark had acquired 
a distinctiveness with the trade and public as indicating Plaintiff’s house- 
hold electrical goods the Defendants began the distribution and sale of 
household electrical goods, principally electric lamps bearing the name 
SUNBEAM. 


20. After the adoption and use by Plaintiff of its trademark sun- 
BEAM for household electrical goods and after said trademark had acquired 
a distinctiveness with the trade and public as indicating Plaintiff and 
Plaintiff only in connection with household electrical goods, the defendants 
began the distribution and sale of household electrical goods, principally 
household electrical lamps, and used the name SUNBEAM in their corporate 
names and business styles, to-wit: SUNBEAM PRODUCTS COMPANY, SUNBEAM 
FURNITURE CORP., SUNBEAM LAMP CO., and SUNBEAM FURNITURE SALES CO. 


21. Defendants adopted and began the use of the name SUNBEAM 
with full knowledge of Plaintiffs prior and extensive use of its trademark, 
and with full knowledge of its registrations of said trademark in the United 
States Patent Office, and with full knowledge that the trade and public 
associate the trademark SUNBEAM, when applied to or used in connection 
with household electrical goods, with Plaintiff and Plaintiff’s products. 


22. Defendants’ use of SUNBEAM as part of certain of their trade 
names, corporate names, and business styles, to-wit: SUNBEAM PRODUCTS 
COMPANY, and SUNBEAM LAMP ©O., is likely to cause confusion or mistake 
and to deceive purchasers as to the source of origin of Defendants’ goods, 
in that the trade and public are likely to attribute the goods of Defendants 
as originating with Plaintiff or with a concern connected with Plaintiff. 
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Reg. Date Description of Goods 


ments for food mixers comprising 
drink mixers, potato peelers, vege- 
table slicers and shredders, can open- 
ers, knife sharpeners, food choppers 
and meat grinders, ice cream freezer 
drive units, silver polishers and buff- 
ers, Juice extractors and coffee grind- 
ers, electrically operated attachments 
for food mixers comprising colanders, 
pea shellers, bean slicers and butter 
churns, electric cord sets and plugs. 


418,993 January 15, 1946 Industrial furnaces for heat treat- 
ing, hardening, carburizing, anneal- 
ing and tempering metals. 

Said registrations are valid and subsisting, uncancelled and unrevoked, 
and are the property of Plaintiff. 


7. Each of Plaintiff’s said trademark registrations was registered 
or has been renewed or republished to bring it within the protection of the 
United States Trademark Act of 1946 as amended. 

8. Although said trademark registrations recite a number of specific 
products to which the particular trademark has been applied, the manu- 
facture and sale of some of such products has been terminated by Plaintiff 
or has been in such quantities or relating to such goods as to be of little 
significance in this case. 

9. Since 1912, Plaintiff has been continuously engaged in the manu- 
facture and sale of household electrical goods. 

10. No products of Plaintiff have used or use electricity as a source 
of power for illumination. All electrical products made by Plaintiff have 
used electricity as a source of power either for heating or for driving a 
motor. 

11. Plaintiff owns and operates a large manufacturing establishment 
in Chicago, Illinois, where said products are produced. Plaintiff’s business 
is national and international in scope and Plaintiff owns and operates sub- 
sidiary manufacturing plants in Toronto, Canada and Sydney, Australia, 
which are also engaged in the manufacture of various household electrical 
goods. Plaintiff has dealers and distributors in all states of the United 
States and in many foreign countries, through which its household electri- 
eal goods are sold and distributed. 

12. Plaintiff has never made nor has it any present intention to make 
decorative or household illuminating lamps. 

13. In the year 1912, Plaintiff adopted and used and now uses on its 
household electrical products, the trademark sUNBEAM in form as shown in 
Plaintiff’s exhibits B-1 to B-15. Since 1912, said use of the trademark 
SUNBEAM has been continuous and without interruption throughout the 
United States and in many foreign countries. 
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14. The annual volume of business done by Plaintiff under its trade- 
mark, SUNBEAM, as described above, amounts to several millions of dollars. 


15. Plaintiff spends, and has for many years spent, large sums of 
money in advertising its household electrical products sold under its trade- 
mark SUNBEAM, as described above. 


16. Plaintiff’s trademark sUNBEAM means and has meant, for some 
years prior to Defendant’s use, to the trade and public, when applied to 
household electrical goods, the products of the Plaintiff. 


17. As a result of Plaintiff’s large and extensive and long continued 
sales of household electrical products sold under its trademark sUNBEAM, 
and because of the long continued and extensive advertising of Plaintiff's 
products featuring the trademark SUNBEAM, said trademark has become 
well known and impressed upon the mind of the trade and public as identi- 
fying Plaintiff’s products, as well as indicating origin with the Plaintiff 
and has become distinctive of Plaintiff and its products and has acquired 
a secondary meaning indicating Plaintiff and its products. 

18. Plaintiff has built up and now has a valuable good will in its 
trademark SUNBEAM. 


19. After the adoption and use by Plaintiff of its trademark sun- 
BEAM for household electrical goods, and after said trademark had acquired 
a distinctiveness with the trade and public as indicating Plaintiff’s house- 
hold electrical goods the Defendants began the distribution and sale of 
household electrical goods, principally electric lamps bearing the name 
SUNBEAM. 


20. After the adoption and use by Plaintiff of its trademark sun- 
BEAM for household electrical goods and after said trademark had acquired 
a distinctiveness with the trade and public as indicating Plaintiff and 
Plaintiff only in connection with household electrical goods, the defendants 
began the distribution and sale of household electrical goods, principally 
household electrical lamps, and used the name SUNBEAM in their corporate 
names and business styles, to-wit: SUNBEAM PRODUCTS COMPANY, SUNBEAM 
FURNITURE CORP., SUNBEAM LAMP CO., and SUNBEAM FURNITURE SALES CO. 


21. Defendants adopted and began the use of the name SUNBEAM 
with full knowledge of Plaintiffs prior and extensive use of its trademark, 
and with full knowledge of its registrations of said trademark in the United 
States Patent Office, and with full knowledge that the trade and public 
associate the trademark SUNBEAM, when applied to or used in connection 
with household electrical goods, with Plaintiff and Plaintiff’s products. 


22. Defendants’ use of SUNBEAM as part of certain of their trade 
names, corporate names, and business styles, to-wit: SUNBEAM PRODUCTS 
COMPANY, and SUNBEAM LAMP ©O., is likely to cause confusion or mistake 
and to deceive purchasers as to the source of origin of Defendants’ goods, 
in that the trade and public are likely to attribute the goods of Defendants 
as originating with Plaintiff or with a concern connected with Plaintiff. 
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Reg. Date Description of Goods 


ments for food mixers comprising 
drink mixers, potato peelers, vege- 
table slicers and shredders, can open- 
ers, knife sharpeners, food choppers 
and meat grinders, ice cream freezer 
drive units, silver polishers and buff- 
ers, juice extractors and coffee grind- 
ers, electrically operated attachments 
for food mixers comprising colanders, 
pea shellers, bean slicers and butter 
churns, electric cord sets and plugs. 


418,993 January 15, 1946 Industrial furnaces for heat treat- 
ing, hardening, carburizing, anneal- 
ing and tempering metals. 

Said registrations are valid and subsisting, uncancelled and unrevoked, 
and are the property of Plaintiff. 


7. Each of Plaintiff’s said trademark registrations was registered 
or has been renewed or republished to bring it within the protection of the 
United States Trademark Act of 1946 as amended. 

8. Although said trademark registrations recite a number of specific 
products to which the particular trademark has been applied, the manu- 
facture and sale of some of such products has been terminated by Plaintiff 
or has been in such quantities or relating to such goods as to be of little 
significance in this case. 

9. Since 1912, Plaintiff has been continuously engaged in the manu- 
facture and sale of household electrical goods. 

10. No products of Plaintiff have used or use electricity as a source 
of power for illumination. All electrical products made by Plaintiff have 
used electricity as a source of power either for heating or for driving a 
motor. 

11. Plaintiff owns and operates a large manufacturing establishment 
in Chicago, Illinois, where said products are produced. Plaintiff’s business 
is national and international in scope and Plaintiff owns and operates sub- 
sidiary manufacturing plants in Toronto, Canada and Sydney, Australia, 
which are also engaged in the manufacture of various household electrical 
goods. Plaintiff has dealers and distributors in all states of the United 
States and in many foreign countries, through which its household electri- 
eal goods are sold and distributed. 

12. Plaintiff has never made nor has it any present intention to make 
decorative or household illuminating lamps. 

13. In the year 1912, Plaintiff adopted and used and now uses on its 
household electrical products, the trademark sUNBEAM in form as shown in 
Plaintiff’s exhibits B-1 to B-15. Since 1912, said use of the trademark 
SUNBEAM has been continuous and without interruption throughout the 
United States and in many foreign countries. 
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14. The annual volume of business done by Plaintiff under its trade- 
mark, SUNBEAM, as described above, amounts to several millions of dollars. 


15. Plaintiff spends, and has for many years spent, large sums of 
money in advertising its household electrical products sold under its trade- 
mark SUNBEAM, as described above. 


16. Plaintiff's trademark sUNBEAM means and has meant, for some 
years prior to Defendant’s use, to the trade and public, when applied to 
household electrical goods, the products of the Plaintiff. 


17. As a result of Plaintiff’s large and extensive and long continued 
sales of household electrical products sold under its trademark SUNBEAM, 
and because of the long continued and extensive advertising of Plaintiff's 
products featuring the trademark sUNBEAM, said trademark has become 
well known and impressed upon the mind of the trade and public as identi- 
fying Plaintiff’s products, as well as indicating origin with the Plaintiff 
and has become distinctive of Plaintiff and its products and has acquired 
a secondary meaning indicating Plaintiff and its products. 

18. Plaintiff has built up and now has a valuable good will in its 
trademark SUNBEAM. 


19. After the adoption and use by Plaintiff of its trademark sun- 
BEAM for household electrical goods, and after said trademark had acquired 
a distinctiveness with the trade and public as indicating Plaintiff’s house- 
hold electrical goods the Defendants began the distribution and sale of 
household electrical goods, principally electric lamps bearing the name 
SUNBEAM. 


20. After the adoption and use by Plaintiff of its trademark sun- 
BEAM for household electrical goods and after said trademark had acquired 
a distinctiveness with the trade and public as indicating Plaintiff and 
Plaintiff only in connection with household electrical goods, the defendants 
began the distribution and sale of household electrical goods, principally 
household electrical lamps, and used the name SUNBEAM in their corporate 
names and business styles, to-wit: SUNBEAM PRODUCTS COMPANY, SUNBEAM 
FURNITURE CORP., SUNBEAM LAMP CO., and SUNBEAM FURNITURE SALES CO. 


21. Defendants adopted and began the use of the name SUNBEAM 
with full knowledge of Plaintiffs prior and extensive use of its trademark, 
and with full knowledge of its registrations of said trademark in the United 
States Patent Office, and with full knowledge that the trade and public 
associate the trademark SUNBEAM, when applied to or used in connection 
with household electrical goods, with Plaintiff and Plaintiff's products. 


22. Defendants’ use of SUNBEAM as part of certain of their trade 
names, corporate names, and business styles, to-wit: SUNBEAM PRODUCTS 
COMPANY, and SUNBEAM LAMP CO., is likely to cause confusion or mistake 
and to deceive purchasers as to the source of origin of Defendants’ goods, 
in that the trade and public are likely to attribute the goods of Defendants 
as originating with Plaintiff or with a concern connected with Plaintiff. 











THE TRADEMARK REPORTER Vol. 45 T. M. R. 


23. Defendants’ use of SUNBEAM is without the consent of Plaintiff. 

24. Plaintiff has requested the Defendants to discontinue use of sun- 
BEAM, but Defendants have refused and have continued to use SUNBEAM. 

25. All lamps which have been sold by Defendants which bear the 
word SUNBEAM, also bear in clearly legible type the words: “Manufactured 
By Expert Lamp Company,” however these latter words are in smaller, 
less attractive type than the word SUNBEAM. 

26. No evidence was introduced which proved that Plaintiff had 
actually suffered any damage because of Defendant’s use of the word 
SUNBEAM as a trade mark on lamps. 


CoNcLUSIONS OF Law 


Defendants’ use of SUNBEAM as a trade mark, and as a part of certain 
of their business styles and corporate names, to-wit: SUNBEAM PRODUCT 
COMPANY, and SUNBEAM LAMP CO., in connection electrical products in- 
fringes Plaintiff’s registrations of its trade mark SUNBEAM. 

2. Defendants’ use of SUNBEAM as a trade mark and as a part of 
certain of their business styles and corporate names, to-wit: SUNBEAM 
PRODUCTS COMPANY, and SUNBEAM LAMP CO., in connection with the manu- 
facture, sale, and advertising of household electrical products constitutes 
unfair competition with plaintiff. 

3. Defendants’ use of SUNBEAM in connection with the manufacture, 
advertising, and sale of household electrical products is likely to mislead 
the trade and public into believing that Defendants are in some way 
legitimately connected with Plaintiff. 

4. Plaintiff’s registrations of its trade mark SUNBEAM are good and 
valid in law and are owned by Plaintiff. 

5. Plaintiff’s trade mark sUNBEAM has acquired a secondary meaning 
in the household electrical field indicating Plaintiff and its products. 

6. Defendants’ use of the word SUNBEAM as a trade mark and as part 
of certain of their business styles and corporate names, to-wit: SUNBEAM 
PRODUCTS COMPANY and SUNBEAM LAMP CO., in connection with the manu- 
facture, sale, and advertising of household electrical products is likely 
to result in passing off, in the trade, of Defendants’ products as and for 
products of Plaintiff or of a concern legitimately connected with Plaintiff. 

7. Plaintiff is entitled to a judgment restraining the Defendants, 
their agents, servants, employees, privies, successors, or assigns, and all 
holding by, through, or under them from: 

(a) Using the word sUNBEAM or any reproduction, counterfeit, copy 
or colorable imitation thereof, as a brand name or trade mark for house- 
hold electrical goods. 

(b) Using the word SUNBEAM or any reproduction, counterfeit, copy 
or colorable imitation thereof, in certain of their corporate names or busi- 
ness styles, to-wit: SUNBEAM PRODUCTS COMPANY and SUNBEAM LAMP 0O., 
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in connection with the production or sale or distribution of household 
electrical goods. 

(c) Engaging in the sale or distribution of any household electrical 
merchandise bearing the trademark SUNBEAM or any reproduction, counter- 
feit, copy or colorable imitation thereof. 

(d) Doing any act or thing calculated to induce the belief that the 
Defendants, or their merchandise, are in any way connected with the 
Plaintiff or its products. 

An order in conformity with these findings and conclusions may be 
presented. 


SEALY, INCORPORATED v. SERTA ASSOCIATES, INC. et al. 
No. 54 C 88 — D.C., N.D. Illinois — July 11,1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


Essence of wrong in case of trademark infringement and unfair competition 
consists in misleading sale of goods of one person as those of another, thereby mis- 
leading the public and injuring the business of the other. Trademark infringement 
is but part of broader law of unfair competition, general purpose of which is to 
prevent one person from passing off his goods as those of another; in both fields of 
trademark infringement and unfair competition, there need be no evidence that 
buying publie was actually confused, but confusion and deception must be natural 
and probable result of alleged resemblance. 


CouRTS—MOTIONS 


REMEDIES—INFRINGEMENT— EVIDENCE 
Whether defendants’ mark constituted infringement is dependent upon sub- 
stantially same proof as is required to support charge of unfair competition, and 
court is of opinion that Motion for summary judgment be overruled; question of 
prior use of ensemble both in advertising and in the trademark is also a question 
of fact which should be considered in connection with all facts of case. 
Action by Sealy, Incorporated, v. Serta Associates, Inc., et al. for 
trademark infringement and unfair competition. Both parties move for 
summary judgment. Motions overruled. 


Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois, for plaintiff. 


Thiess, Olson, Mecklenburger, von Holst & Coltman, of Chicago, Illinois, 
for defendants. 


La Buy, District Judge. 


The above action is brought under the trademark laws of the United 
States for infringement of the plaintiff’s registered trademark (15 U.S.C.A. 
§1114) and for unfair competition in trade. It is alleged that plaintiff 
directly and through its predecessors and licensees, has since 1881 been 
engaged in the manufacture, sale and distribution of a variety of sleeping 
equipment products including mattresses, springs, sofas, chairs, lounges, 
and the like; that all of its products are identified by its trademark sEaLy 
and several types of mattresses and box springs manufactured and sold 
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by the plaintiff are identified by its trademark POSTUREPEDIC which was 
registered in the United States Patent Office on January 13, 1953; that 
extensive sums have been spent by the plaintiff in advertising its sleep 
equipment bearing said trademarks; that defendants are advertising, 
distributing, and selling sleep equipment, particularly mattresses and 
box springs under the confusingly similar trademarks POSTURE-EASE and 
SERTAPEDIC ; that defendants have closely copied plaintiff’s distinctive ad- 
vertisements and infringe upon plaintiff’s advertisements, individually 
and collectively, in the following enumerated features: 

(1) Prominent display of infringing trademark POosTURE-EASE and 


and the infringing trademark sERTAPEDIC used in connection with firm 
type mattresses ; 


(2) Prominent reference to stopping backaches due to sleeping on 
soft mattresses ; 


(3) Picture comparison of back bone position when sleeping on 
a soft mattress and when sleeping on defendants’ firm type mattress 
identified by the infringing term SERTAPEDIC; 
(4) Prominent display of the upper half of a bare backed girl; 
(5) Prominent display of a portion of a mattress and supporting 
box spring in perspective; 
(6) Prominent illustration of a doctor and reference to doctors 
in connection with the design of defendants’ firm type mattresses. 
In addition it is alleged plaintiff is the only manufacturer of a firm type 
mattress and box spring which is extensively advertised and sold for the 
retail price of $79.50; that defendants 
‘‘willfully and unlawfully compete with plaintiff by advertising firm 
type mattresses bearing prominent notation to the effect that it is not 
necessary to pay $79.50 for an extra firm mattress and by prominently 
advertising that defendants’ firm type mattress is ‘now only’ $39.75. 
Defendants unlawfully misrepresent that defendants’ mattresses are 
the same as plaintiff’s mattresses selling for $79.50, at a reduced price, 
when in fact defendants have never sold firm type mattresses for the 
retail price of $79.50; * * *”’ 
that the defendants have conspired to infringe the plaintiff’s trademark 
POSTUREPEDIC by advertising, offering for sale and selling sleep equipment, 
particularly mattresses, bearing the confusingly similar trademark PosTURE- 
EASE and the confusingly similar trademark sERTAPEDIC and by copying 
plaintiff’s distinctive advertisements with only colorable changes and 
thereby deliberately deceiving and misleading purchasers into the belief 
that defendants’ products are in fact the plaintiff’s product. 


The defendants, Serta Associates, has filed its answer and counterclaim, 
to which plaintiff has filed a reply. Defendant Serta admits that it has ad- 
vertised, distributed and sold mattresses and box springs under the trade- 
mark POSTURE-EASE and SERTAPEDIC; deny infringement; aver that the 
word POSTURE as a prefix and the word or syllables PEpic as a suffix are 
in the public domain and are used by divers and other makers and sellers 
of mattresses and box springs; that the defendant has used the trademark 
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SERTAPEDIC Or SERTOPEDIC since a date prior to the first use by plaintiff 
of its trademark PosTUREPEDIC; that the first use by defendant of all or 
some of the elements in combination in its advertising antedates the use 
in combination by the plaintiff; deny other averments of the complaint. 


Plaintiff has moved for a summary judgment and the defendant submits 
said motion should be denied and in its brief moves for a summary judg- 
ment in its favor. 


The record on these motions for summary judgment consists of (1) 
Deposition and affidavit of Charles Francis Pearce, Jr., Vice-president and 
general manager of defendant; (2) Deposition and affidavit of James 
Roger Lawrence, executive Vice-president of plaintiff, to which affidavit 
defendant has interposed objections; (3) Affidavit of Alfred Golden, Vice- 
President and general manager of the defendant; (4) Affidavit of Earl H. 
Bergmann, plaintiffs’ President, and Clifford B. McGillivray, plaintiff's 
sales manager of plaintiff’s Chicago licensee, to which defendants have 
directed motions to strike; and (5) Exhibits submitted in connection with 
the deposition of Lawrence and Pearce being binders containing adver- 
tising material used by both litigants. 

In brief, therefore, the issues presented by the pleading concern (1) 
alleged infringement of the plaintiff’s registered trademark, described by 
the plaintiff as a composite trademark consisting of the word PoSTUREPEDIC 
plus a bareback design, by the defendants’ use of an unregistered mark 
using the composite features of the word POSTURE-EASE plus a bareback 
design, both affixed to goods of the same descriptive qualities; (2) alleged 
unfair competition by defendants in (a) imitating plaintiff’s distinctive 
composite advertisements or the plaintiff’s ensemble of advertising features, 
which also constitute acts directly involving plaintiff’s registered trade- 
mark and (b) the defendant’s representations designed to give the impres- 
sion that defendants’ mattresses are the same as plaintiff’s mattresses sell- 
ing for double the amount. 


The essence of the wrong in the case of infringement and also in the 
ease of unfair competition consists in the misleading sale of the goods of 
one person as those of another, thereby misleading the public and injuring 
the business of the other. A trademark is but a part of the broader law 
of unfair competition, the general purpose of which is to prevent one per- 
son from passing off his goods or his business as the goods of another. In 
both the fields of trademark and unfair competition there need be no evi- 
dence that the buying public was actually confused, but confusion and 
deception must be the natural and probable result of the alleged resem- 
blance. In the words of the statute, it is sufficient if it is “likely to cause 
confusion or mistake or to deceive purchasers as to the source of the origin 
of such goods.” 

In Dickinson v. Mellos, (C.A. 7, 1950) 179 F.2d 265, 84 USPQ 172, 
176 (40 TMR 107), our Court of Appeals, in reversing the granting of a 
motion for summary judgment in a trademark case, said as follows: 
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“The district court will be in a much better position to determine 
the question of likelihood of consumer confusion as to source when it 
has before it on trial the testimony of the ordinary and usual pur- 
chasers of popcorn and the evidence presented as to the manner and 
condition under which popcorn is sold by both plaintiff and defendant. 

“This case illustrates the force of the recent statement made by 
the Court of Appeals for the Second Circuit in Marcus Breier Sons, 
Inc. v. Marvlo Fabrics, Inc., 173 F.2d 29, 80 USPQ 534, 535 (39 TMR 
312) wherein it was stated: 

‘* * * Disputes between parties as to trademark infringement 
ean rarely be determined satisfactorily on a motion for summary 
judgment. * * *’” 

Whether defendants’ mark as used constituted infringement is dependent 
upon substantially the same proof as is required to support the charge of 
unfair competition. The court is of the opinion the motions for summary 
judgment must be overruled. The question of prior use of the ensemble 
or part thereof both in advertising and in the trademark is also a question 
of fact which should be considered in connection with all of the facts of 


the ease. 


An order has this day been entered overruling the cross-motion for 
summary judgment. 


D & W FOOD CORPORATION et al. v. GRAHAM 
No. 16446 — Calif., D.C. App. Ist Dist. — August 1, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff’s corporation, owner of chain of six drive-in restaurants using the 
name MELS and MEL’S DRIVE-IN seeks to enjoin defendant from using the abrevia- 
tion MEL’s of his given name Melburn and MEL’S DRIVE-IN in connection with his 
restaurant located at considerable distance from plaintiff, in another community. 
Defendant’s restaurant was opened after two of plaintiff’s establishments had 

been opened. 

In absence of fraud and unfair practices, every person has right to use his or 
her own name even though it is same as another’s and same rule applies to given 
names, nicknames and abbreviations of given names. 

Since court did not find any fraud, deceit or artifice on defendant’s part in the 
use made of his own name in his business, therefore affirmed decision of trial court 
for defendant. 


Action by D & W Food Corporation and Salinas Drive-In Restaurant v. 
Melburn E. Graham for unfair competition. Plaintiffs appeal from judg- 
ment for defendant of Calif. Superior Court. Affirmed. 

Herbert Bartholomew, Naylor & Lassagne, and James M. Naylor, of San 

Francisco, California, for appellants. 

Peter J. Mancuso, of San Jose, California, for respondent. 
Peters, Presiding Justice. 

The trial court refused plaintiff’s application to enjoin the defendant 
from using in connection with his business the name MEL’S, MEL’S DRIVE-IN 
or MEL’S DRIVE-IN RESTAURANT. Plaintiffs appeal. 
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The plaintiffs are the D & W Food Corporation and the Salinas Drive-In 
Corporation. They own two of a chain of six drive-in restaurants that all 
operate under unified management and control. All six restaurants use 
the name MELS, MEL’S DRIVE-IN Or MEL’S DRIVE-IN AND RESTAURANT. The 
first of these six restaurants was opened by the D & W Food Corporation 
on South Van Ness Avenue in San Francisco in December 1947. It had 
filed a certificate of doing business under the name of MEL’s as a drive-in 
restaurant in August of 1947. The stock of D & W is owned equally by 
Harold S. Dodds and D. M. Weiss, known as Mel Weiss. 

In February of 1951 Dobbs and Weiss organized the San Francisco 
Drive-In Food Corporation, which opened a drive-in on Mission Street in 
San Francisco in July of 1951. D & W gave its formal consent to this 
new corporation to use the name MEL’s, MEL’S DRIVE-IN Or MEL’S DRIVE-IN AND 
RESTAURANT. The San Francisco corporation is not a party to this action. 

In August of 1951 Dobbs and Weiss incorporated the Salinas Drive-In 
Corporation, which is one of the plaintiffs. On October 15, 1951, it com- 
menced construction of a drive-in in Salinas and put up a sign on the 
premises ANOTHER MEL’S DRIVE-IN RESTAURANT FROM SAN FRANCISCO. It 
opened for business on April 21, 1952. 

The defendant Melburn E. Graham, about the first of April of 1952, 
opened a drive-in restaurant in the town of Morgan Hill under the name 
MEL’S DRIVE-IN. Morgan Hill is located on the highway between San Fran- 
cisco and Salinas, being 70 miles south of San Francisco and 36 miles north 
of Salinas. It will be noted that defendant opened his drive-in after plaintiff 
D & W had opened its establishment on South Van Ness Avenue in 
San Francisco, and after the nonplaintiff San Francisco Drive-In Food 
Corporation had opened its restaurant on Mission Street in San Francisco, 
and after the other plaintiff had erected a sign on their Salinas property 
and started construction of the establishment. 

To make the story complete, after defendant had opened his drive-in 
located in Morgan Hill in April of 1952, Dobbs and Weiss incorporated 
three more corporations to conduct the drive-in restaurant business—one 
in San Jose, one in Berkeley, and another one in San Francisco. These 
three new businesses were given formal permission by D & W to use the 
name MEL’S, MEL’S DRIVE-IN, Or MEL’S DRIVE-IN AND RESTAURANT. Dobbs and 
Weiss also incorporated a company by the name of MEL’s INC., to act as the 
central buying agency for the chain of six restaurants. None of the corpora- 
tions mentioned in this paragraph is a party to this action. 

All of the restaurants in the chain have been constructed according 
to a uniform architectural plan and are operated pursuant to a uniform 
pattern. They use the same menu containing pictures of all six restaurants, 
prepare the food served according to the same recipes, and serve it in 
similar ways. There is one general manager for the chain. The chain 
advertises by means of radio broadcasts from stations in Monterey, Salinas, 
San Jose and Berkeley. It also utilizes advertising in newspapers, theaters 
and school papers throughout the area. 
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As already pointed out, defendant opened his Morgan Hill establish- 
ment after two of the chain of Mel’s drive-ins had been opened in San 
Francisco, and while a third was being constructed in Salinas. The defend- 
ant’s business is wholly owned and operated by Melburn C. Graham, cus- 
tomarily called Meu. On his establishment defendant, in block script, dis- 
plays the word MEL’s, and beneath that name the word prRIvE-In. The word 
MEL’s on plaintiffs’ establishments is also in script. Defendant testified that 
prior to opening his restaurant he had seen the sign of plaintiffs’ on their 
South Van Ness Avenue establishment, and had tried to make his sign 
different, or as he said “opposite.” The defendant was not a newcomer in 
the restaurant field. He had worked in the San Jose area in the drive-in 
restaurant business for about 20 years, and during all this period had been 
known as MEL. He had managed the “Five Spot Drive-In” near San Jose 
and owned the “Easy Restaurant” in the same area. His lease at this last 
named spot required him to operate under the name of the “Easy-Res- 
taurant.” 

When defendant first opened in Morgan Hill he ran several advertise- 
ments in the San Jose papers, and continued for a while his predecessor’s 
radio advertising from a Watsonville station. At the time of trial, in 
November of 1953, his only advertising was in the Morgan Hill newspaper. 
In this advertising he added his full name. 

When plaintiffs notified him of their objections to his use of the chal- 
langed name, defendant added to his menus and matchbook covers MEL GRA- 
HAM, PROPRIETOR to show, as he put it, that he “didn’t belong to any chain.” 
Defendant has never claimed any connection with plaintiffs’ chain, and, 
on the few occasions when he has been asked whether he is affiliated with 
plaintiffs’ he denied any such association. It is admitted that, because 
Morgan Hill is on the main highway between San Francisco and Salinas, 
defendant caters to appreciable numbers of motorists from those two areas. 

The trial judge in directing judgment for the defendant filed the 
following memorandum decision: 

“In this matter it seems to be clear that a person may not be 
enjoined from using his own name in his business, provided he is not 
guilty of fraud, deceit, or artifice in so doing which causes injury or 
damage to another. No authorities have been presented which make 
any distinction on principle between the use of one’s full name and 
the use of only a part of his name, In this case the Court finds no 
fraud deceit or artifice on the part of defendant in the use he has made 
or is making of his own name in his business,” 

From a judgment denying the application for the injunction, plaintiffs 
appeal, contending that under the facta their property rights have been 
unlawfully invaded by defendant, and that defendant has been guilty of 
unfair competition. 

There are many cases in the books discussing the problema involved 
when two persons or corporations do business under identical or similar 
names, and one seeks to enjoin the other. There are really two basic prob- 
lems involved. One is whether the first in the fleld has established an 
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exclusive property interest in the name as a trademark that warrants an 
injunction, and the other is whether the second in the field has been guilty of 
unfair competition so as to warrant an injunction. The two problems fre- 
quently overlap, and the cases do not always recognize the distinctions 
between them. Some of the cases, however, have recognized the distinction. 
See Dunston v. Los Angeles Van etc. Co., 165 Cal. 89, 94; Yellow Cab Co. 
of San Diego v. Sachs, 191 Cal. 238, 242; Dodge Stationery Co. v. Dodge, 
145 Cal. 380, 387; Tomsky v. Clark, 73 Cal. App. 412, 417; see also Bus. & 
Prof. Code, §14400, as compared with Civ. Code, §3369. 

In the instant case it is quite clear that, as against defendant, plaintiffs 
do not possess a property right in the use of the name MEL’s that is entitled 
to the protection of an injunction. Plaintiffs assert such a right under the 
provisions of section 14400 of the Business and Professions Code. That 
section provides that “Any person who has first adopted and used a trade 
name, whether within or beyond the limits of this State, is its original 
owner.” In spite of the broad language of this statute it is well settled that 
it is merely an affirmation of the common law rule and subject to common 
law limitations. Weatherford v. Eytchison, 90 Cal. App. 2d 379, 382, 81 
USPQ 74, 76 (39 TMR 339). It certainly is the law that ordinarily personal 
names may not generally become trademarks for the simple reason that, 
in the absence of fraud or unfair practices every person has the legal right 
to use his or her name even though it is the same as that of another. Section 
1242 of the Business and Professions Code recognizes this by providing that 
a trademark cannot consist of “Merely the name of a person not written, 
printed, * * * in some particular or distinctive manner * * *.” See 
Dunston v. Los Angeles Van etc. Co., 165 Cal. 89; Italian Swiss Colony v. 
Italian Vineyard Co., 158 Cal. 252. 

The general rule was stated as follows in Ida May Co., Inc. v. Ensign, 
20 Cal. App. 2d 339, 343: 

“Tt is well settled that while a person may confer rights by con- 
sent upon another to use his personal name as a trademark, ordinarily 
personal names may not become trademarks because, as between per- 
sons of the same or similar names, each has an equal right to use his 
own name in his own business.” 

The court applied this rule to a situation where the plaintiff Ida May 
Company, Inc., had registered that name and then attempted to enjoin 
Ida May Ensign from the use of the names of Ida May in a competing 
business, The trial court found no fraud or unfair practices by defendant, 
The court denied the injunction, and, in doing 80, quoted with approval 
the rules set forth in Tomsky v, Clark, 73 Cal, App, 412, In that case, at 
page 418, the court stated: 

“* * * The right to do business under one’s own name ix one of 
the sacred righta known to the law; and a family name is incapable 
of exclusive appropriation and cannot be thus monopolized, (Nims 
on Unfair Competition and Trademarks, 2d ed., §67). 

“Every man has the absolute right to use his own name in his own 
business even though he may interfere with and injure the business of 
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another bearing the same name; provided he does not resort to any 
artifice or do any act calculated to mislead the public as to the iden- 
tity of the establishments or to produce injury to the other beyond 
that which results from the similarity of names. [Citing many cases. | 
As just stated, equity will not allow a person to resort to artifice or 
contrivance in the use of his name as a result of which the public is 
deceived as to his business or products. But in such case it is not the 
use of a man’s own name that is condemned, it is the dishonesty prac- 
ticed in the use of it. [Citations.] Where it appears, however, as it 
does here, that the party sought to be enjoined has a right to use his 
own name and he does so reasonably and honestly, he is not obliged to 
abandon the use thereof or to unreasonably restrict it, whether used 
in a firm or corporation, merely because some confusion may have 
arisen from similarity of names.” 


Similar statements appear in many cases. In Dodge Stationery Co. v. 
Dodge, 145 Cal. 380, after stating the general rule the court drew a well 
recognized distinction between a defendant using his own name that is 
similar to another’s and the use by a corporation of a name already used 
by another. In this connection the court stated (p. 388) : 


“* * * a person comes naturally by his name from his parents, 
and it is a thing personal to himself, which in truth and in justice he 
has the right to use * * * while the name given to a corporation is an 
artificial and impersonal thing, selected arbitrarily by the corpora- 
tors themselves, and which can be selected from an entire vocabulary 
of names.” See also American Distilling Co. v. Bellow & Co., 102 Cal. 
App. 2d 8, 88 USPQ 254, for an excellent summary of many of the 
cases on this subject. 


Plaintiffs do not seriously challenge this rule, but they contend that 
MEL is not defendant’s name. His name, it is urged, is Melburn or Mel 
Graham. They contend that the rule has no application to the given name 
of an individual, and certainly not to an abbreviation of a given name. 
While most of the cases involve the family name of an individual rather 
than his given name (see annotation and collection of cases 47 A.L.R. 1189, 
1190), there are cases holding that given names are within the protection 
of the rule. The Ida May case referred to, supra, involved the protection 
of the first and second names of Ida May Ensign. In Elize Costume Co. v. 
Mme. Elize, Inc., 206 App. Div. 503, the New York Supreme Court per- 
mitted a woman whose first name was ELIZE to leave appellant’s shop and 
open her own shop under the name of MME. ELIZE. We have found no 
ease holding that the rule under discussion is limited to family names, and 
no logical reason for so limiting it has occurred to us or been suggested 
by plaintiffs. Nor is there any logical reason why the general rule should 
not apply to generally used “nicknames” or abbreviations of given names. 
It is the right to use the names by which one is generally known that is 
entitled to protection. Certainly, most persons with names susceptible to 
abbreviation—Ray for Raymond, Ed for Edward, Al for Albert, etc., and 
Mel for Melburn—are more usually known by the abbreviation than by 
the full given name, and the testimony shows that this was true in the 
instant case. 
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It cannot be successfully contended that plaintiffs have used the name 
MEL’s so widely that, in the mind of the public, it has come to have a 
secondary meaning. The trial court found 

“That it is not true that the trade name MEL’s DRIVE-IN and MEL’S 
DRIVE-IN RESTAURANT and MEL’s has become and are associated in the 
public mind with each and all of the restaurants organized, incorpo- 
or conducted and operated by Harold S. Dobbs and David Melvin 

eiss. 

“That MEL’s has not become and is not synonymous in the pub- 
lie mind with the trade names MEL’S DRIVE-IN and MEL’s DRIVE-IN 
RESTAURANT.” 

These findings are amply supported by substantial evidence, and by 
reasonable inferences from that evidence. 

This brings us to the second phase of the problem—unfair competition. 
Although one may legally use his own name, he must do so honestly and 
not as a means of pirating the good will and reputation of a business rival. 
If the use of one’s own name is calculated to cause confusion or to deceive 
the publie such use constitutes unfair competition, and may be enjoined. 
MacSweeney Enterprises, Inc. v. Tarantino, 106 Cal. App. 2d 504, 91 
USPQ 73 (41 TMR 1084) ; Hoyt Heater Co. v. Hoyt, 68 Cal. App. 2d 523, 
65 USPQ 294 (35 TMR 180) ; Jackman v. Mau, 78 Cal. App. 2d 234, 73 
USPQ 13 (37 TMR 153). 

Under section 3369 of the Civil Code as it now reads, injunctive 
relief against an act of unfair competition in the use of a trademark will 
be granted if the defendant is guilty of unfair or fraudulent business prac- 
tices, or if the natural consequences of defendant’s conduct are such as to 
cause deception. Schwartz v. Slenderella Systems of Calif., 43 Cal. 2d 107, 
102 USPQ 177 (44 TMR 1170); Wood v. Peffer, 55 Cal. App. 2d 116. 
However, in the cases involving the use of one’s own name injunctions have 
been usually granted only where there was a showing of actual fraud, that 
is, the defendant resorting to artifice in the use of his name with actual 
intent to deceive. Winfield v. Charles, 77 Cal. App. 2d 64; Benioff v. 
Benioff, 64 Cal. App. 745; Hoyt Heater Co. v. Hoyt, 68 Cal. App. 2d 523, 
65 USPQ 294 (35 TMR 180) ; Morton v. Morton, 148 Cal. 142; Dodge Sta- 
tionery Co. v. Dodge, 145 Cal. 380; Jackman v. Mau, 78 Cal. App. 2d 234, 
73 USPQ 13 (37 TMR 153) ; Nolan Bros. Shoe Co. v. Nolan, 131 Cal. 271; 
MacSweeney Enterprises, Inc. v. Tarantino, 106 Cal. App. 2d 504, 91 
USPQ 73 (41 TMR 1084). But in other than the personal name situation 
the defendant may be enjoined even in the absence of actual fraud if the 
natural consequence of his conduct is to cause deception. Wood v. Peffer, 
55 Cal. App. 2d 116; Karsh v. Haiden, 120 Cal. App. 2d 75. In Hoover 
Co. v. Groger, 12 Cal. App. 2d 417 (not involving a name situation), the 
court stated the rule as follows (p. 419): “It is the policy of the law to 
protect the business of the first person to enter the field doing business 
under a given name to the extent necessary to prevent fraud upon his busi- 
ness and upon the public. [Citations.] A second to enter the field may be 
enjoined from the improper use of the name established by the first to 
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another bearing the same name; provided he does not resort to any 
artifice or do any act calculated to mislead the public as to the iden- 
tity of the establishments or to produce injury to the other beyond 
that which results from the similarity of names. [Citing many cases. | 
As just stated, equity will not allow a person to resort to artifice or 
contrivance in the use of his name as a result of which the public is 
deceived as to his business or products. But in such ease it is not the 
use of a man’s own name that is condemned, it is the dishonesty prac- 
ticed in the use of it. [Citations.] Where it appears, however, as it 
does here, that the party sought to be enjoined has a right to use his 
own name and he does so reasonably and honestly, he is not obliged to 
abandon the use thereof or to unreasonably restrict it, whether used 
in a firm or corporation, merely because some confusion may have 
arisen from similarity of names.” 


Similar statements appear in many cases. In Dodge Stationery Co. v. 
Dodge, 145 Cal. 380, after stating the general rule the court drew a well 
recognized distinction between a defendant using his own name that is 
similar to another’s and the use by a corporation of a name already used 
by another. In this connection the court stated (p. 388) : 


“* * * a person comes naturally by his name from his parents, 
and it is a thing personal to himself, which in truth and in justice he 
has the right to use * * * while the name given to a corporation is an 
artificial and impersonal thing, selected arbitrarily by the corpora- 
tors themselves, and which can be selected from an entire vocabulary 
of names.” See also American Distilling Co. v. Bellow & Co., 102 Cal. 
App. 2d 8, 88 USPQ 254, for an excellent summary of many of the 
cases on this subject. 


Plaintiffs do not seriously challenge this rule, but they contend that 
MEL is not defendant’s name. His name, it is urged, is Melburn or Mel 
Graham. They contend that the rule has no application to the given name 
of an individual, and certainly not to an abbreviation of a given name. 
While most of the cases involve the family name of an individual rather 
than his given name (see annotation and collection of cases 47 A.L.R. 1189, 
1190), there are cases holding that given names are within the protection 
of the rule. The Ida May case referred to, supra, involved the protection 
of the first and second names of Ida May Ensign. In Elize Costume Co. v. 
Mme. Elize, Inc., 206 App. Div. 503, the New York Supreme Court per- 
mitted a woman whose first name was ELIZE to leave appellant’s shop and 
open her own shop under the name of MME. ELIZE. We have found no 
ease holding that the rule under discussion is limited to family names, and 
no logical reason for so limiting it has occurred to us or been suggested 
by plaintiffs. Nor is there any logical reason why the general rule should 
not apply to generally used “nicknames” or abbreviations of given names. 
It is the right to use the names by which one is generally known that is 
entitled to protection. Certainly, most persons with names susceptible to 
abbreviation—Ray for Raymond, Ed for Edward, Al for Albert, etc., and 
Mel for Melburn—are more usually known by the abbreviation than by 
the full given name, and the testimony shows that this was true in the 
instant case. 
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It cannot be successfully contended that plaintiffs have used the name 
MEL’s so widely that, in the mind of the public, it has come to have a 
secondary meaning. The trial court found 

“That it is not true that the trade name MEL’s DRIVE-IN and MEL’S 
DRIVE-IN RESTAURANT and MEL’s has become and are associated in the 
public mind with each and all of the restaurants organized, incorpo- 
rated, conducted and operated by Harold 8. Dobbs and David Melvin 
Weiss. 

“That MEL’s has not become and is not synonymous in the pub- 
lice mind with the trade names MEL’S DRIVE-IN and MEL’S DRIVE-IN 
RESTAURANT.” 

These findings are amply supported by substantial evidence, and by 
reasonable inferences from that evidence. 

This brings us to the second phase of the problem—unfair competition. 
Although one may legally use his own name, he must do so honestly and 
not as a means of pirating the good will and reputation of a business rival. 
If the use of one’s own name is calculated to cause confusion or to deceive 
the public such use constitutes unfair competition, and may be enjoined. 
MacSweeney Enterprises, Inc. v. Tarantino, 106 Cal. App. 2d 504, 91 
USPQ 73 (41 TMR 1084) ; Hoyt Heater Co. v. Hoyt, 68 Cal. App. 2d 523, 
65 USPQ 294 (35 TMR 180) ; Jackman v. Mau, 78 Cal. App. 2d 234, 73 
USPQ 13 (37 TMR 153). 

Under section 3369 of the Civil Code as it now reads, injunctive 
relief against an act of unfair competition in the use of a trademark will 
be granted if the defendant is guilty of unfair or fraudulent business prac- 
tices, or if the natural consequences of idefendant’s conduct are such as to 
cause deception. Schwartz v. Slenderella Systems of Calif., 43 Cal. 2d 107, 
102 USPQ 177 (44 TMR 1170); Wood v. Peffer, 55 Cal. App. 2d 116. 
However, in the cases involving the use of one’s own name injunctions have 
been usually granted only where there was a showing of actual fraud, that 
is, the defendant resorting to artifice in the use of his name with actual 
intent to deceive. Winfield v. Charles, 77 Cal. App. 2d 64; Benioff v. 
Benioff, 64 Cal. App. 745; Hoyt Heater Co. v. Hoyt, 68 Cal. App. 2d 523, 
65 USPQ 294 (35 TMR 180) ; Morton v. Morton, 148 Cal. 142; Dodge Sta- 
tionery Co. v. Dodge, 145 Cal. 380; Jackman v. Mau, 78 Cal. App. 2d 234, 
73 USPQ 13 (37 TMR 153) ; Nolan Bros. Shoe Co. v. Nolan, 131 Cal. 271; 
MacSweeney Enterprises, Inc. v. Tarantino, 106 Cal. App. 2d 504, 91 
USPQ 73 (41 TMR 1084). But in other than the personal name situation 
the defendant may be enjoined even in the absence of actual fraud if the 
natural consequence of his conduct is to cause deception. Wood v. Peffer, 
55 Cal. App. 2d 116; Karsh v. Haiden, 120 Cal. App. 2d 75. In Hoover 
Co. v. Groger, 12 Cal. App. 2d 417 (not involving a name situation), the 
court stated the rule as follows (p. 419): “It is the policy of the law to 
protect the business of the first person to enter the field doing business 
under a given name to the extent necessary to prevent fraud upon his busi- 
ness and upon the public. [Citations.] A second to enter the field may be 
enjoined from the improper use of the name established by the first to 
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enter the field. [Citation.] It is not necessary for the plaintiff to prove 
fraudulent intent. The defendants may be enjoined if the natural conse- 
quence of their conduct is such as to cause deception.” 

In all the personal name cases we have found where injunctions were 
granted there was some artifice used with the intent to deceive the public. 
In the instant case no such acts were committed by the defendant. The 
trial court first found “That defendant * * * does not pretend or represent 
to be connected or associated in, or affiliated with, or a branch or any 
part of any other ‘Drive-In’ or ‘Drive-In Restaurant’”; and then found 
that “Defendant has committed no fraud, deceit or used any artifice in the 
use he has made or is making of his own name, MEL in his own business, 
and has committed no injury or damage to plaintiffs because of using his 
own name.” These findings are amply supported by the evidence. 

But even if the broader rule were applicable to name cases, so that 
innocent deception of the public alone would be sufficient to warrant an 
injunction, such innocent deception does not here appear, certainly not as 
a matter of law. When defendant opened his establishment in Morgan 
Hill the only other drive-ins then using the name of MEL’s were two in 
San Francisco, 70 miles away, and one under construction in Salinas, 36 
miles away. While the fact that plaintiffs and defendant are not in the 
same geographic area may not be conclusive (Academy of Motion Picture 
Arts & Sciences v. Benson, 15 Cal. 2d 685, 46 USPQ 488 (30 TMR 563) ; 
Schwartz v. Slenderella Systems of Calif., Inc., 43 Cal. 2d 107, 102 USPQ 
177 (44 TMR 1170); Benioff v. Benioff, 64 Cal. App. 745, since the cus- 
tomers of both parties are ambulatory, the wide separation of the com- 
peting establishments was a factor that the trial court could properly con- 
sider in determining whether the public was deceived or was likely to be 
deceived by the similarity of names. The problem is a factual one, and the 
trial court has decided it adversely to the plaintiffs. We cannot interfere. 

The judgment appealed from is affirmed. 

Bray, Justice, and Woop (FRep B.), Justice, concurred. 


SQUIRREL BRAND COMPANY v. BARNARD NUT CO., INC. 


No. 15264 — C.A. 5 — August 9, 1955 


REMEDIES—INFRINGEMENT—BaASIS OF RELIEF—IN GENERAL 
The test is whether there is probability that the average person will be so 
confused by the use of the device complained of as to believe that the products 
offered by the alleged infringer were produced by the trademark owner. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
BARNARDS NUTTEE FOODS with a picture of a squirrel does not infringe SQUIRREL 
BRAND with picture of squirrel, both trademarks being used for nuts and candies. 


Action by Squirrel Brand Company v. Barnard Nut Co., Inc. for trade- 
mark infringement and unfair competition. Plaintiff appeals from judg- 
ment for defendant of District Court for Southern District of Florida. 
Affirmed. 
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Francis W. Sams, of Miami, Florida, Francis Browne, of Washington, 
D. C., Cedric W. Porter, of Boston, Massachusetts, and William B. 
Spann, Jr., of Atlanta, Georgia, for appellant. 

Graham C. Miller, of Miami, Florida, for appellee. 

Before Rives and CAMERON, Circuit Judges, and Dawkins, District Judge. 

CaMERON, Circuit Judge. 

This appeal presents the question whether the District Court was 
clearly erroneous in its finding that defendant, in using the picture of a 
squirrel on its labels and advertising, did not infringe plaintiff’s registered 
trademark and did not unfairly compete with plaintiff. Squirrel Brand 
Company, appellant, as plaintiff below, sued Barnard Nut Company, Inc., 
appellee, defendant below, demanding injunctive relief and damages for 
claimed infringement of its SQUIRREL BRAND Trademark and for unfair 
competition in connection with the manufacture and sale in interstate com- 
merce of nuts, nut meats and candies. The action was based upon the claim 
that plaintiff had the sole right to use the figure of a squirrel along with 
the word SQUIRREL and its own trade name on nuts, nut products and 
candies, and that defendant infringed its registered trademark by the use 
of the similar figure of a squirrel as a trademark on its competing products. 


The District Court entered its Findings of Fact and Conclusions of 
Law’, finding that plaintiff was the owner of trademark registrations bear- 


1. “1. The Court has jurisdiction of the parties and subject matter. 

2. The plaintiff and cross-defendant is a corporation with principal offices in 
Cambridge, Massachusetts. 

3. The defendant and cross-plaintiff is a corporation with principal offices in Miami, 
Florida. 

4. Both parties are engaged in the processing and sale of nuts. 

5. On January 8, 1889, Francis H. Leggett & Co. registered in the U. 8. Patent 
Office a trademark, which in part consisted of a picture of a squirrel and the words 
SQUIRREL BRAND. This trademark was assigned to P. G. Gerrish, former president of 
plaintiff. 

6. On December 21, 1909, the plaintiff registered in the U. S. Patent Office as a 
trademark the words SQUIRREL BRAND. This registration was renewed to the plaintiff 
on December 21, 1949. 

7. On October 5, 1915, Powells registered in the U. S. Patent Office a trademark, 
which consisted in part of a picture of a squirrel and the words SQUIRREL BRAND. This 
trademark was ultimately assigned to Plaintiff. 

8. On October 30, 1934, plaintiff registered in the U. 8. Patent Office as a trade- 
mark a picture of a squirrel. 

9. Plaintiff has used such trademark or marks in commerce in connection with the 
sales of its products since on or about the year 1888 and has expended large sums in 
advertising its products under such trademark or marks. 

10. On April 1, 1950, defendant registered in the Office of the Secretary of State 
of the State of Florida a trademark which consisted in part of a picture of a squirrel 
and the words BARNARDS NUTTEE FOODS. 

11. The defendant has used such trademark in the State of Florida since on or 
about the year 1934 and has advertised its products under such trade mark and its 
sales have been quite extensive over the southeastern area of Florida. 

12. Plaintiff’s products have been sold in Florida since on or about the year 1935. 
Its sales have not been extensive. 

_ 13. The plaintiff’s labels have thereon, in a circle, in the middle of such labels, a 
picture of a squirrel, and in prominent letters immediately above such picture the word 
SQUIRREL and in smaller letters the word BRAND. 
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ing the picture of a squirrel and the words SQUIRREL BRAND; and the defend- 
ant likewise used the picture of a squirrel along with its name and catch 
phrase BARNARD’S NUTTEE Foops; but that there would be no likelihood of 
confusion or mistake as to the source or origin of the goods produced by 
the respective parties; and that there was no infringement or unfair com- 
petition. The Court further found that defendant had advertised and sold 
its products in Florida prior to plaintiff’s beginning business there. From 
the judgment entered for the defendant upon those findings, plaintiff 
appeals. 

Appellant claims that the findings of the court below are clearly erro- 
neous and that the evidence plainly shows that the use by appellee of the 
figure of a squirrel is an undoubted infringement of appellant’s trademark 
giving rise to the likelihood of confusion and mistake as to the source or 
origin of the respective products; that indisputable documentary evidence 
required a finding as against purely oral testimony that appellee was not 
using its trademark in Florida prior to the beginning of appellant’s busi- 
ness there. Appellant further refutes vigorously appellee’s claim that 
the use of the figure of the squirrel was merely descriptive and not the 
proper subject of trademark registration. 

A clear-cut issue of fact was developed in the court below with respect 
to each of the issues framed by the contentions of the parties. The case 
was tried by the same experienced judge who tried Pure Foods v. Minute 
Maid Corp., infra, so much relied upon by appellant; the hearing was a 
long one, both sides introducing many depositions and many witnesses to 
testify orally, and the exhibits totaled more than one hundred. At the 


14. The defendant’s labels have thereon, in a circle, at the top of such labels, a 
picture of a squirrel, and in prominent letters running from the side of such label into 
said circle the word BARNARDS. On the opposite side of the label are the words NUTTEE 
FOODS. 

15. The color make-up of plaintiff’s and defendant’s labels are not similar. 

16. Upon inspection of the labels of plaintiff and defendant, the producer of the 
particular product clearly appears thereon. 

17. On all products produced, plaintiff’s and defendant’s names appear prominently 
on the container. 

18. There was no fraudulent intent on the part of defendant to appropriate to its 
use plaintiff’s trademark. Defendant at the time of the adoption of its trademark had 
no knowledge of plaintiff’s trademark. 

19. After full consideration of all of the testimony and inspection of the various 
labels on plaintiff’s and defendant’s products, and of all exhibits, the Court finds that 
there will be no confusion or mistake or likelihood of confusion or mistake as to the 
source of origin of the goods produced by the parties. 


CONCLUSIONS OF LAW 


1. There is “infringement of trademark” only if words or designs used are identical 
with or so similar to the alleged infringed trademark that confusion or mistake or 
likelihood of confusion or mistakes as to the source of origin of the goods would result. 


2. Defendant’s labels or marks are not an infringement of plaintiff’s trademark. 
3. Plaintiff’s labels or marks are not an infringement of defendant’s trademark. 


4. A final decree should be entered dismissing plaintiff’s complaint and dismissing 
defendant’s cross-complaint. 


5. Each party shall pay its own costs. 
Dated at Miami, Florida, this 29th day of October, 1953.” 
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conclusion of the hearing the court below entered its findings and conclu- 
sions, as set out above, and these must stand unless we can say that they 
were clearly erroneous. That we are not warranted in doing under the 
evidence before us.” 

We have examined the documentary evidence, the testimony of the 
witnesses who gave their depositions and have compared and contrasted the 
oral testimony of the witnesses, ascribing to each kind of evidence the 
weight and merit according to standards clearly recognized in this court,' 
and find that there is substantial credible evidence to support the court’s 
finding in each instance, including the prior use of the squirrel image by 
appellee. 

The field of trademark infringement and unfair competition has fur- 
nished a large body of litigation and the cases are almost without number. 
No good purpose will be served by trying to analyze them and to relate this 
case to those thought to bear a close resemblance to it. Both parties have 
done this in their briefs, and we have read the cases and have found none 
which is determinative of the questions here. Appellant cites many cases 
where injunctions have been granted and where findings have been made 
in favor of litigants claiming infringement. The trouble is that the court 
below found the facts here in favor of the appellee and against infringe- 
ment. The court below did not render a written opinion, but it tried the 
case fairly and expertly and reached conclusions which we find to be quite 
consonant with the evidence before it. 


It may be that the court below found it as difficult as we have to 
visualize as ubiquitous and peripatetic a creature as a squirrel, inured 
to the free life of a nomad, being leashed or hemmed in and made the 
subject of monopoly. Such an effort awakens mental reactions not unlike 
those which led this court to refuse to permit the word Bama to become 
the exclusive property of one manufacturer.‘ It is noteworthy in that 
connection that appellant urges, as its basic position, that it has so pre- 
empted the field with its trademark that it can prevent any person from 
using any squirrel in any position in any portion of its printed matter in 
connection with any products which are competitive with appellants. 


2. “Under the circumstances of each case, it depends on whether ‘the reviewing 
court on the entire evidence is left with the definite and firm conviction that a mistake 
has been committed’. [Citing cases] The burden is especially strong when the trial 
court has had the opportunity, not possessed by the appellate court, to see and hear 
the witnesses, to observe their demeanor on the stand, and thereby the better to judge of 
their credibility. [Citing cases] The burden is lighter, much lighter, when we consider 
logical inferences drawn from undisputed facts or from documents, though the ‘clearly 
erroneous’ rule is still applicable.” Galena Oaks Corp. v. Schofield, 5 Cir., 1954, 218 
F.2d 217, at 219. See also: Graver Mfg. Co. v. Linde Co., 1950, 339 U. 8. 605, 85 
USPQ 328; Parr v. Schofield, 5 Cir., 1950, 185 F.2d 535; Wald v. Hagle Indemnity Co., 
5 Cir., 1949, 178 F.2d 91. 

3. Shepherd v. Mahanna, 5 Cir., 1955, 220 F.2d 737; Galena Oaks Corp. v. Schofield, 
supra; Chappell v. Goltsman, 5 Cir., 1952, 197 F.2d 837, 94 USPQ 40. 

4. Chappell v. Goltsman, M.D. Ala., 1950, 88 F.Supp. 784, 85 USPQ 151, reversed, 
5 Cir. 1950, 186 F.2d 215, 88 USPQ 1 (41 TMR 129), Chappell v. Goltsman, M.D. Ala., 
1951, 99 F.Supp. 970, 91 USPQ 30 (41 TMR 956), affirmed and modified, 5 Cir., 1952, 
197 F.2d 837, 94 USPQ 40. 
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ing the picture of a squirrel and the words SQUIRREL BRAND; and the defend- 
ant likewise used the picture of a squirrel along with its name and catch 
phrase BARNARD’S NUTTEE FoopDs; but that there would be no likelihood of 
confusion or mistake as to the source or origin of the goods produced by 
the respective parties; and that there was no infringement or unfair com- 
petition. The Court further found that defendant had advertised and sold 
its products in Florida prior to plaintiff’s beginning business there. From 
the judgment entered for the defendant upon those findings, plaintiff 
appeals. 

Appellant claims that the findings of the court below are clearly erro- 
neous and that the evidence plainly shows that the use by appellee of the 
figure of a squirrel is an undoubted infringement of appellant’s trademark 
giving rise to the likelihood of confusion and mistake as to the source or 
origin of the respective products; that indisputable documentary evidence 
required a finding as against purely oral testimony that appellee was not 
using its trademark in Florida prior to the beginning of appellant’s busi- 
ness there. Appellant further refutes vigorously appellee’s claim that 
the use of the figure of the squirrel was merely descriptive and not the 
proper subject of trademark registration. 

A clear-cut issue of fact was developed in the court below with respect 
to each of the issues framed by the contentions of the parties. The case 
was tried by the same experienced judge who tried Pure Foods v. Minute 


Maid Corp., infra, so much relied upon by appellant; the hearing was a 
long one, both sides introducing many depositions and many witnesses to 
testify orally, and the exhibits totaled more than one hundred. At the 


14. The defendant’s labels have thereon, in a circle, at the top of such labels, a 
picture of a squirrel, and in prominent letters running from the side of such label into 
said circle the word BARNARDS. On the opposite side of the label are the words NUTTEE 
FOODS. 

15. The color make-up of plaintiff’s and defendant’s labels are not similar. 


16. Upon inspection of the labels of plaintiff and defendant, the producer of the 
particular product clearly appears thereon. 

17. On all products produced, plaintiff’s and defendant’s names appear prominently 
on the container. 

18. There was no fraudulent intent on the part of defendant to appropriate to its 
use plaintiff’s trademark. Defendant at the time of the adoption of its trademark had 
no knowledge of plaintiff’s trademark. 

19. After full consideration of all of the testimony and inspection of the various 
labels on plaintiff’s and defendant’s products, and of all exhibits, the Court finds that 
there will be no confusion or mistake or likelihood of confusion or mistake as to the 
source of origin of the goods produced by the parties. 


CONCLUSIONS OF LAW 


1. There is “infringement of trademark” only if words or designs used are identical 
with or so similar to the alleged infringed trademark that confusion or mistake or 
likelihood of confusion or mistakes as to the source of origin of the goods would result. 


2. Defendant’s labels or marks are not an infringement of plaintiff’s trademark. 
3. Plaintiff’s labels or marks are not an infringement of defendant’s trademark. 


4. A final decree should be entered dismissing plaintiff’s complaint and dismissing 
defendant’s cross-complaint. 


5. Each party shall pay its own costs. 
Dated at Miami, Florida, this 29th day of October, 1953.” 
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conclusion of the hearing the court below entered its findings and conclu- 
sions, as set out above, and these must stand unless we can say that they 
were clearly erroneous. That we are not warranted in doing under the 
evidence before us.” 

We have examined the documentary evidence, the testimony of the 
witnesses who gave their depositions and have compared and contrasted the 
oral testimony of the witnesses, ascribing to each kind of evidence the 
weight and merit according to standards clearly recognized in this court,° 
and find that there is substantial credible evidence to support the court’s 
finding in each instance, including the prior use of the squirrel image by 
appellee. 

The field of trademark infringement and unfair competition has fur- 
nished a large body of litigation and the cases are almost without number. 
No good purpose will be served by trying to analyze them and to relate this 
case to those thought to bear a close resemblance to it. Both parties have 
done this in their briefs, and we have read the cases and have found none 
which is determinative of the questions here. Appellant cites many cases 
where injunctions have been granted and where findings have been made 
in favor of litigants claiming infringement. The trouble is that the court 
below found the facts here in favor of the appellee and against infringe- 
ment. The court below did not render a written opinion, but it tried the 
case fairly and expertly and reached conclusions which we find to be quite 
consonant with the evidence before it. 


It may be that the court below found it as difficult as we have to 
visualize as ubiquitous and peripatetic a creature as a squirrel, inured 
to the free life of a nomad, being leashed or hemmed in and made the 
subject of monopoly. Such an effort awakens mental reactions not unlike 
those which led this court to refuse to permit the word Bama to become 
the exclusive property of one manufacturer.‘ It is noteworthy in that 
connection that appellant urges, as its basic position, that it has so pre- 
empted the field with its trademark that it can prevent any person from 
using any squirrel in any position in any portion of its printed matter in 
connection with any products which are competitive with appellants. 


2. “Under the circumstances of each case, it depends on whether ‘the reviewing 
court on the entire evidence is left with the definite and firm conviction that a mistake 
has been committed’. [Citing cases] The burden is especially strong when the trial 
court has had the opportunity, not possessed by the appellate court, to see and hear 
the witnesses, to observe their demeanor on the stand, and thereby the better to judge of 
their credibility. [Citing cases] The burden is lighter, much lighter, when we consider 
logical inferences drawn from undisputed facts or from documents, though the ‘clearly 
erroneous’ rule is still applicable.” Galena Oaks Corp. v. Schofield, 5 Cir., 1954, 218 
F.2d 217, at 219. See also: Graver Mfg. Co. v. Linde Co., 1950, 339 U. 8. 605, 85 
USPQ 328; Parr v. Schofield, 5 Cir., 1950, 185 F.2d 535; Wald v. Eagle Indemnity Co., 
5 Cir., 1949, 178 F.2d 91. 

3. Shepherd v. Mahanna, 5 Cir., 1955, 220 F.2d 737; Galena Oaks Corp. v. Schofield, 
supra; Chappell v. Goltsman, 5 Cir., 1952, 197 F.2d 837, 94 USPQ 40. 

4. Chappell v. Goltsman, M.D. Ala., 1950, 88 F.Supp. 784, 85 USPQ 151, reversed, 
5 Cir. 1950, 186 F.2d 215, 88 USPQ 1 (41 TMR 129), Chappell v. Goltsman, M.D. Ala., 
1951, 99 F.Supp. 970, 91 USPQ 30 (41 TMR 956), affirmed and modified, 5 Cir., 1952, 
197 F.2d 837, 94 USPQ 40. 
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This contention fails to grasp that, fundamentally, deception, actual 
or probable, is the essence of an action for infringement or unfair compe- 
tition.’ The test is whether there is a probability that the average person 
will be so confused by the use of the device complained of as to believe 
that the products offered by the infringer were produced by the trademark 
owner,—that there is likelihood that prospective purchasers will be misled 
to appellant’s damage.* The application of these tests to the facts before 
us do not lead to the conclusion that appellee was using a colorable imitation 
of appellant’s trademark so as to bring about confusion or deception on 
the part of the average prospective purchaser. 

We begin with the finding of the court below, established by clear and 
convincing evidence, that there was no guilty knowledge on the part of 
appellee, no purpose or intent to deceive or to attempt to pass off its goods 
as being those of appellant. While guilty knowledge or fraudulent intent 
are not essential elements of infringement of a trademark,’ they are entitled 
to consideration. Also, appellee has never used the name SQUIRREL, so 
that there is no confusion of names with appellant’s. Moreover, appellee 
has universally used its own name, projecting it into the circular back- 
ground framing the squirrel image, and has stressed prominently its own 
coined phrase NUTTEE FOODS. 

The ordinary purchaser, buying under usual conditions and exercising 
the normal care used in such activities, would, upon looking at appellant’s 
wares, be challenged by the words SQUIRREL BRAND in bold letters and consti- 
tuting the most conspicuous portion of appellant’s label. The same pur- 
chaser, looking upon appellee’s products, would normally find the words 
BARNARD’S NUTTEE FOODS as constituting the heart of appellee’s descriptive 
matter. The only thing common to both is the picture of a squirrel. The 
pictures used do not bear a marked similarity. Naturally both show the 
squirrel sitting, as squirrels have always of necessity sat, on its haunches 
with the nut in its forepaws. The court below held, and we agree, that 
the likelihood of confusion or deception is not present. We are unwilling 
to hold that, under the facts in this case, appellee cannot make use of the 


5. Nebraska Consol. Mills Co. v. Shawnee Milling Co., 10 Cir., 1952, 198 F.2d 36, 
94 USPQ 19 (42 TMR 620); Benrose Fabrics Corp. v. Rosenstein, 7 Cir., 1950, 183 F.2d 
355, 86 USPQ 237 (40 TMR 664); Speed Products Co. v. Tinnerman Products, 2 Cir., 
1949, 179 F.2d 778, 83 USPQ 490 (40 TMR 22); General Finance Loan Co. v. General 
Loan Co., 8 Cir., 1947, 163 F.2d 709, 75 USPQ 114 (37 TMR 755). 

6. McLean v. Fleming, 1877, 96 U.S. 245 at p. 251; Telechron, Inc. v. Telicon 
Corp., 3 Cir., 1952, 198 F.2d 903, 94 USPQ 363 (42 TMR 832); LaTouraine Coffee Co. 
v. Lorraine Coffee Co., 2 Cir., 1946, 157 F.2d 115, 70 USPQ 429 (36 TMR 271); Avrick 
v. Rockmont Envelope Co., 10 Cir., 1946, 155 F.2d 568, 69 USPQ 431 (36 TMR 199); 
Coca-Cola Co. v. Carlisle Bottling Works, 6 Cir., 1930, 43 F.2d 119, 6 USPQ 53 (20 
TMR 403). 

7. Thaddeus Davids Co. v. Davids Mfg. Co., 1914, 233 U.S. 461 (4 TMR 175); 
Telechron Inc. v. Telicon Corp., supra; Tyree Chemist v. Thymo Borine Laboratory, 
7 Cir., 1945, 151 F.2d 621, 67 USPQ 200 (35 TMR 323). 

8. United Drug Co. v. Obear-Nester Glass Co., 8 Cir., 1940, 111 F.2d 997, 45 
USPQ 510 (30 TMR 365); Broderick § Bascom Rope Co. v. Manoff, 6 Cir., 1930, 41 
F.2d 353, 6 USPQ 8 (21 TMR 351). 
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image of the cunning and engaging little vagrant so universally associated 
in the public mind with nuts. 

While the court below did not make a finding with regard to whether 
the figure of a squirrel was common property by reason of being merely 
descriptive of appellee’s business as a dealer in nuts and nut products, the 
parties argue this question vigorously here. Appellant argues that its 
adoption of the squirrel figure and the squirrel name represented a purely 
fanciful and arbitrary choice; while appellee contends that the squirrel as 
a symbol is reasonably indicative and descriptive of the nut business, and 
that a squirrel conveys to the public the instinctive impression and signifi- 
cation of nuts, and that this connotation or association is natural and 
universal.® It is not necessary to go into a technical consideration of the 
exact meaning of the word “descriptive”, as applied to this phrase of 
infringement suits, but it is clear that, as related to the facts of this 
case, appellee’s argument is much more convincing than that of appellant. 

What we have said rejects also the idea of any secondary meaning as 
contended for by appellant as inhering in its trademark. Certainly the 
use of the name and the figure of the squirrel do not tend to bring to the 
public mind, not the product primarily but the producer,—a test frequently 
applied in considering whether there is secondary meaning.’® 

Nothing said here is out of harmony with the decisions of this court" 
urged upon us by appellant. This case and those cases all involved ques- 
tions of fact to be determined by the attending circumstances of each case.” 
The court below gave close and painstaking consideration to the facts as 
they unfolded before it, and we have reviewed them carefully. We agree 
with the conclusions reached by the District Court and the judgment is, 
therefore, affirmed. 


9. “* * * no one can appropriate as a trademark a generic name or one descrip- 
tive of an article of trade, its qualities, ingredients or characteristics, or any sign, 
word or symbol which from the nature of fact it is used to signify others may employ 
with equal truth’.” Standard Paint Co. v. Trinidad Asphalt Co., 1911, 220 U.S. 446 at 
453 (1 TMR 10). 

10. Cf. Kellogg Co. v. National Biscuit Co., 1938, 305 U.S. 111, 39 USPQ 296 
(28 TMR 569). 

11. Pure Foods Inc. v. Minute Maid Corp., 5 Cir., 1954, 214 F.2d 792, 102 USPQ 
271 (44 TMR 1408); John Walker & Sons v. Tampa Cigar Co., 5 Cir., 1952, 197 F.2d 
72, 93 USPQ 392 (42 TMR 539); Tampa Cigar Co. v. John Walker & Sons, 5 Cir., 1955, 
222 F.2d 460, 105 USPQ 351 (45 TMR 825); Bulova Watch Co. v. Steele, 5 Cir., 1952, 
194 F.2d 567, 92 USPQ 266 (42 TMR 299). 

12. Ib. and Chappell v. Goltsman, 5 Cir., 1952, 197 F.2d, 94 USPQ 40. 
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SULLIVAN v. ED SULLIVAN RADIO & T. V., INC. 
N. Y. Sup. Ct., Spec. Term, N. Y. City — September 19, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Plaintiff, ED SULLIVAN, nationally known as newspaper columnist and radio and 

television personality moves for an injunction pendente lite to restrain defendant 
from using the words ED SULLIVAN in its corporate name. 

Preemenence of plaintiff does not give him exclusive right of his own name, 
everybody has equal right to honest use of his own name. A person cannot make a 
trademark of his own name and thus obtain a monopoly of it, which would debar 
all other persons of the same name from honestly using their own names in their 
own businesses. Motion is denied. 

Action by Edward Vincent Sullivan v. Ed Sullivan Radio & T. V., Inc., 
for unfair competition. Plaintiff moves for injunction pendente lite. Motion 
denied. 

LyncH, Justice. 

This is a motion for an injunction pendente lite brought by the plain- 
tiff, Ed Sullivan, nationally known as a newspaper columnist and radio 
and television personality, to restrain the defendant from using the words 
ED SULLIVAN in its corporate name. 


The plaintiff’s full name is Edward Vincent Sullivan and for more than 
twenty-five years he has been known in his business, professional and social 
life as Ed Sullivan and he alleges that the name has become identified with 
his personality. He presently writes a column under that name for some 
35 newspapers throughout the country, including one in Buffalo, New York, 
for some time in 1943 and again in 1946, he produced and broadcasted a 
radio program in a national networth which included a radio station in 
Buffalo, New York, and since 1948 he has produced, and appeared on a 
program entitled ToasT OF THE TOWN televised each Sunday evening over 
the Columbia Broadcasting System television network, through 163 stations 
in the United States and Canada, to an estimated audience of 50,000,000 
persons. In addition, he has indorsed certain selected products, including 
certain television sets manufactured and sold by highly regarded firms in 
that line of business. 


The Ed Sullivan, whose name appears in the name of the corporate 
defendant, was born March 1, 1924, the son of Mr. and Mrs. John L. Sullivan, 
who named him Edward Joseph. He claims, however, that he has always 
been known as Ed Sullivan; that for some time prior to the incorporation 
of the defendant, he had conducted a retail T. V. and radio shop under the 
filed trade name of ED SULLIVAN RADIO & T. v. at No. 2745 Seneca Street, 
Buffalo, New York; that in March, 1955, he organized the defendant cor- 
poration, gave his name to it and transferred to it all the assets in his 
business. 

Plaintiff contends that he alone is entitled to the use of the name 
ED SULLIVAN and that the selection of the name ED SULLIVAN by the defendant 
corporation instead of EDWARD SULLIVAN, EDWARD J. SULLIVAN or just plain 
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SULLIVAN indicates an intent to the part of the defendant to capitalize on 
the greatly publicized name of the plaintiff. 

In his affidavit plaintiff avers, “Unless this deceptive use of my name 
by defendant is enjoined, I will suffer irreparable damage, which cannot 
be measured in dollars” (italics ours). And, again, “the continuation by 
defendant of doing business under my name will ever increase the threat 
and danger of damage to my reputation, good-will and business standing” 
(italies ours). 

There is no doubt that plaintiff has achieved remarkable success in the 
field of entertainment as may be attested by his 50 million enthralled viewers, 
who watch his show on a Sunday evening. But does this preeminence of 
the plaintiff give him the exclusive use of a name whose bearers are legion? 
This court thinks not. Be he on the lowest rung of the ladder of success, 
a person has an equal right to the honest use of his own name, as has he 
who has sealed the heights. 

It has long been held that every man has the absolute right to honestly 
use his own name in his own business, even though he may thereby interfere 
with or injure the business of another person bearing the same name, 
provided he does not use any artifice or contrivance, or do anything caleu- 
lated to mislead the public. A person cannot make a trademark of his own 
name and thus obtain a monopoly of it, which would debar all other persons 
of the same name from honestly using their own names in their own busi- 
nesses. Meneely v. Meneely, 62 N. Y. 427. 

There is nothing of substance in the moving affidavits to indicate that 
the defendant is doing anything to mislead the public. It is not engaged 
in a competitive business. It is in the business of repairing and selling, 
at retail, radio and television sets in a small store, on a thoroughfare known 
to Buffalonians as Seneca Street, and drawing its business from the neigh- 
borhood. That people in the neighborhood of Seneca Street, Buffalo, might 
have television sets which would receive for their entertainment the pro- 
gram of a national personality, such as the plaintiff, does not, in the opinion 
of the court, mislead the public in the belief that the plaintiff is in any way 
connected with the radio and television repair shop of the defendant. 

It appears to the court that plaintiff, when he accuses defendant of 
appropriating his name, has assumed a fact that cannot be proved, viz., 
that the name ED SULLIVAN belongs to him and to him alone. There were 
ED SULLIVANS without number long before plaintiff was born—there are 
thousands of “Ed Sullivans” alive today—and there will be, without doubt, 
many “Ed Sullivans” in the future, all of which forces the conclusion that 
unless palpable fraud is shown, the use of such a common name cannot be 
restrained. 

Defendant avers that it is not in competition with plaintiff and that 
the two are engaged in entirely different fields of endeavor. Plaintiff does 
not claim that he and defendant are business competitors, but contends that 
whether or not defendant is in a competitive business, it may not use the 
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name ED SULLIVAN and that an injunction is warranted to protect the name 
and reputation of the plaintiff. Such a contention, in the opinion of the 
court, is a claim to a monopoly by plaintiff on the name ED SULLIVAN, not 
only as to defendant, but as to the world. If the plaintiff’s contention were 
to prevail, anyone bearing the name ED SULLIVAN, now, or in the future, 
could not enter into business of any kind under his own name, without 
permission of the plaintiff. 


In Romeike, Inc. v. Romeike & Co., Inc., 179 App. Div. 712, aff’d 227 
N. Y. 561, the court said: “The plaintiff’s contention upon the record must 
be reduced to the bald claim that because Henry Romeike used his own name 
in his press clipping business for many years, and afterwards turned that 
business over to a corporation bearing his name, that no one else bearing 
the name Romeike can make use of it in that business. I do not believe that 
contention is sound * * *. Nor would even their intent to obtain part of 
plaintiff’s business by competition under any other name be sufficient to 
constitute unfair trade, unless the intent was effectuated by some overt act 
constituting fraud, misrepresentation or deceit * * *. But in this case, 
not only is there no such confusion of business between the parties as 
would justify the intervention of a court of equity, not only is there no 
proof of unfair trade upon the part of defendant, but there is as well a 
sufficient dissimilarity of names to prevent any person of ordinary intelli- 
gence from being misled, and there has been proved the adoption of every 
reasonable means by defendant to distinguish its business from that of 
plaintiff. Albert Romeike was an incorporator of defendant and had a right 
not only to use his family name in his individual business, but to have it 
used as a part of the corporate name of a corporation in which he was a 
stockholder.” 

The cases cited by the plaintiff herein are readily distinguishable from 
the instant case. It is clear to the court that no sufficient cause is set forth 
to warrant the granting of an injunction pendente lite; that a trial of the 
issues can be had within the next few months, and, in the interim, no 
irreparable damage will be caused plaintiff. The motion, therefore, is denied. 
Settle order. 


KING KUP CANDIES, INC. ef al. v. 
H. B. REESE CANDY COMPANY 


No. 5230 — D.C., Md., Pennsylvania — September 28, 1955 


CouRTS—J URISDICTION 
Court finds justiciable controversy alleged under Federal Declaratory Judgment 
Act in case where defendant circulated “craftily phrased” letter to trade charging 
infringement, but short of showing actual threats and charges. 
Count for damages for alleged unfair competition for falsely representing 
trademark rights and for falsely representing or designating goods, services or con- 
tainers will not be dismissed on contention that count is not joined with substantial 
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and related claim in another count seeking declaratory judgment concerning validity 
of defendant’s trademarks and finding that those of plaintiffs do not infringe. 


Action by King Kup Candies, Inc., and Chocolate Lane Candies, Inc., 
v. H. B. Reese Candy Company for damages, unfair competition, and 
declaratory judgment as to trademark validity and infringement. Defend- 
ant moves to dismiss complaint. Motion denied. 


Joseph Gray Jackson, of Philadelphia, Pennsylvania, Arnold, Bricker & 
Beyer, of Lancaster, Pennsylvania, and Shelley & Reynolds, of Harris- 
burg, Pennsylvania, for plaintiffs. 


McNees, Wallace & Nurick, of Harrisburg, Pennsylvania, for defendant. 


FoutuMer, District Judge. 

In a three count complaint the plaintiffs in this action seek 

(1) a declaratory judgment concerning the validity of defendant’s 
trademarks and that plaintiffs do not infringe; 


(2) damages for alleged unfair competition for falsely representing 
trademark rights and for falsely representing or designating goods, services 
or containers ; 


(3) damages on the basis of the allegation that the “chameleon” dis- 
claimer in Federal Trademark Registration No. 554,995 constitutes a false 
means of obtaining the registration thereby deliberately creating an ambi- 
guity which is injurious to plaintiffs. 

Defendant has moved to dismiss for the following reasons: 

(1) no cause of action is alleged arising under the laws of the United 
States ; 


(2) no justiciable controversy is alleged under the Federal Declaratory 
Judgment Act; 


(3) no claim is set forth for which relief can be granted either at 
common law or under the laws of the United States; 


(4) as to any common law action which may be alleged, it is not joined 
with a substantial and related claim under the laws of the United States. 


The complaint alleges that both plaintiffs and defendant are Pennsyl- 
vania corporations; that plaintiff King Kup Candies, Inc. and defendant 
manufacture, and both, as well as plaintiff Chocolate Lane Candies, Inc., 
sell, in interstate commerce, a form of candy commonly called and known 
as “peanut butter cups.” The complaint then sets forth two of defendant’s 
Federal Trademark Registrations, one (No. 356,166) for REESE’s (ORIGINAL) 
PEANUT BUTTER CUPS, and the other (No. 554,995) for REESE’s and contain- 
ing a representation of the product and of a package or a box thereof 
bearing the words REESE’S PEANUT BUTTER CUP, disclaiming the goods apart 
from the mark as shown. The complaint next refers to a letter which it is 
alleged the defendant has circulated to the trade, a copy of which was 
attached to the complaint as an exhibit. This letter reads as follows: 
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“Made in Chocolate Town— 
So They Must Be Good’ 
“H. B. Reese Candy Co. 
Incorporated 


Hershey, Penna. 
April 19, 1954 
“Rexall Drug Co. 
71 West 23d Street, 
New York 10, N. Y. 
“Attention: Mr. J. V. Jeager, Manager—Candy 
“Dear Mr. Jaeger: 

“As you are no doubt well aware, H. B. Reese Candy Company 
has long used the term PEANUT BUTTER cUPs to identify its candy 
product, and we have been advised by our attorneys that by reason of 
such use, it has acquired the status of a trademark of this company. 


“Recently another candy manufacturer began to use the term 
Peanut Butter Cup on the sale of a similar candy product. We nat- 
urally were most anxious to protext our trademark and prevent con- 
fusion in the public mind, and after entering into negotiations with 
that manufacturer, the name of its product was changed to our satis- 
faction thereby completely eliminating our claim of unfair competition 
and infringement upon our trademark rights. In another instance, a 
manufacturer of a similar new item likewise recognized our trademark 
claim and abandoned its intention to use the name Peanut Butter Cup. 


“Tt has recently come to our attention that despite the change of 
name of competing product, that product has been advertised and sold 
in chain store outlets as Peanut Butter Cups, and even where such is 
not the case, such product has been frequently substituted for Reese’s 
when a customer requests Peanut Butter Cups. 

“We appreciate the fact that you have probably been unaware of 
our position with reference to this matter, so we are taking this means 
of bringing it to your attention. It is earnestly requested that we have 
the cooperation of your organization in discontinuing the practice of 
advertising and selling any candy product, except ours, as Peanut 
Butter Cups. We believe that, in addition to protecting our trademark, 
confusion in the mind of the purchasing public will thus be eliminated. 

“We would be pleased to consider this matter further with you, 
and to have your reply. 

Sincerely yours, 


H. B. Reese Candy Co. 


R. H. Reese 


Treasurer 
RHReese/m” 


Defendant argues that since plaintiffs do not predicate their action on 
any federally based right of their own, or on any trademark of their own 
registered in the United States Patent Office, but rather attack the validity 
of defendant’s registrations, that in the absence of diversity of citizenship 
such a suit can only be brought in a state court. 

Defendant does not deny that the letter above set forth circularized as 
charged, but contends that the letter states specifically that defendant claims 
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trademark rights in “peanut butter cups” only “by reason” of long use; 
that the right claimed is a common law right and that plaintiffs cannot, 
in the absence of diversity, test the validity of defendant’s claimed common 
law trademark in a federal court. 

The basis of this suit is the Federal Declaratory Judgment Act, 28 
U.S.C. §2201. This Act provides, inter alia: 

“In a ease of actual controversy within its jurisdiction, * * * 
any court of the United States * * *, upon the filing of an appropriate 
pleading, may declare the rights and other legal relations of any inter- 
ested party seeking such declaration, whether or not further relief is 
or could be sought. * * *” 

A “controversy” as the term is used in this Act “must be one that is 
appropriate for judicial determination. * * * A justiciable controversy 
is thus distinguished from a difference or dispute of a hypothetical or 
abstract character; from one that is academic or moot. * * * The contro- 
versy must be definite and concrete, touching the legal relations of parties 
having adverse legal interests. * * * It must be a real and substantial 
controversy admitting of specific relief through a decree of a conclusive 
character, as distinguished from an opinion advising what the law would 
be upon a hypothetical state of facts.’ 

The purpose of this Act “is to remove uncertainty from legal relations 
and clarify, quiet and stabilize them before irretrievable acts have been 
undertaken; * * * (Citing case) to avoid multiplicity of suits; (Citing 
Crosely Corp. v. Hazeltine Corp., 3 Cir., 122 F.2d 925, 51 USPQ 1, cer- 
tiorari denied 315 U.S. 813, 62 S.Ct. 798, 86 L.Ed. 1211, 52 USPQ 644) 
and to provide a remedy to a suitor, who otherwise can not have his question 
adjudicated until his adversary takes the initiative. * * *”’* Again in 
E. Edelmann & Co. v. Triple-A Specialty Co., 7 Cir., 88 F.2d 852, 854, 
32 USPQ 416, 417, the court said, “It was the congressional intent to avoid 
accrual of avoidable damages to one not certain of his rights and to afford 
him an early adjudication without waiting until his adversary should see 
fit to begin suit, after damage had accrued. But the controversy is the 
same as previously. Heretofore the owner of the patent might sue to enjoin 
infringement; now the alleged infringer may sue.” 

In Dewey & Almy Chemical Co. v. American Anode, Inc., 3 Cir., 137 
F.2d 68, 69, 58 USPQ 456, 458, the court describes the situation prior to 
the enactment of said Declaratory Judgment Act as follows: 

“Prior to the passage of the Declaratory Judgment Act, the 
patentee was in a position to make oppressive use of his asserted 
monopoly while carefully avoiding the test of litigation with an alleged 
infringer. * * * (Citing text and case) Further, the patentee might, 


in his own good time, sue the alleged infringer for an accounting, after 
large damages on account of a possible infringement had accrued. The 


1. Aetna Life Insurance Co. v. Haworth et al., 300 U.S. 227, 240; see also, Winsor 
v. Dawmit et al., 7 Cir., 185 F.2d 41, 43, 87 USPQ 340, 341. 


poe _m a Canton §& Youngstown R. Co. et al. v. Barnes et al., 7 Cir., 215 F.2d 
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alleged infringer could not take the initiative in litigation to challenge 

the validity or scope of the patent.” 

Having thus in mind the purpose and the requirements of the Act, 
is there here such an actual controversy of which this Court has jurisdiction ? 
We think there is. 

As in Millway Knitting Mills, Inc. v. Sanson Hosiery Mills, Inc., et al., 
D.C. E.D.Pa., 108 F.Supp. 5, 6, 95 USPQ 42, 43, 

“Although there have been no threats of suit against the plaintiff 
or its customers and no direct communication between the parties, it is 
perfectly clear * * * that the defendant considers that the stocking 
(candy product in the instant case) made and sold by the plaintiff 
infringes the defendant’s patent, * * *.” 

A charge of infringement or threat of suit by a patentee may be 
eraftily phrased and need not be given directly.* I do so interpret defend- 
ant’s letter of April 19, 1954. I am not impressed by defendant’s assertion 
that it “does not and has never claimed exclusive trademark rights in the 
words ‘peanut butter cup’ under its federal registrations” and that “the 
right claimed is a common law right.” The fact remains that defendant 
at no time has made a specific disclaimer as to its federal trademark and 
does not do so in this letter. 

In Treemond Co. v. Schering Corporation, 3 Cir., 122 F.2d 702, 705, 
50 USPQ 593, 596, the court said, inter alia: 

“There can be no doubt that an ‘actual controversy’ does not exist 
until the patentee makes some claim that his patent is being infringed. 
The claim need not be formally asserted; nor should it be necessary 
that notice be given directly to the plaintiff. * * *” 

Later the court quoted from Borchard, Declaratory Judgments, 2d Ed. 


1941, 807, inter alia, as follows: 


“<The fact that a patentee’s claim of infringement is a condition 
precedent of this type of action places the matter of adjudication of 
the patent within the control of the patentee, for, if he wishes to avoid 
adjudication, he can refrain from making charges of infringement. 
But having made the charge, he then exposes himself to adjudication. 
In other words, the mere existence of the patent is not a cloud on title, 
enabling any apprehensive manufacturer to remove it by suit. It 
requires an assertion of right under the patent to place the alleged 
infringer in gear to join issue and challenge the title.’ ” 


The letter of April 19, 1954, meets all the requirements of a “eraftily 
phrased” charge of infringement and therefore, short of showing actual 
threats and charges, the plaintiff has, in my opinion, made out a perfectly 
clear case for relief. 

Having found that a justiciable controversy is alleged under the Fed- 
eral Declaratory Judgment Act, defendant’s motion to dismiss the com- 
plaint as to Count I will be denied. 


3. Treemond Co. v. Schering Corporation, 3 Cir., 122 F.2d 702, 50 USPQ 593; 
Dewey § Almy Chemical Co. v. American Anode, Inc., 3 Cir., 137 F.2d 68, 58 USPQ 456; 
Hartford National Bank § Trust Company v. Henry L. Crowley & Company, Inc., 3 
Cir., 219 F.2d 568, 104 USPQ 254. 
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As to Count II. At this stage of the proceedings it is difficult to per- 
ceive how the charge of unfair competition can be based upon independent 
jurisdiction under Section 43(a) of the Lanham Act, 15 U.S.C. §1125 (a). 
However, I find no merit to defendant’s final point that this count is not 
joined with a substantial and related claim under the laws of the United 
States. For the present, the motion to dismiss as to Count II will be 
denied. 

As to Count III. Plaintiffs may or may not be able to develop facts 
to sustain this count. Pending such development, we will give the com- 
plaint the construction most favorable to plaintiffs. The motion to dismiss 
Count III will likewise be denied for the present. 


JOHN H. BRECK, INC. v. THE ARMAND COMPANY 
(COLGATE-PALMOLIVE COMPANY, assignee, substituted) 


Appl. No. 6096 — C.C.P.A. — June 15, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—APPEALS—CourRT OF CUSTOMS AND PATENT APPEALS 

Owner of mark BRECK and BRECK’s for hair and scalp preparations opposes 
application for registration of BRIsK for similar goods. Although, there is no simi- 
larity in the meaning of the two marks, overall appearance and sound are likely to 
create doubt in mind of average purchaser. 

Where applicant seeks to extend its mark to cover same type of goods protected 
by an established mark, it should not create doubt in mind of average purchaser as 
to origin of goods, and any doubt should be resolved in favor of established mark, 
and decision appealed from is reversed. 

Opposition proceeding by John H. Breck, Inc. v. The Armand Company 
(Colgate-Palmolive Company, assignee, substituted), Serial No. 565,517 
filed July 10, 1948. Opposer appeals from decision of Commissioner of 
Patents, dismissing opposition. Reversed. Garrett, Chief Judge and John- 
son, Judge dissenting without opinion. 

Case below reported at 44 TMR 215. 

Walter C. Ross, of Springfield, Massachusetts. (Francis C. Browne of 

Washington D. C., of counsel) for opposer-appellant, 

Bair, Freeman & Molinare (Will Freeman and W. M. Van Sciver of 
counsel) of Chicago, Illinois for applicant-appellee. 
Before Garrett, Chief Judge, and O’CoNNELL, JoHNsoN, WorLEY and 

Cote, Associate Judges. 

Wortey, Judge. 

The question presented in this appeal is whether concurrent use of the 
respective trademarks BRISK and BRECK also BRECK’s, on goods of the same 
descriptive properties would be likely to cause confusion within the 
meaning of section 2(d)? of the Lanham Act (60 Stat. 428, 15 U.S.C. 1052). 


1. See. 2. Trademarks registrable on the Principal Register. 
No trademark by which the goods of the applicant may be distinguished from the 
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The applicant, appellee here, alleges use of the mark BRISK on shaving 
cream by its predecessors since 1928, and registered in 1930. The opposi- 
tion arose in 1948 when applicant sought registration of that mark to 
include hair dressing cream and oil, body deodorant, and after-shave 
cologne, alleging use on those preparations since 1946. 

The opposition is predicated on the mark BRECK’s, first used and regis- 
tered in 1931, for preparations for the treatment of the hair and scalp, and 
THE BRECK METHOD, used since 1915 and registered in 1936, for hair and 
scalp preparations for dandruff, falling hair, and irritations of the scalp. 


The applicant concedes that the opposer commenced use of its marks 
BRECK and BRECK’s prior to the former’s use of the mark Brisk; the parties 
agree the respective goods, nationally advertised and sold, are, of the same 
descriptive properties ; and further, that there is no evidence of any instance 
of actual confusion between the involved marks on the designated goods. 


In sustaining the opposition, the Examiner of Interferences held that, 
while the marks had no similarity in meaning, they did have such a strong 
resemblance in both composition and sound that he was clearly of the opinion 
similarity in those respects was such that contemporaneous use on the speci- 
fied goods would be reasonably likely to cause confusion in trade. 


In reversing the examiner, the Assistant Commissioner noted that 
although the marks “look somewhat alike,” a difference in the print type 
used resulted in a somewhat different appearance; that although there were 
some similarities in sound, the dissimilarities “probably outweigh them ;” 
and concluded, 99 USPQ 172 (44 TMR 215). 

The greatest dissimilarity is in the meaning or significance of the 
marks. BRECK originally was a surname which has acquired a secondary 
significance. BRISK is an adjective meaning full of life; keenly alive or 
alert; sharp or keen to the senses; stimulating; freshly invigorating. 
As applied to applicant’s products it has these suggestive qualities. 

It is believed that the impression created by applicant’s mark— 
and the recollection of that impression by the purchasing public—is 
such as to distinguish the goods of applicant from those of op- 
poser, ° * °, 

It is always difficult to determine with certainty the presence or 
absence of “a likelihood of confusion” in the mind of the average purchaser, 
and becomes extremely so in a case as close as this. That difficulty is well 
illustrated by the divergent. opinions below. We intend no flattery when 
we say that both the Examiner of Interferences and Assistant Commissioner 
are individuals of recognized ability and with long experience in the trade- 
mark field; yet, on the same facts, opposite conclusions were reached. 


goods of others shall be refused registration on the principal register on account of its 
nature unless it— 


+ * * * 


(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent Office or a mark or trade name previously used in the United States by another 
and not abandoned, as to be likely, when applied to the goods of the applicant, to cause 
confusion or mistake or to deceive purchasers: * * *. 
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We have carefully reviewed the record and decisions below and are 
of the opinion the opposition should have been sustained. 

Obviously there is no similarity in the meaning of the two marks, but 
we think there is such similarity in the overall appearance and sound of 
the marks as to likely create doubt in the mind of the average purchaser 
when they are applied to identical goods. While it might well be true that 
a certain class of purchaser would note the difference in meaning of the 
marks, we have grave doubts that the average purchaser would attach suffi- 
cient importance thereto as to negate or overcome the impression created 
by their similarity in appearance and sound. 

As previously noted, the applicant concedes prior use of the marks 
BRECK and BRECK’s on the involved goods. Where an applicant seeks to 
expand its mark to cover the same type of goods protected by an established 
mark, it should not be of such a nature as to “likely,” as contemplated by 
the statute, create doubt in the mind of the public as to the source or origin 
of the respective goods. If it should be of that nature, as we think is the 
case here, any reasonable doubt should be resolved in favor of the established 
mark. 

In view of the above it becomes necessary to reverse the decision 
appealed from. 

GARRETT and JOHNSON, JJ., dissent. 


CECILE GAGNON v. BOURJOIS, INC. 


Appl. No. 6145 — C.C.P.A. — June 15, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DEAR-TO-ME for perfume and cologne is confusingly similar to ENDEARING for 
perfume, cologne and other toilet articles. Court holds that marks substantially 
identical in meaning alone, but attached to identical goods may result in likelihood 
of confusion despite fact that they are wholly unlike both in sound and appearance 
and must be considered in their entireties. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Circumstances under which merchandise is marketed should be considered 
in determining likelihood of confusion. Applicant should not be disparaged for 
carrying on business in basement but opposer contends that his reputation might 
be injured because applicant buys perfume from third party. Opposer has sustained 
described allegations of opposition and decision of Patent Office is affirmed. 


Case below reported at 44 TMR 589. 

Opposition proceeding No. 31195 by Bourjois, Inc. v. Cecile Gagnon 
Company, application Serial No. 610, 619 filed February 28, 1951. Appli- 
cant appeals from decision of Commissioner of Patents sustaining oppo- 
sition. Affirmed. Johnson and Worley, Judges dissenting without opinion. 
Gould & Wilkie (R. L. von Bernuth of counsel) of New York, N.Y., for 

appellant. 


Alexander, Maltitz, Derenberg & Daniels (Joe E. Daniels and Walter J. 
Derenberg of counsel) of New York, N.Y., for appellee. 
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Before O’CoNNELL, Acting Chief Judge, and JoHNson, WorLEY, CoLeE and 

JACKSON (retired), Associate Judges. 

O’ConneELL, Acting Chief Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, Honorable Daphne Leeds, Acting for the Commissioner by dele- 
gation of authority and affirming the decision of the Examiner of Inter- 
ferences sustaining appellee’s opposition to appellant’s application for 
the registration of the term DEAR TO ME for use, among other things, in 
the sale of perfume and cologne, admittedly identical in kind with certain 
merchandise alleged by the opposer-appellee to be sold under its mark 
ENDEARING, 100 USPQ 64, (44 TMR 589). 

Appellant further admitted in its answer to the Notice of Opposition 
that appellee’s trademark ENDEARING was issued to the opposer February 
11, 1947, more than a year prior to any use by appellant of its mark con- 
tested here, DEAR-TO-ME. The latter was published in the Official Gazette 
of December 25, 1951, as a result of an application filed by appellant Feb- 
ruary 28, 1951. 

Appellee in its Notice of Opposition alleged use of its mark ENDEARING 
in interstate commerce on various toilet articles, including perfume and 
cologne, since March 1946, and that it has spent large sums of money and 
considerable effort in promoting the sales prestige of its merchandise and 
mark. 

The controlling issue presented before the tribunals of the Patent Office 
involved the question of the likelihood of confusion in trade in the event 
that the competing marks were concurrently used by the respective parties 
on related or identical goods. The Examiner of Interferences in sustaining 
appellee’s opposition stated : 

As to the involved marke themselves, namely DEAR-TO-ME and 
ENDEARING it is believed that they have in common not only the word 
“dear”, as the applicant asserts, which comprises the dominating 
part of both marks, and thus renders the marks quite similar in sound, 
but said marks considered as a whole are practically synonymous in 
meaning, and it is well settled that similarity in meaning alone be- 
tween marks is sufficient to give rise to a likelihood of confusion or 
deception of purchasers, when, as here, they are applied to similar 
goods. Bourjois, Inc. v. Parfumes Schiaparelli, Inc., 72 USPQ 32 
(387 TMR 80); Esso Standard Oil Co. v. Sun Oil Co., 89 USPQ 333 
(41 TMR 629); Younghusband etc. v. Societe D’Etudes et D’Expan- 
sion de La Parfumerie de Luxe, 83 USPQ 190 (39 TMR 1036); The 
American Steel and Wire Co. of N.J. v. Hancock, 91 USPQ 350 (42 
TMR 137). 

The Assistant Commissioner of Patents in affirming the conclusion 
reached by the Examiner of Interferences, and in approving certain rea- 
soning and the authorities set forth in his decision hereinbefore described, 
held: 


The marks do not look alike. They have a considerable similarity 
in sound. Most importantly, however, as the examiner said, they are 
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“practically synonymous in meaning, and it is well settled that simi- 

larity in meaning alone between marks is sufficient to give rise to 

a likelihood of confusion or deception of purchasers, when, as here, 

they are applied to similar goods.” 

We find ourselves in agreement with the conclusion reached by the 
concurring decisions of the respective tribunals of the Commissioner of 
Patents. Accordingly, we deem it unnecessary to present and discuss various 
other points and authorities cited by the parties in support of their respec- 
tive positions. Suffice it to say, that this court has recently held that marks 
substantially identical in meaning alone, but attached to identical goods, 
may result in the likelihood of confusion, despite the fact that such marks 
are wholly unlike both in sound and appearance. Hancock v. The American 


Steel &@ Wire Co. of New Jersey, etc., 40 C.C.P.A. (Patents) 931, 203 F.2d 
737, 97 USPQ 330, 332 (48 TMR 57). There is a unanimous decision, among 
other things, we held: 

* * * In determining likelihood of confusion between marks on 
identical goods, it is proper to consider their appearance, sound and 
meaning. Firestone Tire & Rubber Co. v. Montgomery Ward & Co., 
32 C.C.P.A. (Patents) 1074, 150 F.2d 439, 66 USPQ 111 (35 TMR 
135). Clearly the involved marks TORNADO and CYCLONE do not look 
or sound alike. But a combination of all three factors need not nec- 
essarily exist, and an opposition to registration may be sustained if the 
marks are identical or so similar in meaning that confusion as to origin 
is deemed likely. See Norris Inc. v. Charms Co., 27 C.C.P.A. (Patents) 
1174, 111 F.2d 479, 45 USPQ 443 (30 TMR 349). 

Appellant relying on the case of Hillyard Chemical Co. v. Vestal 
Laboratories, Inc., 41 C.C.P.A. (Patents) 701, 206 F.2d 926, 99 USPQ 117 
(44 TMR 297), contends, however, (1) that ‘‘The Assistant Commissioner 
erroneously considered that similarity in meaning between the marks alone 
was sufficient to give rise to the likelihood of confusion or deception;’’ 
that other factors than meaning must be considered in an appropriate case’’ 
and (2) that ‘‘ All circumstances under which the respective merchandise 
is marketed and sold should be considered in determining the likelihood of 
confusion and deception.’’ We shall discuss those contentions seratiatim. 


(1) The law of this jurisdiction regarding the determination of the ques- 
tion of the confusing similarity of competitive marks in a proceeding like 
this has provided that the marks must be considered in their entireties. And 
with respect to sound, meaning, and appearances, substantial identity 
between the marks in any one or more of such attributes is, in of itself, 
fatal to the registration of his mark by an applicant. Hancock v. American 
Steel, etc., supra; Coty, Inc. v. Perfumes Habana, 8.A., 38 C.C.P.A. 
(Patents) 1180, 190 F.2d 91, 90 USPQ 224 (39 TMR 1054). Skol Company, 
Inc. v. Olson, 33 C.C.P.A. (Patents) 715, 151, F.2d 200, 67 USPQ 96 
(35 TMR 306); Cluett, Peabody & Co., Inc. v. Denver M. Wright, 18 
C.C.P.A. (Patents) 937, 46 F.2d 711, 8 USPQ 344 (21 TMR 130) ; Traders 
Oi Mill Company v. Lever Brothers Company, 26 C.C.P.A. (Patents) 899, 
100 F.2d 249, 40 USPQ 470 (29 TMR 163) ; Mason, Au & Magenheimer Co. 





1342 THE TRADEMARK REPORTER Vol. 45 T. M. R. 


v. Hawley & Hoops, 86 USPQ 272 (40 TMR 856) ; Ex parte J. H. Clarke & 
Co., 95 USPQ 226 (42 TMR 931). 


(2) Where, however, the facts presented by the record, if pleaded and 
proven, create an estoppel against the owner of a trademark due, say, to 
laches on his part, and wherein the question of public interest is nowise 
involved, the issue of confusion resulting from the use of similar or identical 
marks on related goods is not a factor that requires consideration. The 
Lightnin Chemical Co. v. Royal Home Products, Inc. 39 C.C.P.A. (Patents) 
1031, 197 F.2d 668, 94 USPQ 178 (42 TMR 743) ; Lantz Brothers Baking 
Co. v. Grandma Cake Co. etc., 34 C.C.P.A. (Patents) 1073, 161 F.2d 739, 
74 USPQ 22. 

We also believe that appellant’s contention is well taken to the effect 
that the cireumstances under which the respective merchandise is marketed 
and sold should be considered in determining the likelihood of confusion. 
Appellee in its Notice of Opposition set forth, among other things, this 
material allegation in support of its position : 


* * * In view of the confusing similarity between the marks of 
the parties, any fault or defect found with applicant’s perfume or 
cologne, offered for sale under applicant’s alleged trademark DEAR TO 
ME, would have the tendency to reflect upon and to injure the reputa- 
tion which opposer enjoys, and ever since long prior to applicant’s 
adoption of the alleged trademark DEAR TO ME has enjoyed, for its 
perfume, cologne and other toilet preparations sold under its trade- 
mark ENDEARING. 


The circumstances under which appellant’s merchandise is marketed 
and sold were thus developed, so far as pertinent, by counsel for the respec- 
tive parties: 

Direct Examination by Mr. Von Bernuth: 


Q. Mrs. Voigts, are you and your husband partners carrying on 
the business of the Cecile Gagnon Company? A. Yes, we are. 

Q. Where do you carry on the business? A. We carry on the 
business at 15 Lake Street, White Plains. 

Q. New York State? A. New York State. 

Q. What is the business of Cecile Gagnon Company? A. The bus- 
iness is the selling of the perfumes and cologne under the name DEAR 
TO ME. 

Q. DEAR TO ME is the trademark that you use? A. The trademark 
that we are using, yes. 

Cross Examination by Mr. Maltitz: 

Q. Mrs. Voigts, do you do your own manufacturing of perfume 
and cologne? A. We do not, no. We bottle it and package it. 

Q. You buy the perfume and the cologne somewhere else, you 
mean? A. That’s right. ; 

Q. And you also buy the bottles and the cartons and the other 
packaging material somewhere else? A. That’s right. 

Q. Then you do the bottling and the packing in your home in 
Yonkers; is that correct? A. In White Plains. 

Q. White Plains? A. That’s right. 

Q. Do you do it right in your own home? A. We have a large 
cellar in our home. It is done in the cellar of our home. 
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A family is not to be disparaged in its effort to launch an enterprise 
in the basement of its home. Some of our industries also did their pioneering 
under humble circumstances. It would seem, however, that customers in 
the purchase of cosmetics, such as perfume, cologne, and toilet preparations, 
might well require further reassurances were they to learn that such mer- 
chandise was bottled and packaged in the basement of someone’s home. 
Hence we believe that in the excerpt hereinbefore quoted, the opposer has 
sustained the described allegation of his opposition. Yale Electric Corpora- 
tion v. Robertson, 26 F.2d 972, 974. 

The decision of the Commissioner of the Patent Office, for the reasons 
stated, is hereby affirmed. 

JACKSON, Judge, retired, recalled to participate herein in place of 
GarRETT, Chief Judge. 

JOHNSON, Judge, and WorLEy, Judge, dissent. 


HAT CORPORATION OF AMERICA v. JOHN B. STETSON COMPANY 
Appl. No. 6144 —C.C.P.A. — June 15, 1955 


REGISTRATION PROCEDURE—APPEALS—CoOURT OF CUSTOMS AND PATENT APPEALS 

Applicant sought registration of RAILBIRD as a trademark for men’s hats. 
Opposed by owner of mark GAME BIRD for like goods on theory of confusing 
similarity based on fact that by definition RAILBIRD is a game bird and therefore the 
marks are synonymous. Examiner felt confusion would result but Assistant Com- 
missioner reversed ex parte on ground that RAILBIRD was style designation rather 
than a trademark use. Opposer appealed but applicant did not. Appeal is proper 
notwithstanding rejection of mark on other grounds since applicant is not finally 
precluded if he overcomes ex parte objections and therefore opposer is justified in 
seeking review of portion of decision holding marks not confusingly similar. 

Test applied by C.C.P.A. in opposition proceeding is likelihood of confusion 
and each case must be judged on own facts. Marks must be considered in their 
entireties and similarities and dissimilarities must both be considered. A descriptive 
part of similarity as to either sound, appearances or meaning is alone sufficient to 
indicate likelihood of confusion. 

Marks when viewed under above tests are not confusingly similar even though 
both might be considered technically gamebirds since the ordinary meaning of the 
words is not identical. 

Consideration by Assistant Commissioner of marks STETSON and DOBBS in 
connection with marks RAILBIRD and GAME BIRD respectively was improper since the 
controversy concerns the marks alone and neither the application nor the registration 
associates the marks in question with the house marks. 


Trademark opposition proceeding No. 30612 by Hat Corporation of 
America v. John B. Stetson Company, application serial No. 596,593 filed 
May 1, 1950. Opposer appeals from decision of Commissioner of Patents, 
dismissing opposition: Affirmed. 

Case below reported at 44 TMR 680. 

Alexander, Maltitz, Derenberg & Daniels (H. von Maltitz and Joe F. 

Daniels of counsel) of New York, N.Y., fo ropposer-appellant. 
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Thomas W. Y. Clark (Samuels & Clark of counsel) of Baltimore, Maryland 
for applicant-appellee. 


Before O’ConNELL, Acting Chief Judge, and JoHNsOoN, WorLEY, CoLe and 

JACKSON (retired). 

JOHNSON, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 100 USPQ 147, reversing 
the decision of the Examiner of Interferences which sustained appellant’s 
notice of opposition to the registration by appellee, under the Trademark 
Act of 1946, of the notation RAILBIRD as a trademark for hats for men. 

Appellee alleged April 26, 1950 as the date of first use of the involved 
mark in commerce among the several states. The application was examined 
and passed for publication pursuant to section 12 (a) of the Trademark 
Act of 1946, and the mark was duly published in the Official Gazette on 
May 1, 1951. On June 28, 1951, appellant filed its notice of opposition. 

In its notice of opposition, appellant alleged that it is the owner of 
Trademark Registration No. 324,210, dated May 14, 1935, for the term 
GAME BIRD for hats for men and women. It was also alleged, in substance, 
that the goods to which the term RAIL BIRD is to be applied are identical in 
kind with the goods sold by opposer and that there would likely be con- 
fusion in the trade to the detriment of opposer. 

There was no testimony taken by opposer. However, opposer did sub- 
mit, by stipulation, copies of the definitions of “rail” and “railbird” as 
follows: 

Webster’s New Twentieth Century Dictionary (Unabridged) copy- 
right, 1942, by The World Publishing Company: 

“rail, n. [OFr. rasle, raale, a rail; same origin as rattle, being 
so called from its note.]| Any bird of the family Rallidoe; more par- 
ticularly, Rallus virginianus, the American rail, a favorite game bird; 
also, the land rail or corn crake, and water rail of Europe.” 

“railbird, n. 1. A bird, the Carolina rail, Porzana carolina. 

2. In sporting parlance, a hanger-on at race tracks; a small bet- 
tor; a piker. [Slang]” 

These definitions were submitted apparently for showing that the marks 
RAILBIRD and GAME BIRD are synonymous in meaning. 

Applicant-appellee submitted deposition testimony of two of its em- 
ployees. This testimony, insofar as pertinent here, is to the effect that an 
advertisement of the RAILBIRD hat appeared in ESQUIRE magazine for the 
fall, 1950, season; and that the mark is stamped in the hat band of hats. 
Other testimony also brought out information to the effect that birds and 
parts of birds have been used as headgear since 1580 B.C. 

The Examiner of Interferences was of the opinion that the resem- 
blance between the terms GAME BIRD and RAILBIRD was such “that their con- 
temporaneous use would be reasonably likely to result in confusion in 
trade” when used on the identical item of men’s hats. 

The Assistant Commissioner did not concur in this belief and stated, 
100 USPQ at 149: 





Vol. 45 T. M. R. HAT CORP. OF AMERICA vy. J. B. STETSON 1345 
coe SS 


If the proofs had shown that RAILBIRD functions as a trademark, 
I should be constrained to disagree with the Examiner of Interferences 
as to likelihood of confusion on the grounds that the marks of both 
parties are apparently always used in conjunction with the more 
familiar and better known trademarks DoBpBs (opposer’s and STETSON 
and device (applicant’s), thereby eliminating likelihood that pur- 
chasers would be confused, misled or deceived into believing that the 
hats so marked emanate from the same source; and the marks do not 
look alike, do not sound much alike and have distinctly different 
connotations. 


However, the Assistant Commissioner felt, ex parte, that applicant was not 
entitled to registration of the term RAILBIRD since it was merely a style 
designation of a particular Stetson hat. In this respect the Assistant Com- 
missioner stated, 100 USPQ at 148: 
* * * So far as it appears, the word RAILBIRD has been called to the 
attention of the public in one advertisement as a particular type or 
style of sTETSON hat, it is used to set up orders in the order section 
of applicant and is used by salesmen in selling hats to retailers. It 
is true that the word appears in the hatband, but that fact alone, 
unaccompanied by evidence of advertising and advancement as a 
trademark showing the “indisputable intention of acquiring it as 
such” * * * is insufficient to overcome the evidence indicating that 
the word is used only to designate a particular style. Style designations, 
as such, are not registrable. 


Opposer has appealed from the decision of the Assistant Commissioner. 
Applicant has not appealed. 

It has been held that an appeal by opposer-appellant, under certain 
circumstances, is not moot notwithstanding that registration has been de- 
nied to applicant-appellee on other grounds. The Pep Boys v. The Fisher 
Bros. Co., 25 C.C.P.A. (Patents) 818, 94 F.2d 204, 36 USPQ 262, (28 
TMR 91). This must necessarily be so under the facts in this case since it 
appears that applicant-appellee is not finally precluded from obtaining 
registration if he overcomes the ex parte objections to registration raised 
by the Assistant Commissioner. Compare with the situation in Pabst-Ett 
Corp. v. Dr. W. J. Ross Co., 28 C.C.P.A. (Patents) 1164, 120 F.2d 390, 
49 USPQ 649, (31 TMR 338), where applicant-appellee did not appeal 
from an ex parte decision that the mark sought to be registered was either 
descriptive or misdescriptive of appellee’s goods, and since this decision 
was final, appellant-opposer’s appeal from the holding that its goods and 
appellee’s goods were not of the same descriptive properties was held to 
have become moot. Also see Frankfort Distilleries, Inc. v. Dextora Co., 26 
C.C.P.A. (Patents) 1244, 103 F.2d 924, 41 USPQ 664, (29 TMR 329). In 
the present case, it appears from the record, and in fact it is stated by 
appellee that “the way is left open by the decision to file a new application 
under the same law to register its mark after obtaining a greater quantity 
of trademark use, and this action is intended if need be.” It, therefore, 
follows that the appeal by appellant-opposer is well taken in order to 
obtain our review of the portion of the decision which held the marks not 
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confusingly similar, this being necessary to finally resolve the inter partes 
portion of the Assistant Commissioner’s decision. 

The law which is pertinent to the issue of confusing similarity in the 
present case was set forth in our recent case of L. J. Mueller Furnace Co. v. 
United Conditioning Corporation. (Patent Appeal No. 6123) 42 C.C.P.A. 
(Patents) , 106 USPQ 112, 114 (45 TMR 1223). We therefore quote 
the following portion of the decision: 

The test applied by this court in an opposition proceeding is the 
likelihood of confusion in the mind of the purchasing public as to 
the origin of the goods. Nestle’s Milk Products, Inc. v. Baker Import- 
ing Co., Inc., 37 C.C.P.A. (Patents) 1066, 182 F. 2d 193, 86 USPQ 80 
(40 TMR 526) ; Standard Laboratories, Ine. v. Procter & Gamble Co., 
35 C.C.P.A. (Patents) 1146, 167 F.2d 1022, 77 USPQ 617 (38 TMR 
768). This is a subjective test. Therefore prior decisions are of little 
value since each case must be decided on its own particular set of 
facts. North Star Manufacturing Co. v. Wells Lamont Corp., 39 
C.C.P.A. (Patents) 764, 193 F.2d 204, 92 USPQ 128 (42 TMR 220). 

However, various rules have been developed for the purpose of 
aiding in the determination of the question of confusing similarity. 
It is well settled that the marks must be considered in their entireties. 
Apollo Shirt Co. v. Enro Shirt Co., Inc., 35 C.C.P.A. (Patents) 849, 
165 F.2d 469, 76 USPQ 329; Valpo Co. v. Solis, Entrialgo y Com- 
pania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 USPQ 182 (39 
TMR 699). But different features may be analyzed to determine 
whether the marks are confusingly similar. Hoffmann-La Roche, Inc. 
v. Roch D. Kawerk, Etc., 32 C.C.P.A. (Patents) 954, 149 F.2d 557, 
65 USPQ 218 (35 TMR 71), and similarities and dissimilarities should 
both be considered, Younghusband v. Kurlash Co., Inc., 25 C.C.P.A. 
(Patents) 886, 94 F.2d 230, 36 USPQ 323 (28 TMR 132). 

It has also been held that the common portions of the marks 
cannot be disregarded, Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 
32 C.C.P.A. (Patents) 827, 146 F.2d 1019, 64 USPQ 394 (35 TMR 
46), but a descriptive word, which has little trademark significance, 
will not be regarded as the dominant part of the mark, West Disin- 
fecting Co. v. Lan-O-Sheen, Co., 35 C.C.P.A. (Patents) 706, 163 F.2d 
566, 75 USPQ 77 (37 TMR 659). 

It appears that appellant’s main contention, that the term RAILBIRD 
is confusingly similar to the term, GAME BIRD, is predicated on the proposi- 
tion that similarity as to either sound, appearance, or meaning is sufficient 
to indicate likelihood of confusion, citing Hancock v. The American Steel 
& Wire Co. of N. J. Etc., 40 C.C.P.A. (Patents) 931, 203 F.2d 737, 97 
USPQ 330, (43 TMR 957). There is no doubt that this is the law. How- 
ever, whether these factors exist, as indicated by the above-quoted law, is 
a matter of opinion dependent on the facts of each particular case. 

It is our opinion, applying the above-quoted criteria for determining 
similarity to the terms before us, when the terms are viewed in their entire- 
ties, they do not look alike or sound alike as held by the Assistant Commis- 
sioner. Although the common portions of the words, BirpD, cannot be 
disregarded, and are no doubt identical, the dissimilarities must also be 
considered. These dissimilar portions, RAIL and GAME, in our opinion, are 
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sufficiently different to cause the words in their entireties to be more 
different than alike. We reach this conclusion notwithstanding that the 
above-cited dictionary definitions define a railbird as a game bird. In the 
Hancock case, supra, 97 USPQ at 333, we said “Our holding in this case 
that confusion is likely is based on our belief that the popular or ordinary 
meanings of ‘Tornado’ and ‘Cyclone’ are identical, although there are cer- 
tain technical distinctions between the two terms.” In the present case, 
although it appears that the term “game bird” is generic to the term 
“railbird” we feel that this fact of itself would not be likely to cause 
confusion because, as we have indicated above, the words do not sound 
alike or look alike, and for the further reason that we do not feel that the 
popular or ordinary meanings of the terms are identical, one word merely 
being a species of the other. 

We must state that in reaching our decision we have flatly rejected the 
following theory presented by appellee: 

“The use of birds on and as hats, headdress and sections of birds 
such as wings, and hats wholly covered with pheasant feathers, not 
only from ancient times but also down to the present time, before and 
since appellant’s [opposer’s] use of its mark, is clearly equivalent to 
the use of the word ‘bird’ as describing those hats. * * * Since the 
figure of a bird, large or small, on a hat is in the public domain, so is 
the word, ‘bird’ in regard to hats. * * * ‘A descriptive word having 
little trademark significance, will not be regarded as the dominant 
part of a mark.’ * * * It is therefore believed that the words of the 
mark must be considered together, and since ‘bird’ is not dominant, 
‘Rail’ and ‘Game’ must be regarded as the distinguishing portions of 
the marks.” 

Both the Examiner of Interferences and the Assistant Commissioner ap- 
parently felt that the “dominant portion theory” was not applicable to the 
present facts. We are of the same opinion because we feel that the con- 
tention that the term “bird” is descriptive of hats is quite unrealistic. 

We feel that it is also necessary to comment on the Assistant Com- 
missioner’s statement “* * * that the marks of both parties are apparently 
always used in conjunction with the more familiar and better known 
trademarks popss (opposer’s) and sTETSON * * * (applicant’s), thereby 
eliminating likelihood that purchasers would be confused * * *.” We are 
in agreement with appellant-opposer’s statement, “The mark for which the 
appellee itself sought registration is not STETSON RAILBIRD but RAILBIRD 
alone. * * * The appellant’s registration covers GAME BIRD alone. It is true 
that in the two advertisements made of record and in the specimens of 
appellant’s mark submitted with the notice of opposition, the additional 
trademarks do oppear. The controversy, however, between the parties 
concerns GAME BIRD and RAILBIRD, the marks shown in the application and 
registration respectively. * * *” We therefore feel that it was improper 
to consider the marks sTETSON and pDoBBs under the foregoing fact situation. 

There is one other aspect of the present case which requires considera- 
tion, namely, that appellee filed no appeal from the adverse ex parte 
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holding of the Assistant Commissioner. In this respect, we are of the 
opinion that we have no authority to consider the ex parte decision of the 
Assistant Commissioner since no appeal was taken by appellee. See 
Pocahontas Operators Association v. Carter Coal Co., 34 C.C.P.A. (Patents) 
926, 160 F.2d 114, 73 USPQ 51, (37 TMR 340) Coty Inc. v. Perfumes 
Habana, 8.A., 38 C.C.P.A. (Patents) 1180, 190 F.2d 91, 90 USPQ 224, 
(41 TMR 944) ; Revere Paint Co. v. 20th Century Chemical Co., 32 C.C.P.A. 
(Patents) 1096, 150 F.2d 134, 66 USPQ 65, (35 TMR 143). 

It is to be noted that appellant did not include in the record appellee’s 
exhibits 1 to 19, inclusive, and an index to these exhibits. The index and 
exhibits were added on motion of appellee to correct diminution of the 
record. This added matter was necessary for a proper decision of this 
ease and costs for making such addition are therefore assessed against 
appellant. 

We have carefully considered appellant’s arguments and the cited 
eases, however, for the foregoing reasons we are of the opinion that the 
decision appealed from should be affirmed. 

JACKSON, Judge, Retired, sat for Garrett, Chief Judge. 
Wortey, Judge, concurs in the conclusion. 


JAMES HUGGINS & SONS, INC. v. AVENARIUS BROTHERS 
(ATTORNEY GENERAL OF THE UNITED STATES, Substituted) 


Appl. No. 6092 — C.C.P.A. — June 28, 1955 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Petitioner seeks to cancel registration of CARBOLINEUM for wood preservative 
and insecticide on the ground that it has become descriptive of the goods and 
generic. Product has been sold for years and has been advertised extensively. It is 
composed primarily of anthracene oil but is alleged to contain a secret ingredient. 
Many manufacturers make similar products containing anthracene and over the 
years many have tried to use registrant’s mark. Registrant successfully objected 
to such use by petitioner on several occasions and petitioner brought cancellation 
suit. Evidence as to whether mark has become generic is conflicting and since the 
rule is well established that the burden of proof rests upon one who seeks to cancel 
a registered mark the decision of the Examiner-in-Chief dismissing the petition 
will be affirmed. 


Cancellation proceeding no. 5436 by James Huggins & Sons, Inc., v. 
Avenarius Brothers (Attorney General of the United States, substituted), 
Registration no. 14,048, issued Feb. 8, 1887, and twice renewed. Peti- 
tioner appeals from decision of Examiner-in-Chief dismissing petition. 
Affirmed. 

Case below reported at 43 TMR 1092. 

Richard L. Underwood, of Washington, D.C., for petitioner-appellant. 
William P. Cochrane, of Washington, D.C., and Morsell & Morsell, Arthur 

L. Morsell, Jr., and Curtis B. Morsell, of Milwaukee, Wisconsin, for 

respondent-appellee. 
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Before GaRRETT, Chief Judge, and O’CoNNELL, JoHNSON, WorLEY and 
Coue, Associate Judges. 


Wortey, Judge. 

This is an appeal from the decision of the Examiner-in-Chief of the 
United States Patent Office, 97 USPQ 474, reversing the decision of the 
Examiner of Interferences which sustained the petition of James Huggins 
& Sons, Inec., petitioner below and appellant here, to cancel Registration 
No. 14,048 for CARBOLINEUM as applied to preservative liquids. 

The parties’ efforts in support of their respective positions have re- 
sulted in a somewhat lengthy record consisting of oral testimony of wit- 
nesses, supplemented by a large number of documentary exhibits relating 
to orders, invoices, records of sales, labels, advertising, price lists, cata- 
logues, correspondence, farm bulletins and numerous other documents 
covering a period of more than seventy years. As observed below, some of 
the evidence is irrelevant, immaterial and incompetent, but stripped of 
material of such character, we think the record fairly supports the follow- 
ing summary of those facts material to the disposition of the issue involved, 
viz, whether the Examiner-in-Chief erred in holding that the petitioner 
failed to discharge its burden of proof that the involved mark was, or has 
become, so descriptive or generic as to preclude appellee’s continued and 
exclusive use thereof as a trademark. 

The case has been prosecuted on behalf of the United States Attorney 
General, in whom title is currently vested under the provisions of the 
Alien Property Act,’ by the Carbolineum Wood Preserving Company of 
Milwaukee, Wisconsin, respondent below and appellee here. Since about 
1889 that company has had an exclusive licensing agreement with the R. 
Avenarius Company of Germany involving an anthracene oil compound, 
a product which it manufactures, advertises, labels, and sells under the 
trademark CARBOLINEUM, which was first registered in 1887 under the 
Act of 1881, renewed in 1917, and again in 1937. 

The business of the Carbolineum Wood Preserving Company is de- 
voted exclusively to the manufacture and sale of the one product. It has 
spent from 15 to 20 thousand dollars per year in advertising, and serves 
approximately 15,000 retail and 10,000 consumer outlets, through and to 
whom more than 12 million gallons have been sold since it started in busi- 
ness. The product itself is a liquid which is used as a wood preserver and 
insecticide, particularly on poultry mites. Although it is composed prin- 
cipally of a high grade anthracene oil, appelle claims that the end product 
is the result of a secret formula or process conceived and patented in 
Germany by the original Avenarius Brothers. One of the admitted con- 
stituents of appellee’s product is chlorine, and it appears that none of the 
competitive anthracene oil products contain that ingredient. 

Over the years other concerns frequently attempted to appropriate the 
involved mark for use in the advertising and sale of certain other types 


1. Executive Order No. 9788, 50 U.S.C.A. Appendix, § 6 note. 
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or grades of anthracene oils. In those instances appellee protested such use 
on the ground that it alone was entitled to exclusive use of the mark. 
Generally, informal notice was sufficient to secure voluntary discontinu- 
ance, but where legal action was taken, it appears that appellee’s claims 
to the mark were sustained. In that connection, this controversy apparently 
had its inception in 1934 when appellee objected to appellant’s use of the 
word CARBOLINEUM on its labels in the advertising and sale of “Diamond 
H Poultry Mite Paint Specified Commercially as Carbolineum.” Appellant 
thereupon changed its labels to read “Diamond H Poultry Mite Paint.” 
However, about 1946 or 1947 appellee learned that appellant was again 
advertising and labelling its product as DIAMOND H CARBOLINEUM. Objec- 
tion was renewed, appellee again claiming exclusive ownership of the 
mark. Afterward, in 1949, appellant filed the instant action for cancella- 
tion, alleging, among other things, injury, interference, and damage to its 
business ; and, primarily, that regardless of its original nature or merit, the 
mark is or has become so descriptive or generic as to no longer be capable 
of functioning as a trade mark. 

To support its allegations, appellant presented the testimony of sev- 
eral witnesses engaged in the anthracene oil trade. Essentially their testi- 
mony, and the documents relating thereto, was that the mark did not 
identify goods of any particular source or origin, but was ordinarily used 
in a descriptive or generic sense in connection with anthracene oils. 

That testimony was challenged by appellee on the ground that said 
witnesses were directly interested as business competitors; that they 
handled a large number of other products in addition to anthracene oils; 
that they failed or refused to disclose the volume of their sales of the latter 
product; and that their sales territory was generally limited to the New 
England area. With respect thereto, the Examiner-in-Chief observed, 97 
USPQ at 477: 

There is also nothing in petitioner’s testimony which establishes 
that the sales of CARBOLINEUM said to have been made by the companies 
named in petitioner’s testimony were substantial either alone or in 
the aggregate and Petitioner’s witness Todd on cross-examination re- 
fused to answer a question concerning the approximate yearly gallon- 
age that was sold by his company. * * * Also petitioner’s witness Looney 
was very evasive when questioned as to the extent of sales of cARBo- 
LINEUM. 

Respondent’s testimony, however, appears to indicate that the 
sales by these companies in a number of cases were so small as not 
to warrant the cost of legal action so that recourse was made by protest 
through correspondence as noted above. * * * 

In further refutation, a witness called by appellee, a business compe- 
titor whose trade territory consisted of eight or nine Midwestern States, 
and owner of the mark usoL, as applied to creosote oils and insecticides, 
testified that the word CARBOLINEUM meant: 

A. Well, it means a high grade anthracene oil made here in Mil- 
waukee processed under the so-called secret formula made by the 
Carbolineum Wood Preserving Company here in Milwaukee. 
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Appellee urges that such meaning has been established by their con- 
tinued advertising and sales activities in behalf of its product for more than 
60 years. 

Several farm bulletins published by the United States Department 
of Agriculture were introduced in evidence by appellant. Those bulletins 
disclose, and are supported by oral testimony, that the word CARBOLINEUM 
has been used for more than 30 years synonymously with, and as a descrip- 
tive or generic term for, high grade anthracene oils. In refutation thereof, 
appellee argues that such use does not serve to describe the product of its 
own secret formula, and, while it was powerless to prevent such alleged 
unauthorized use or misuse of the word, it did lodge protests with that 
Department. It appears, however, that save in one possible instance, such 
protests have been largely ignored. 

Another exhibit offered to prove the descriptive or generic nature of 
the mark, an advertisement of a Washington, D. C. dealer, displays the 
word CARBOLINEUM which is described as a wood preserver and insecticide, 
but contains no reference to its source or origin. Appellee points out that 
since it had supplied the dealer over a period of years with the product 
CARBOLINEUM, the word was properly used in a trademark sense. 

The record contains additional testimony and exhibits of a conflicting 
and contradictory nature. For example, appellant introduced the classified 
section of a Boston, Mass., telephone directory listing dealers under the 
heading CARBOLINEUM. On the other hand, appellee showed that Hackh’s 
Chemical Dictionary, generally recognized as a standard reference, fails 
to mention CARBOLINEUM, but does refer to anthracene oils. In view of our 
conclusion, a detailed discussion of this and similar evidence of record 
would serve no useful purpose. 

It is well established that the burden of proof rests upon one who 
seeks to cancel a registered mark. In our opinion the record clearly sup- 
ports the holding of the Examiner-in-Chief that the petitioner has failed 
to discharge that burden. Accordingly, the decision appealed from is 
affirmed. 


THE DAYTON RUBBER COMPANY v. GENERAL FELT PRODUCTS CO. 
Appl. No. 6138 — C.C.P.A. — July 1, 1955 


TRADEMARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Appeal from decision of Commissioner of Patents sustaining opposition to 
registration of mark SPRINGFOAM for sponge rubber matting on the basis of its 
mark sPRINGSTEP for fibre carpet pads. The Examiner dismissed the opposition on 
the ground that while the goods were of the same descriptive properties the word 
“spring” common to each, had descriptive significance as applied to the respective 
goods. The Commissioner, in reversing ruled that the term “spring” was suggestive 
rather than descriptive of the goods and pointed out that the mark sPRINGFOAM 
might be considered by purchasers to be a new rubber product of the manufacturers 
of sprinesteP. Since any doubt which may exist on the question of likelihood of 
confusion should be resolved against the newcomer the decision will be affirmed. 
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or grades of anthracene oils. In those instances appellee protested such use 
on the ground that it alone was entitled to exclusive use of the mark. 
Generally, informal notice was sufficient to secure voluntary discontinu- 
ance, but where legal action was taken, it appears that appellee’s claims 
to the mark were sustained. In that connection, this controversy apparently 
had its inception in 1934 when appellee objected to appellant’s use of the 
word CARBOLINEUM on its labels in the advertising and sale of “Diamond 
H Poultry Mite Paint Specified Commercially as Carbolineum.” Appellant 
thereupon changed its labels to read “Diamond H Poultry Mite Paint.” 
However, about 1946 or 1947 appellee learned that appellant was again 
advertising and labelling its product as DIAMOND H CARBOLINEUM. Objec- 
tion was renewed, appellee again claiming exclusive ownership of the 
mark. Afterward, in 1949, appellant filed the instant action for cancella- 
tion, alleging, among other things, injury, interference, and damage to its 
business ; and, primarily, that regardless of its original nature or merit, the 
mark is or has become so descriptive or generic as to no longer be capable 
of functioning as a trade mark. 

To support its allegations, appellant presented the testimony of sev- 
eral witnesses engaged in the anthracene oil trade. Essentially their testi- 
mony, and the documents relating thereto, was that the mark did not 
identify goods of any particular source or origin, but was ordinarily used 
in a descriptive or generic sense in connection with anthracene oils. 

That testimony was challenged by appellee on the ground that said 
witnesses were directly interested as business competitors; that they 
handled a large number of other products in addition to anthracene oils; 
that they failed or refused to disclose the volume of their sales of the latter 
product; and that their sales territory was generally limited to the New 
England area. With respect thereto, the Examiner-in-Chief observed, 97 
USPQ at 477: 

There is also nothing in petitioner’s testimony which establishes 
that the sales of CARBOLINEUM said to have been made by the companies 
named in petitioner’s testimony were substantial either alone or in 
the aggregate and Petitioner’s witness Todd on cross-examination re- 
fused to answer a question concerning the approximate yearly gallon- 
age that was sold by his company. * * * Also petitioner’s witness Looney 
was very evasive when questioned as to the extent of sales of carRBo- 
LINEUM. 

Respondent’s testimony, however, appears to indicate that the 
sales by these companies in a number of cases were so small as not 
to warrant the cost of legal action so that recourse was made by protest 
through correspondence as noted above. * * * 

In further refutation, a witness called by appellee, a business compe- 
titor whose trade territory consisted of eight or nine Midwestern States, 
and owner of the mark UsoL, as applied to creosote oils and insecticides, 
testified that the word CARBOLINEUM meant: 

A. Well, it means a high grade anthracene oil made here in Mil- 
waukee processed under the so-called secret formula made by the 
Carbolineum Wood Preserving Company here in Milwaukee. 
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Appellee urges that such meaning has been established by their con- 
tinued advertising and sales activities in behalf of its product for more than 
60 years. 

Several farm bulletins published by the United States Department 
of Agriculture were introduced in evidence by appellant. Those bulletins 
disclose, and are supported by oral testimony, that the word CARBOLINEUM 
has been used for more than 30 years synonymously with, and as a descrip- 
tive or generic term for, high grade anthracene oils. In refutation thereof, 
appellee argues that such use does not serve to deseribe the product of its 
own secret formula, and, while it was powerless to prevent such alleged 
unauthorized use or misuse of the word, it did lodge protests with that 
Department. It appears, however, that save in one possible instance, such 
protests have been largely ignored. 

Another exhibit offered to prove the descriptive or generic nature of 
the mark, an advertisement of a Washington, D. C. dealer, displays the 
word CARBOLINEUM which is described as a wood preserver and insecticide, 
but contains no reference to its source or origin. Appellee points out that 
since it had supplied the dealer over a period of years with the product 
CARBOLINEUM, the word was properly used in a trademark sense. 

The record contains additional testimony and exhibits of a conflicting 
and contradictory nature. For example, appellant introduced the classified 
section of a Boston, Mass., telephone directory listing dealers under the 
heading CARBOLINEUM. On the other hand, appellee showed that Hackh’s 
Chemical Dictionary, generally recognized as a standard reference, fails 
to mention CARBOLINEUM, but does refer to anthracene oils. In view of our 
conclusion, a detailed discussion of this and similar evidence of record 
would serve no useful purpose. 

It is well established that the burden of proof rests upon one who 
seeks to cancel a registered mark. In our opinion the record clearly sup- 
ports the holding of the Examiner-in-Chief that the petitioner has failed 
to discharge that burden. Accordingly, the decision appealed from is 
affirmed. 


THE DAYTON RUBBER COMPANY v. GENERAL FELT PRODUCTS CO. 
Appl. No. 6138 — C.C.P.A. — July 1, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Appeal from decision of Commissioner of Patents sustaining opposition to 
registration of mark SPRINGFOAM for sponge rubber matting on the basis of its 
mark sPRINGSTEP for fibre carpet pads. The Examiner dismissed the opposition on 
the ground that while the goods were of the same descriptive properties the word 
“spring” common to each, had descriptive significance as applied to the respective 
goods. The Commissioner, in reversing ruled that the term “spring” was suggestive 
rather than descriptive of the goods and pointed out that the mark sPRINGFOAM 
might be considered by purchasers to be a new rubber product of the manufacturers 
of sPRINGSTEP. Since any doubt which may exist on the question of likelihood of 
confusion should be resolved against the newcomer the decision will be affirmed. 
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Opposition proceeding No. 30247 by General Felt Products Co. v. The 
Dayton Rubber Company, application, Serial No. 561,812 filed July 21, 
1948. Applicant appeals from decision of Commissioner of Patents sus- 
taining opposition. Affirmed. Johnson and Cole, Judges dissenting with- 
out opinion. 

Case below reported at 44 TMR 566. 


Clarence B. DesJardins, Howard T. Keiser, and DesJardins, Robinson & 
Keiser, of Cincinnati, Ohio (I. Louis Wolk, of Dayton, Ohio, and Watts 
T. Estabrook, of Washington, D.C., of counsel) for applicant-appellant. 

Sidney Neuman (Thiess, Olson, Mecklenburger, von Holst & Coltman of 
counsel) of Chicago, Illinois, for opposer-appellee. 


Before O’ConNELL, Acting Chief Judge, and JoHNsoN, WorLEY, CoLE and 
JACKSON (retired), Associate Judges. 


Wokr.ey, Judge. 

This appeal is from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 100 USPQ 26 (44 TMR 566), 
reversing the decision of the Examiner of Interferences which dismissed 
the notice of opposition against registration of the mark SPRINGFOAM on, as 
originally filed, “sponge rubber in Class 1, Raw or Partly Prepared Ma- 
terials,” subsequently amended to include sponge rubber “in the form of 
sheet stock or pads for the manufacture of seat cushions and other cushion- 
ing materials.” 

Appellee, opposer below, predicated its opposition on ownership of the 
mark sPRINGSTEP for carpet pads or underlays made of jute and hair fiber, 
first used in 1932, registered in 1933 (304,480) and renewed in 1953, 
alleging that the mark sought to be registered so resembles its own as to 
likely cause confusion in trade. Appellant, applicant below, contended 
there had been no instances of actual confusion since it first used its 
mark in 1948 and that continued use would not result in confusion in trade. 

Only the opposer took testimony and introduced exhibits, but both 
parties filed briefs and were represented at the hearing. 

The testimony shows that appellee and its predecessor began use in 
1932 of the mark sPRINGSTEP on carpet pads and linings, more accurately 
described as carpet “underlays.” Since that time extensive advertising in 
magazines, newspapers, and other media, have contributed to sales of over 
twenty-five million square yards of its products. 

It appears that sponge rubber in sheet form for use as carpet cushion- 
ing material came on the market in 1946 or 1947. During 1948 appellee 
purchased such sheets from another concern and sold them under the 
SPRINGSTEP mark, but no such sales have since been made. 

The Examiner of Interferences was of the opinion that although the 
goods were of the same descriptive properties, the marks applied thereto 
were “registrably distinguishable” on the grounds that the word sprRINa, 
common to each mark, possessed an unmistakable descriptive significance 





Vol. 45 T. M. R. DAYTON RUBBER v. GENERAL FELT 1353 
Sennen eases 


in relation to the respective products of the parties and was not capable, 
in itself, of identifying or distinguishing either product; and the suffixes 
being wholly dissimilar, concluded that concurrent use of the marks was 
not likely to cause confusion, mistake, or deception of purchasers. 

In reversing the examiner, the commissioner pointed out that although 
the word spriInea suggested a characteristic of the involved products, it did 
not describe them; that, as a conspicuous portion of each mark and “as the 
first syllable of the word sprinester and of the single word sPRINGFoAM, 
it may not be disregarded as being per se ‘incapable of identifying such 
goods as to source.’ ” 

The commissioner concluded that, 100 USPQ at 27-28, 


Carpet cushions or underlays made of felt have been an article of 
commerce for many years, and SPRINGSTEP has long been used as a 
trademark for felt carpet cushions and underlays; and since sponge 
foam rubber is a comparatively new product in the carpet cushion 
and underlay industry, I am of the opinion that the purchasers 
familiar with sprinasTeP felt underlays, upon seeing SPRINGFOAM on 
sponge rubber sheets and pads, are likely to believe that the latter 
is opposer’s trademark for a new type of underlay. In other words, 
the public is likely to believe that the two products emanate from the 
same source. 


In its brief on appeal, and during oral argument before us, appellant 
renews the contentions advanced below, but the record is devoid of any 
evidence in support thereof. For example, it is urged that there is no 
indication of record that appellant’s product is sold through furniture 
stores or other institutions that normally handle carpets. We think, how- 
ever, the commissioner correctly pointed out there was likewise nothing in 
the record to indicate that the goods might not be appropriate for and sold 
as carpet cushions or underlays through stores which normally handle 
carpets. That observation is similarly applicable to appellant’s contention 
that the channels of distribution for appellee’s goods are distinct and “far 
afield” from its own. Again there is nothing whatsoever in the record 
relating to appellant’s channels of distribution. 

We have read the decisions cited by appellant but, as is generally true 
in trademark matters, find none of them sufficiently in point with the facts 
here to disturb the decision appealed from. It is, however, a familiar and 
well settled rule in opposition proceedings that any reasonable doubt which 
may exist on the question of likelihood of confusion in trade should be re- 
solved against the newcomer. The newcomer’s field of trademark selection 
is not so limited as to require registration of a mark which sufficiently 
resembles an old and established mark as to likely result in confusion 
in trade. 

The decision appealed from is affirmed. 

JOHNSON and CoLz, Judges, dissent. 
JACKSON, Judge, retired, recalled to participate herein in place of Garrett, 

Chief Judge. 
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In re INTERNATIONAL STAPLE AND MACHINE COMPANY 
Appl. No. 6127 — C.C.P.A. — July 1, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
RETRACTABLE ANVIL used as a trademark for stapling machines is descriptive 
since the evidence does not support a claim of secondary meaning or distinctiveness 
under applicant’s 2(f) application. The evidence shows that “anvil” is a common 
term used in numerous patent applications and therefore the decision denying 
registration must be affirmed. 

Application for trademark registration by International Staple and 
Machine Company, Serial No. 571,729 filed January 6, 1949. Applicant 
appeals from decision of Commissioner of Patents refusing registration. 
Affirmed. 

Case below reported at 44 TMR 450. 


Joshua R. H. Potts (Anthony J. Turchetti of counsel) of Philadelphia, 

Pennsylvania, for appellant. 

E. L. Reynolds for Commissioner of Patents. 
Before O’ConNELL, Acting Chief Judge, and JoHNsoN, WorLEyY, CoLE and 

JACKSON (retired), Associate Judges. 

Wokrtey, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 99 USPQ 421 (44 TMR 
450), affirming the refusal of the Examiner of Trademarks to register on 
the Principal Register the notation RETRACTABLE ANviL for “Stapling 
Machines both hand and power operated,” under Section 2(f)* of the 


Lanham Act. (Trademark Act of 1946). 
The examiner denied registration on the ground that the mark was so 


generically descriptive of a feature of the goods as to be incapable of 
indicating origin. 

Upon appeal, the commissioner was of the opinion that in cases of this 
kind the issue is not whether a word or term is incapable of distinguishing, 
but “whether the evidence submitted, in view of the nature of the word 
or term, is sufficient to support a claim of secondary meaning, or dis- 
tinctiveness.” It was held that the evidence was not sufficient to support 
appellant’s claim. 

Appellant here contends that in view of the provisions of Section 2(f), 
supra, the commissioner’s refusal is arbitrary, and that the issues to be 
resolved by htis court are (1) “Whether the trademark RETRACTABLE-ANVIL 
generically descriptive of a feature of the goods,” and (2) “Whether the 


1. Sec. 2. Trademarks registrable on the Principal Register 


+ * ” * . 


(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by the applicant 
which has become distinctive of the applicant’s goods in commerce. The Commissioner 
may accept as prima facie evidence that the mark has become distinctive, as applied 
to the applicant’s goods in commerce, proof of substantially exclusive and continuous 
use thereof as a mark by the applicant in commerce for the five years next preceding the 
date of the filing of the application for its registration. (15 U.S.C. 1052) 
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evidence submitted, in view of the nature of the term, is sufficient to support 
a claim of secondary meaning, or distinctiveness.” 

Assuming the first suggestion is in reality at issue, if we correctly 
interpret the language in appellant’s brief, it must be answered in the 
affirmative. Appellant clearly acknowledges that “it recognizes that its 
trademark RETRACTABLE-ANVIL has certain descriptive properties, and be- 
cause of this registration has been sought under Section 2(f) of the Act 
of 1946 * * *.” The necessity of protecting one who has adopted a mark 
descriptive of its product as the insignia of his business * * *.” (Italics 
supplied) 

With respect to the second suggestion, which is clearly at issue, appel- 
lant alleges use of the notation since 1940, and introduced certain adver- 
tising material in which the term is associated with appellant’s company. 
For example, “International Stapling Machines Featuring the RETRACTABLE- 
ANVIL” and “International Staple and Machine Company manufacturers 
of RETRACTABLE ANVIL” and others of like character. 

The above appears to be the extent of appellant’s evidence in attempt- 
ing to discharge its burden of proving secondary meaning or distinction. 

In holding that appellant’s evidence was insufficient, the commissioner 
pointed out two patents issued to one Werner Schafroth, Chief Executive 
Officer of applicant company, and signer of the instant applications, cover- 
ing a stapling device and machine. One of the patents refers to “penetrating 
members being formed with a crescent shaped anvil surface ;” and the other 
refers in many instances to “penetrating anvil,” from which the commis- 
sioner concluded there is no doubt that an “anvil” is a common element 
of a stapling device. 

Since the real issue here relates to the question of sufficiency of proof, 
we take the liberty of quoting at some length from the commissioner‘s dis- 
cussion and evaluation, 99 USPQ at 422: 

In addition to the two patents which are identified and claimed 
by applicant, the records of the Patent Office reveal the following four 
additional patents granted to Werner Schaforth: No. 2,469,050 (May 
3, 1949) for a stapling machine which provides “mechanical means for 
actuating staple clinching anvils through an are of about 100 degrees, 
holding them in the extreme or clinching position, and then returning 
the anvils to their original position * * * ”; No. 2,469,055 (May 3, 
1949) for a stapling machine having “rotary piercing anvils’; No. 
2,470,727 (May 17, 1949) for an anvil clinching staple machine which 
provides “mechanical means for driving staples through flaps or ends 
of closed cartons and actuate staple clinching anvils to pierce the 
material, clinch the inner ends of the staples and then withdraw the 
anvils leaving the staples in place”; and No. 2,488,940 (November 22, 
1949) for a staple machine having retractable clinching anvils in which 
it is stated, among other things, that “The present invention relates 
to stapling machines and is conceived primarily with a stapling ma- 
chine of the retractable anvil type,” and “The anvils are subsequently 
withdrawn and this type of stapling machine has heretofore become 
known as a retractable anvil stapling machine.” The term “retractable 
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anvil” is used in the specifications and claims of this last mentioned 
patent in at least a dozen places to describe the machine, Exhibits 
filed in support of the application show a number of descriptive uses 
of the term, such as, “featuring the RETRACTABLE ANVIL; “The retract- 
able anvil stapler which closes filled cartons from the outside”; draw- 
ings of the anvil with explanatory material which includes “This final 
view shows the staple completely clinched and the anvils retracted” ; 
International Stapling machines exclusively feature the patented 
principle of the retractable anvil’; “The RETRACTABLE ANVIL was in- 
vented, perfected, and incorporated in machines, especially designed 
for its use by Werner Schafroth * * *”; “International’s engineers are 
ready to solve your individual packaging problems by building the 
retractable anvil into stapling machine”; “The anvils are retracted, 
leaving a neat and perfect clinch inside the carton”; and others. 
Several of the models pictured in the exhibits obviously include the 
mechanism covered by Patent No. 2,488,940 for a staple machine 
having retractable clinching anvils. The evidence submitted leads to 
but one conclusion, namely, the term RETRACTABLE ANVIL has not 
acquired a secondary meaning, i.e., it has not become distinctive. 


We have carefully examined and considered the various contentions 
set out and discussed by appellant in its brief as well as the decisions cited 
in support thereof but in view of our agreement with the correctness of 
the commissioner’s holding, it is not necessary to discuss them. 

The decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate herein in place of 
GarreETT, Chief Judge. 





In re SWIFT & COMPANY 
Appl. No. 6141 — C.C.P.A. — July 1, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—COLOR MARKS 

Applicant sought to register on the Principal Register its label consisting of 
a horizontal band of polka dot design in red background with white dots. Examiner 
refused registration on ground that the polka dot design was merely ornamentation. 
Issue is whether polka dot banding is a trademark within the meaning of the 
statute. If any word, name, symbol or device or combination thereof identifies 
the goods and distinguishes them from those manufactured or sold by others it is 
fulfilling the function of a trademark and is entitled to registration. The polka 
dot banding constitutes an artistic and unique design constituting a trademark 
device within the meaning of Section 45 if it is used primarily to perform the office 
of a trademark. Since the design is to attract attention at a distance to encourage 
impulse buying and enables the purchaser to pick it out and distinguish it from 
the goods of others and is distinctive it is a trademark “device” entitled to registra- 
tion and therefore the decision of the Commissioner of Patents is reversed. 


Application for trademark registration by Swift & Company, Serial 
No. 598, 440, filed June 1, 1950. Applicant appeals from decision of Com- 
missioner of Patents refusing registration. Reversed. Johnson and Worley, 
Judges dissenting without opinion. 

Case below reported at 44 TMR 578. 
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Roy G. Story and Edward C. Vandenburgh, of Chicago, Illinois, and Earl 
G. Spiker, of Washington, D.C., for appellant. 

E. L. Reynolds (Clarence W. Moore of counsel )for Commissioner of 
Patents. 

Before O’ConNELL, Acting Chief Judge, and JoHNsoN, WorRLEY, CoLE and 
JACKSON (retired), Associate Judges. 


CoLz, Judge. 

The Examiner-in-Chief of the United States Patent Office, acting for 
the Commissioner of Patents, has held that appellant’s alleged trademark 
is not registrable on the Principal Register under the Trademark Act of 
1946. In his opinion so ruling, Ex parte Swift @ Company, 100 USPQ 36, 
37 (44 TMR 578), the alleged mark is described as follows: 


“The product on which the mark is used is a household cleanser 
of the type sold in round cans the tops of which can be perforated to 
provide holes through which to shake the powdered material. The 
specimens submitted with the application consist of the labels which 
are placed around and cover the cylindrical sides of the cans. These 
labels, when viewed as on the cans, show a horizontal band of polka 
dot design in red background and white dots covering the lower third 
of the label and a similar but narrower band around the upper part of 
the label; the band between these two is white, on which appears the 
words ‘Swift’s Cleanser,’ repeated, and other printed matter. The 
polka dot design of the lower band is interrupted by the legend 
‘Pick the PoLKA-DoT package cleanser,’ in two lines with the word 
‘cleanser’ beneath the words ‘polka dot.’ The drawing which accom- 
panies the application shows only the polka dot design of the label 
placed flat, namely the two rectangular polka dot bands separated by 
the white band, and omits all printed matter. There is no indication 
of color on the drawing.” 


The Examiner-in-Chief was of the opinion that appellant’s polka dot 
banding was merely the background ornamentation of its label and, as 
such, could not function as a technical trademark, citing In re Burgess 
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Battery Co., 27 C.C.P.A. (Patents) 1297, 112 F.2d 820, 46 USPQ 39 (30 
TMR 392). 

A specimen label (no colors shown) with the alleged mark thereon 
as actually used by appellant and the drawing accompanying the applica- 
tion for registration are reproduced herewith. 

Our concern on appeal here from the decision of the Examiner-in-Chief 
being solely with appellant’s right to register under the Trademark Act of 
1946, the issue thus presented is whether appellant’s polka dot banding is 
a trademark within the meaning of the statute and, if it is, whether it is 
entitled to be registered on the Principal Register. 

Section 45 of the Act of 1946 [15 U.S.C. 1952 Ed., 1127] provides: 

The term “trademark” includes any word, name, symbol, or 
device or any combination thereof adopted and used by a manufacturer 
or merchant to identify his goods and distinguish them from those 
manufacturers or sold by others. 

The above statutory concept of a trademark has long been recognized by 
the courts and is not unlike that given by the Supreme Court of the United 
States in Columbia Mill Company v. Alcorn, 150 U.S. 460, decided in 1893, 
wherein the court said ‘‘ That to acquire the right to the exclusive use of a 
name, device, or symbol, as a trademark, it must appear that it was adopted 
for the purpose of identifying the origin or ownership of the article to 
which it is attached, or that such trademark must point distinctively, either 
by itself or by association, to the origin, manufacture, or ownership of the 
article on which it is stamped. It must be designed, as its primary object 
and purpose, to indicate the owner or producer of the commodity, and to 
distinguish it from like articles manufactured by others.’’ 

Appellant argued below, as it does here, that its mark is the symbol 
corresponding to the word POLKA DOT; that it was adopted and has been used 
in trade in its present form since 1949 to identify and distinguish its 
product; that such trademark use is apparent from the fact that the labels 
carrying the design contain the phrase ‘‘Pick the poLKa pot Package;”’ 
that this phrase has been used extensively in advertising its products; and 
that the public considers the polka dot design as the feature distinguishing 
such product from the goods of others. 

We think that in a trademark sense appellant’s polka dot banding is 
an artistic and unique design or pattern which may be constituted a trade- 
mark ‘‘device’’ within the meaning of Section 45, supra, if it is used pri- 
marily to perform the office of a trademark and is, in fact, by virtue of any 
distinctiveness it may possess, capable of so doing. 

In the case of In re Burgess. Battery Co., supra, the mark sought to be 
registered was for use on dry batteries and flash light cases and consisted 
of alternating black and white stripes, unrestricted as to number or length 
or as to the shape or size of area covered by the striping. The specimens 
accompanying the application showed the stripes applied entirely about 
the goods and packages by placing thereon labels upon which the striped 
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design was printed. In holding such mark to be unregistrable, we said, 
46 USPQ at 40 (30 TMR 392): 

We think it is apparent from the record that appellant’s alleged 
trademark is a mere “dress” which gives a distinctive external appear- 
ances to appellant’ s goods ; that it is such distinctive appearance which 
is recognized by “some” of the purchasing public as indicating appel- 
lant’s goods ; and that appellant’s design is merely a colored label or 
dress of black and white alternating stripes, the office of which 
(design) is not to point out distinctly the origin or ownership of the 
articles to which the label is affixed. * * * [See also In re Burgess 
Battery Company, 31 C.C.P.A. (Patents) 1039, 142 F.2d 466, 61 
USPQ 367] 

While in the cited case the striped design was merely ornamental dress 
which was devoid of trademark significance, it does not thereby follow that 
a trademark device only incidentally ornamental, and in a sense decorative 
of the label upon which it appears, is not entitled to registered. Manifestly, 
if a distinctive trademark device or symbol is adopted and used primarily 
for the purpose of identifying and distinguishing a product, and it is 
capable of so doing, the mere fact that it renders the label to which it is 
applied more ornamental than it would otherwise be without that device 
thereon does not per se dictate a conclusion that it has no trademark 
function. In a limited sense, every device or symbol used as a trademark 
constitutes a part of the dress of the article to which it is applied but it is 
the conventional ornamentation or mere surface decoration as such that 
cannot be monopolized under a claim to trademark signification. The 
Burgess Battery case, supra, stands for the proposition that that which is 
only the attractive dress of an article, although it be distinctive in its 
appearance and sometimes recognized by purchasers as an indication of 
origin, does not have, as it primary function, an origin-authenticating pur- 
pose, and is hence not a trademark entitled to federal registration under 
the statute. Since the line distinguishing between mere ornamentation and 
ornamentation which is merely an incidental quality of a trademark is not 
always clearly ascertainable, the application of legal principles to fit one 
situation or the other requires proper reflection upon the impression likely 
to govern the ordinary purchaser in the market place. For that reason, 
the merits of each case of the character here presented must be individually 
and accordingly adjudged. 

In its brief on appeal, appellant refers to the fact that a great deal of 
purchasing in retail outlets is of a casual nature (particularly in self-service 
types of stores) and, with regard thereto, it makes this observation : 


* * * Here the purchasers often engage in “impulse” buying. If their 
attention is caught by an item for which they have a need or have 
been induced to believe they have a need, as for example by adver- 
tising, they will pick up the item on this impulse even though the 
item was not one for which they entered the store to buy. 

In order for this to happen, however, it is imperative that their 
attention be focused on the item sufficiently for the “impulse” to occur. 
The focusing process often takes place at a time when the individual 
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is too distant from the object to read any wording thereon. If the 
individual sees the item at a distance and is able to identify it by 
some symbol or device on the object that stands out at such a distance 
where the wording cannot, that symbol or device becomes the means 
by which the object is identified and the factor by which the impulse 
to purchase it is induced or occasioned. 

This identification at a distance can be one or a combinatios of 
two kinds of identification. In the first place, it can be an identifica- 
tion of the nature of the product. Naturally the trademark function 
of indicating origin does not become a part of this identification of 
the product. However, in addition to the indentification of the product, 
the symbols or devices may be such as to distinguish the product of 
a particular manufacturer from similar products of other manufac- 
turers and thus serve as an indication of origin. When this is possible, 
and that was the intention in the adoption, that symbol or device 
clearly responds to the definition of a “trademark”. It is not important 
that the purchaser think to himself “is this symbol or device a trade- 
mark”. The significant question is was the symbol or device put on 
this object to enable the purchaser to pick it out and distinguish 
it from the goods of others, and is the purchaser able to so identify 
the object by means of this symbol or device. 

It is axiomatic, of course, that a trademark must be distinctive in order 
to accomplish its function of indicating the producer of the article to which 
it is applied, and, with particular regard to symbols and devices, should 
be displayed with such prominence as will enable easy recognition. That 
appellant’s design will instantaneously be recognized by the ordinary pur- 
chaser as a pattern of polka dot banding cannot admit of serious dispute. 
While to some extent it may thus be considered a commonplace design, we 
believe it is distinctive and does not retain its purely abstract significance 
as a common and merely ornamental design when applied in its particular 
form to the label of a can of household cleanser. We think a definite and 
lasting impression will be created by use of the design in association with 
appellant’s product whereby the average consumer will regard it as an 
unmistakable, certain, and primary means of identification pointing dis- 
tinctly to the commercial origin of such product. The fact that the design 
may incidentally add to the attractiveness of appellant’s label, and hence 
impart a certain distinctive appearance thereto, does not, in our opinion, 
vitiate its primary significance. 

The Examiner-in-Chief also cited Campbell Soup Co. et al. v. Armour 
& Co., 175 F.2d 795, 81 USPQ 430, 433 (39 TMR 566), as authority for 
denying registration to appellant’s trademark. In that case, the Circuit 
Court of Appeals for the Third Circuit was called upon to consider whether 
the plaintiff had exclusive trademark rights to a red and white label used 
on food products. One portion of the label (substantially half) was white 
and the remainder red, the colors appearing on the label in the form of 
an endless band running around the entire container. After stating the 
well settled rule that trademark rights cannot be acquired in color alone, 
the court said: 

Plaintiffs cite to us a number of cases, however, in which various 
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eolor combinations as trademarks have been upheld. Here, too, the 

law is well settled. Color is a perfectly satisfactory element of a 

trademark, if it is used in combination with a design in the form, 

for example, of a picture or a geometrical figure. The Barbasol case 

is typical [Barbasol Co. v. Jacobs, 7 Cire., 1947, 160 F.2d 336, 72 

USPQ 350 37 TMR 135]. Here was a package using several colors 

but in a distinct and arbitrary design. The mere division of a label 

into two background colors, as in this case, is not, however, distinct 
or arbitrary, and the District Court so found. 

When we say that plaintiffs cannot have exclusive right to a 
trademark of a red and white label, we are by no means denying 
their right to acquire a trademark when the color is combined with 
other things in a distinctive design. * * * 

We think it is apparent that the legal principles in the above case 
have no application to the factual situation here. While as actually used 
the banding of appellant’s design appears in red and the polka dots therein 
imposed are in white, these colors act only in association or combination 
with a design which is in itself distinctive and arbitrary as applied to 
household cleanser. As indicated, we think appellant’s polka dot banding 
design is a trademark “device” distinguishing its product from articles of 
like kind sold by others, and that it is so recognized by the public as a 
primary means of identification. That it is entitled to registration on the 
Principal Register is clear from Section 2 of the Trademark Act of 1946 
[15 U.S.C. 1052] which provides: 


No trademark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the Principal Register on account of its nature unless it—* * * 
Several sub-sections of Section 2 which there follow prohibit registra- 


tion on the Principal Register of certain specified subject matter. None of 
these sub-sections are applicable here, and no issue has been raised with 
regard thereto. 

For the reasons hereinbefore stated, the decision of the Examiner-in- 
Chief, acting for the Commissioner of Patents, is reversed. 

JOHNSON and WoRLEY, Judges, dissent. 

JACKSON, Judge, retired, recalled to participate herein in place of 


Garrett, Chief Judge. 


EX PARTE PERREGAUX 


Commissioner of Patents — July 22, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY--SURNAMES 
TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register PAUL PERREGAUX for watches and clocks of all types 

was refused by Examiner of Trademarks on ground of likelihood of confusion 
with GIRARD-PERREGAUX registered for watches and watch movements. Considering 
circumstances surrounding purchase of watches and impressions created by marks, 
one being more likely to be considered combination of surnames and the other the 
name of an individual, no likelihood of confusion is found. 
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TRADEMARK AcT oF 1946—CoNSTRUCTION—SECTION 2(e) 
Legislative history of Section 2(e) of statute indicates intent to permit legis- 
lation of full name of applicant, but will not issue if public is likely to be confused 
or deceived between applicant’s name and previously registered mark. 


Application for trademark registration by P. Perregauz, doing business 
as Paul Perregaux, Serial No. 631,436 filed June 19, 1952. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Reversed. 

Harvey M. Lewin, of New York, N. Y., for P. Perregaux. 
LEEDs, Assistant Commissioner. 

Application has been filed to register PAUL PERREGAUX for pocket 
watches, bracelet watches, alarm clocks, pendulum clocks, and clocks of all 
types. The application recites use as of the filing date (June 19, 1952), 
but it is based upon Swiss Registration No. 139,390 dated September 5, 1951. 

Registration has been denied on the ground of likelihood of confusion 
with GIRARD-PERREGAUX' registered for watches and watch movements. 

PAUL PERREGAUX is applicant’s name.? So far as the records of the 
Office show, there was no claim made in connection with cited Registration 
No. 357,239 that Girard Perregaux, or either name, was ever the name of 
anybody ; and when the Office raised the question concerning the name in 
connection with cited Registration No. 522,620, it was stated that Girard 
Perregaux is the name of a person who died in June of 1903. 

The record title holder of the cited registrations is Girard-Perregaux 
& Co., Ine. The record does not show whether or not the hyphen has been 
inserted in the registered marks as used, but it is observed that GrRarRD- 
PERREGAUX creates an impression of two surnames in combination. 

The legislative history of Section 2(e) of the statute, which was detailed 
in Ex parte Rivera Watch Corporation, 106 USPQ 145 (45 TMR 1123), 
indicates an intent to permit registration of the full name of an applicant, 
and that intent was not necessarily negatived by the language finally 
adopted. Such registration, however, will not issue if the name of the 
applicant is likely to cause the public to be confused or deceived as between 
the applicant’s name and a previously registered mark. 

It is common knowledge that watches are not impulsively nor care- 
lessly purchased. Potential buyers are likely to examine them with some 
care, not only for design, but for origin as well. The only similarity between 
PAUL PERREGAUX and GIRARD PERREGAUX is in the second component, which, 
as stated, is the applicant’s surname. 





1. Reg. No. 357,239, issued May 24, 1938 under the Act of 1920 by Jean R. Graef, 
Inc., (assigned to Girard-Perregaux & Co., Ine.) for watches and watch movements; 
and Reg. No. 522,620, issued as a secondary meaning mark on March 21, 1950, to 
Girard-Perregaux & Co., Inec., for watches and watch movements. 

2. It is noted that paragraph 367 of Schedule 3 of the Tariff Act of 1930 (19 
U.S.C. 1001) requires, among other things, that the name of the manufacturer or pur- 
chaser be indelibly cut, engraved, or die sunk on the top plate or bridge of the watch 
movements; otherwise, it will be denied entry by customs. 
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Considering the circumstances surrounding the purchase of watches, 
the impressions created by the marks—one being more likely to be considered 
as a combination of surnames and the other the name of an individual— 
and the more recent decisional law (David & John Anderson, Ltd. v. 
Anderson Textile Mfg. Co., Ltd., 81 USPQ 541 [Com’r., 1949] (39 TMR 
622); J. Markowitz & Son, Inc. v. Sally Mason, Inc., 72 USPQ 341 [S.D. 
N.Y., 1947] (37 TMR 150) ; Buddy Lee, Inc. v. Lee Ray Men’s Wear, Inc., 
89 USPQ 555 (41 TMR 701) [N.Y. Sup. Ct., 1951]), I am unable to find, 
on this record, any likelihood of confusion. 

The decision of the Examiner of Trademarks is reversed and the mark 
should be published in accordance with Section 12(a) of the statute. 





TOBACCO BY-PRODUCTS AND CHEMICAL CORPORATION 
v. SMITH 


No. 32063 — Commissioner of Patents — August 2, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Applicant seeks to register GREEN LEAF superimposed on five-pointed leaf for 
use on a plant spray. Opposition is based on use of BLACK LEAF and BLACK LEAF 40 
as insecticides. Opposer did not plead ownership or use of GOLD LEAF or ROSE LEAF 
on products but evidence dealt with marks and if it had been sufficient to show 
use in trade the pleadings would have been deemed to have been amended to con- 
form to the proofs. Use by applicants of registration legend in connection with 
mark without extent to mislead is insufficient to defeat registration. 


TRADEMARK AcT oF 1946—TITLE—ASSIGNMENT 
Where father assigns rights to mark to son he is not entitled to registration 
and son is not entitled to registration where corporation is manufacturing and 
selling product. Use made by corporation inures to its benefit and not to individual. 


TRADEMARK AcT or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
GREEN LEAF for plant and vegetable spray is confusingly similar to BLACK 
LEAF and BLACK LEAP 40 used for insecticides. 


Opposition proceeding by Tobacco-By-Products and Chemical Corpo- 
ration v. Benjamin D. Smith, application, Serial no. 606,396 filed Novem- 
ber 14, 1950. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Reversed. 

Sawyer, Kennedy & Murray, of New York, N. Y., for opposer-appellant. 


John Howard Joynt, of Washington, D. C., for applicant-appellee. 


LeEeEps, Assistant Commissioner. 

Application has been filed to register GREEN LEAF superimposed on an 
illustration of a five-pointed green leaf, for a plant spray and a spray and 
dust for fruits and vegetables. Use is claimed on plant spray since August 
of 1931 and on spray and dust for fruits and vegetables since August of 
1933. Opposition has been filed by the owner of registrations of BLACK 
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LEAF’ and BLACK LEAF 40? for insecticides. The Examiner of Interferences 
dismissed the opposition, and opposer has appealed. 

Much of the decision of the Examiner of Interferences and much of 
the briefs of the parties on appeal deal with the questions of (1) whether 
or not opposer is precluded from proving use of GOLD LEAF and ROSE LEAF 
when such marks were not pleaded; (2) whether or not opposer pleaded 
use of design of a leaf as trademark; and (3) whether or not applicant’s 
use of the registration legend is sufficient to defeat its right to register. 
These questions will be disposed of first. 

Opposer did not plead either ownership or use of GOLD LEAF Or ROSE 
LEAF on any products whatsoever. There is some testimony concerning 
use of GOLD LEAF, and a brochure and a carton, showing GOLD LEAF super- 
imposed on a yellow leaf, indicating that this mark may have been used 
as a mark for tobacco leaf dust for the control of round-worms in poultry.’ 
There is no evidence of sales, however. As for ROSE LEAF, there is no evi- 
dence of use on anything (although there is in evidence a copy of Reg. 
No. 47,961, issued November 20, 1905 and renewed) ; and since the testi- 
mony is to the effect that opposer manufactures only BLACK LEAF, BLACK 
LEAF 40 and GOLD LEAF it must be assumed that ROSE LEAF is not being 
used. If the evidence concerning GOLD LEAF and ROSE LEAF had been suffi- 
cient to show real use in trade, insofar as it would have aided in deter- 
mining the rights of the parties, it would have been treated as if the plead- 
ings had been made to conform to the proofs. The evidence, however, is 
insufficient to be helpful in any way. 

The second question regarding the pleading of use of a leaf design as 
a trademark is of no consequence in the case, since the evidence clearly 
shows use of a leaf design as a part of a composite mark; and even if use 
of the leaf design alone were pleaded, it was not proved. 

The third question is an ex parte matter; but it is held that when an 
applicant for registration mistakenly uses the registration legend in con- 
nection with his mark, as appears to be the case here, such use, without 
more, is insufficient to defeat his right to register. Improper use of the 
legend can amount to unclean hands if an intent to mislead or deception 
in fact is shown, but no such showing has been made. 


The application as originally filed on November 14, 1950 recited 
adoption and use by Benjamin D. Smith doing business under the name of 
Smith Manufacturing Company and also under the name of General In- 
secticide Company, Ine. On August 7, 1952 a substitute declaration was 
filed in which it was recited that Benjamin D. Smith believed himself to 
be the owner of the mark and that no other person except General Insecti- 


1. Reg. No. 47,058, issued on Oct. 24, 1905 for insecticides, renewed and re-renewed. 

2. Reg. No. 266,166, issued on Jan. 14, 1930 for agricultural, horticultural, veter- 
inary, poultry and household insecticide, renewed and published under Sec. 12(c); and 
Reg. No. 266,175, issued on Jan. 14, 1930 for agricultural, horticultural, veterinary, 
poultry and household insecticides, renewed and published under Sec. 12(c). 

3. Some of the exhibits indicate that BLACK LEAF 40 is also used for this purpose. 
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cide Company, Inc., a corporation of which he was president, had the right 
to use the trademark. Simultaneously, the application was amended to 
recite use by a related company, General Insecticide Company, Inc., stat- 
ing that the corporation was controlled by applicant, Benjamin D. Smith 
in respect of the nature and quality of the goods on which the mark is used. 

The testimony of Benjamin D. Smith and Benjamin D. Smith, Jr. was 
taken on June 24, 1953. Their testimony shows that in 1948 the son started 
a business under the name of General Insecticide Company which oper- 
ated as a branch of his father’s business, and in 1950 he reincorporated 
under the same name. Since then his company has manufactured and sold 
GREEN LEAF plant dust; the products sold by his company are similar to 
those sold by his father’s company, except that the formula has been 
improved ; the manufacture and sale of GREEN LEAF products by his com- 
pany are with full knowledge and approval of his father. The father 
testified that the right to use GREEN LEAF had been assigned over to the son, 
the formal assignment “being processed” at the time testimony was taken. 
The records of the Patent Office show that an assignment of the mark 
and this application to the son as an individual was acknowledged on 
June 26, 1953. 

It seems clear from the record that Benjamin D. Smith is not entitled 
to registration because he has assigned whatever rights he had to his son. 
It also seems clear that the son is not entitled to registration because he is 
not, as an individual, manufacturing or selling the product under the mark 
—the corporation is. In the absence of evidence showing retention of 
rights in the individual, it must be held that such use as has been made 
by the corporation inures to its benefit and not to the benefit of any indi- 
vidual. See: Society Brand Clothes, Inc. v. Kirsch, 102 USPQ 260 (44 
TMR 1252) (Com’r., 1954). Registration is denied on the present applica- 
tion without regard to the opposition. 

The only matter left for determination is whether potential pur- 
chasers are likely to believe that GREEN LEAF plant spray and fruit and 
vegetable spray and dust emanate from the producer of BLACK LEAF and 
BLACK LEAF 40 tobacco extracts and nicotine solutions used as insecticides. 

A considerable portion of opposer’s testimony is hearsay, but the com- 
petent evidence shows that the BLACK LEAF and BLACK LEAF 40 marks were 
registered in 1905 and 1930, respectively, and the registrations are in force 
and effect and owned by opposer; since at least 1915 the BLACK LEAF mark 
has been used by opposer and its predecessor on tobacco extracts and 
nicotine solutions; products bearing this mark and BLACK LEAF 40 have 
been sold throughout the United States and in numerous foreign countries 
for a livestock dip and an insecticide; advertising expenses have amounted 
to an average of more than $100,000 annually from 1930 to the present in 
such media as “Seed World,” “Better Homes and Gardens,” “Seed Trade 
News” and other trade periodicals, as well as in brochures and leaflets 
disseminated to distributors; sales of pesticides and insecticides under the 
BLACK LEAF marks currently amount to more than $1,000,000 annually ; 
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the word mark BLACK LEAF has, in recent years, always been coupled with 
an illustration of a black tobacco leaf in advertising and on the labels; 
and in some of its advertising opposer has used the phrase LOOK FOR THE 
LEAF ON THE PACKAGE. 


Applicant’s testimony shows that in 1931 he commenced marketing 
in Wisconsin, Illinois and Indiana a liquid plant spray under a composite 
mark comprising the words GREEN LEAF and an illustration of a five- 
pointed leaf (possibly a maple leaf) ; in 1933 he commenced the sale under 
the same mark of an insecticide dust for use on vegetables; during the 
early years approximately $1,000 were spent annually in advertising and 
promoting the sale of the products; during the years of World War II the 
products were not manufactured because he was unable to obtain the in- 
gredients, but the stock on hand was marketed; in 1944 the manufactur- 
ing plant burned; in 1949 production was resumed by applicant’s son: 
the liquid plant spray, as such, has not been sold since 1950, but the dust 
ean be converted to a spray; in 1950 approximately $1,000 were spent, 
about $2,500 were spent in 1951, about $8,500 were spent in 1952, and 
about $15,000 were spent in 1953 in advertising the GREEN LEAF dust, 
first in newspapers and later by radio and television also; the advertis- 
ing sometimes features the phrase LOOK FOR THE YELLOW PACKAGE WITH 
THE BIG GREEN LEAF. The mark sought to be registered has been displayed 
in various wayS—GREEN above LEAF superimposed on an illustration of a 
five-pointed green leaf, GREEN LEAF on a single line superimposed on a 
large green holly leaf, GREENLEAF in green semi-script lettering superim- 
posed on a red half-ellipse background, and most recently GREENLEAF in a 
green semi-script lettering above a red half-ellipse upon which are super- 
imposed a large green leaf design not unlike opposer’s black leaf design 
and the word GREENLEAF in block letters. It is the first described display 
for which registration is sought. 


It is clear from the record that neither the original applicant, his 
assignee, nor the corporation, General Insecticide Company, Ince. is using 
the mark in the display for which registration is sought. There has been. 
since 1950, a change in display in which the two words GREEN LEAF have 
been combined into a single word. There has been a change in the leaf 
design so that the present leaf simulates opposer’s leaf design, except it 
is green while opposer’s is black. Opposer has, since before 1948, used 
the phrase LOOK FOR THE LEAF ON THE PACKAGE. Applicant advertises the 
phrase LOOK FOR THE YELLOW PACKAGE WITH THE BIG GREEN LEAF. 

The Examiner of Interferences found, GREEN LEAF for “a plant spray 
or for a spray and dust for fruits and vegetables would be considered by 
purchasers to suggest the greenness that the leaves would have if treated 
with applicant’s product.” However this may be, the mark as presently 
used, together with other facts in the record, is such as to be likely, in my 
opinion, to lead purchasers to believe that the products of the parties have 
a common origin. 
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The Examiner of Interferences stated: “The fact that the products 
of the parties under their respective marks, sold contemporaneously since 
the year 1931, without any known actual case of confusion, supports the 
conclusion that there is no likelihood of confusion.” This finding over- 
looks the facts that during the years of World War II (1942-1945) and 
until 1949 there was no manufacture of the product under the GREEN 
LEAF mark, but only sale of stock on hand, and that at the beginning of the 
war (1941) not much business was being done. From 1931 to 1936 a Mr. 
Simpkins sold the products in Wisconsin, Illinois and Indiana and a Mr. 
Brown sold them in New England, New York, Pennsylvania and Ohio. 
When Mr. Simpkins died in 1936, Mr. Brown covered the middle western 
territory, but two or three years later “the business dropped down out 
there and be wanted to get back in his own territory.” About a thousand 
dollars a year were being spent from 1931 to the war years (1941 or 1942) 
in booklets and point of sale placards to promote the sale of the product. 
The circumstances existing between 1931 and 1949, can hardly be used to 
support a finding of no likelihood of confusion. 

The opposition is sustained, and the decision of the Examiner of In 
terferences is reversed. 


““X’’ LABORATORIES, INC. v. 
ODORITE SANITATION SERVICE OF BALTIMORE, INC. 


No. 31884 — Commissioner of Patents — August 5, 1955 
TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TrrE-X for tire cleaner is not confusingly similar to “X” for radiator flush, 
radiator liquid and powder, and car wash. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
It is improper for opposer to simultaneously take testimony in three opposi- 
tions against three different applicants. Objections having been made in timely 
manner, motion to strike testimony irregularly taken may be made any time prior 
to consideration by tribunal hearing the case. 


REGISTRATION PROCEDURE—OPPOSITION— DEFENSES 
Party asserting defenses of unclean hands, laches, acquiescence, and estoppel 


has burden of establishing such defenses. 


Opposition proceeding by “X” Laboratories Inc. v. Odorite Sanitation 
Service of Baltimore, Inc., application Serial No. 593,363 filed March 3, 1950. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

H. C. Dieserud, of New York, N. Y., for applicant-appellant. 
Sol Shappirio, of Washington, D. C., for opposer-appellee. 
LEEDs, Assistant Commissioner. 

Application has been filed to register TiRE-x for a tire cleaner. Use is 
claimed since June 1, 1949. Registration has been opposed by the manu- 
facturer and distributor of various products used in connection with the 
maintenance, upkeep and cleaning of automobiles. These products are 
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identified by registered trademarks with the letter ‘‘X’’ forming a part.! 
The Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

Opposer gave notice to applicant’s counsel that testimony would be 
taken at a certain time and place and advised: ‘‘Opposer will take this 
testimony simultaneously in this and two other co-pending opposition pro- 
ceedings.’’ Applicant, within a few days and before the time set, informed 
opposer’s counsel: ‘‘To this I must object because I do not propose to be 
bound by stipulations of other counsel, their cross-examinations, ete. The 
record in this opposition should be complete in itself free from matter 
pertinent to other situations.’’ There apparently was a telephone conversa- 
tion between counsel for the parties two days before the time set, and 
applicant’s counsel confirmed the conversation by letter and advised that he 
would stand on his objection previously made. 

Opposer proceeded, nevertheless, to take testimony and subsequently 
served upon applicant’s counsel a copy which was accompanied by a letter 
stating in part: ‘‘The testimony was taken simultaneously in the above 
three oppositions. Hence those portions of the transcript which relate only 
to the other two oppositions will not appear in the filed record of the Odorite 
opposition ; those portions which are to be deleted in the Odorite record are 
indicated by penciled brackets in the right-hand margins, and will result 
in some blank pages.’”® 

Applicant moved, at the time of filing its brief before the Examiner 
of Interferences, to strike opposer’s testimony, and the Examiner of Inter- 
ferences granted the motion. 

Opposer contends that it had a right to adopt such a course in taking 
its testimony, since there is no statute or rule to the contrary ; the attorneys 
for the applicants in the other two oppositions “recognized the propriety 


1. “X” within a bordered circle for compositions to stop radiator leaks, prevent 
corrosion of metals and prevent formation of scale in boilers, issued Feb. 27, 1917, 
renewed, Reg. No. 115,684. 

“X” enclosed in quotation marks for the same products, issued on Feb. 1, 1927, 
renewed, Reg. No. 223,437. 

“X” with head, hands and feet, called THE x BOY, for the same products, issued 
Mar, 15, 1927, renewed, Reg. No. 225,309. 

THE xX BOY for lubricating oils, issued Nov. 8, 1932, renewed, Reg. No. 298,765. 

“X” enclosed in quotation marks for dry cleaner, issued June 13, 1933, renewed, 
Reg. No. 303,870. 

THE x BOY for dry cleaner, issued June 13, 1933, renewed, Reg. No. 303,871. 

“X” enclosed in quotation marks for scale-removing and flushing compounds for 
boilers and automobile radiators, issued Nov. 20, 1934, renewed, Reg. No. 319,181. 

“X” enclosed in quotation marks and superimposed on a sunburst, for chemical 
preparations for stopping leaks, removing scale, rust and sludge, and for preventing 
corrosion and inhibiting rust and scale in automobile cooling and boiler systems, issued 
Jan. 2, 1951, Reg. No. 444,382. 

“X” enclosed in quotation marks and superimposed on a sunburst, accompanied by 
the word KARWASH for a preparation for cleaning automobile bodies, issued Oct. 16, 
1951, Reg. No. 549,479. 

2. The correspondence is not officially a part of the record, but the parties do not 
appear to disagree that it was exchanged, and both have argued on appeal the propriety 
of the procedure. 
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and common sense’’ of the method; applicant has not shown any actual 
injury from the protedure ; applicant has waived its right to object because 
the objection was not formally presented in the record of opposer’s testi- 
mony, citing Patent Rule 285(c) (2); and the motion to strike was not 
timely. 

It should be remembered that the taking of testimony by a party to a 
proceeding such as this corresponds to the presentation of his case in a 
Court trial. Rule 42(a) F.R.C.P. provides for entering such orders as may 
tend to avoid unnecessary costs or delay. A joint hearing or trial may be 
ordered, and actions may be consolidated. No such order was requested or 
made in this proceeding. In the absence of such an order, it seems elemen- 
tary that the trial of three separate actions instituted by a party against 
three separate entities for separate relief may not proceed together. 


Irrespective of what other counsel in other cases may or may not have 
recognized, the undenied fact is that counsel for this applicant voiced a 
timely objection to the procedure proposed and followed by this opposer. 


It is not necessary for an applicant to show injury as a result of the 
procedure adopted by opposer in order to exclude from the record evidence 
irregularly presented. The burden will not be shifted in such manner. 


Patent Rule 285(c) (2) refers to errors and irregularities occurring at 
the oral examination and does not contemplate a waiver of objections 
to the proposed procedure made prior to the time set for taking testimony. 
Patent Rule 285(a) provides that all errors and irregularities in the notice 
for taking a deposition are waived unless objection is promptly made and 
served in writing upon the party giving notice. This applicant objected 
promptly to the irregularity proposed by opposer and written objection 
was served upon counsel for opposer. There has been no waiver of the 
irregularity by applicant. 

Objection having been properly made in a timely manner, a motion 
to strike or exclude testimony irregularly taken may be made at any time 
prior to consideration of such testimony by the tribunal hearing the case. 
Opposer’s contention that the motion was not timely is without merit under 
the present circumstances. 

The testimony taken by opposer was properly excluded from the record. 

Within its trial period opposer filed under Rule 282 a copy of its 
certificate of incorporation, a certificate of continued existence of the 
corporation, copies of pertinent assignments which were duly recorded in 
the Patent Office, copies of its registrations, and copies of ten certificates 
of copyright registration obtained by opposer for certain labels during 1931, 
1932, 1934 and 1939. 

These documents are sufficient to show that opposer is a New York 
corporation which owns the registrations identified in the first footnote. 

The copyrighted labels show that the labels were printed with the copy- 
right notice, the date and the identification x LABOoRATORIEs thereon. It 
would appear that they were printed for use on “X” radiator flush; 
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identified by registered trademarks with the letter ‘‘X’’ forming a part.! 
The Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

Opposer gave notice to applicant’s counsel that testimony would be 
taken at a certain time and place and advised: ‘‘Opposer will take this 
testimony simultaneously in this and two other co-pending opposition pro- 
ceedings.’’ Applicant, within a few days and before the time set, informed 
opposer’s counsel: ‘‘To this I must object because I do not propose to be 
bound by stipulations of other counsel, their cross-examinations, ete. The 
record in this opposition should be complete in itself free from matter 
pertinent to other situations.’’ There apparently was a telephone conversa- 
tion between counsel for the parties two days before the time set, and 
applicant’s counsel confirmed the conversation by letter and advised that he 
would stand on his objection previously made. 

Opposer proceeded, nevertheless, to take testimony and subsequently 
served upon applicant’s counsel a copy which was accompanied by a letter 
stating in part: ‘‘The testimony was taken simultaneously in the above 
three oppositions. Hence those portions of the transcript which relate only 
to the other two oppositions will not appear in the filed record of the Odorite 
opposition ; those portions which are to be deleted in the Odorite record are 
indicated by penciled brackets in the right-hand margins, and will result 
in some blank pages.’”? 

Applicant moved, at the time of filing its brief before the Examiner 
of Interferences, to strike opposer’s testimony, and the Examiner of Inter- 
ferences granted the motion. 

Opposer contends that it had a right to adopt such a course in taking 
its testimony, since there is no statute or rule to the contrary; the attorneys 
for the applicants in the other two oppositions “recognized the propriety 


1. “X” within a bordered circle for compositions to stop radiator leaks, prevent 
corrosion of metals and prevent formation of scale in boilers, issued Feb. 27, 1917, 
renewed, Reg. No. 115,684. 

“X” enclosed in quotation marks for the same products, issued on Feb. 1, 1927, 
renewed, Reg. No. 223,437. 

“X” with head, hands and feet, called THE x Boy, for the same products, issued 
Mar. 15, 1927, renewed, Reg. No. 225,309. 

THE x BOY for lubricating oils, issued Nov. 8, 1932, renewed, Reg. No. 298,765. 

“X” enclosed in quotation marks for dry cleaner, issued June 13, 1933, renewed, 
Reg. No. 303,870. 

THE x BOY for dry cleaner, issued June 13, 1933, renewed, Reg. No. 303,871. 

“X” enclosed in quotation marks for scale-removing and flushing compounds for 
boilers and automobile radiators, issued Nov. 20, 1934, renewed, Reg. No. 319,181. 

“X” enclosed in quotation marks and superimposed on a sunburst, for chemical 
preparations for stopping leaks, removing scale, rust and sludge, and for preventing 
corrosion and inhibiting rust and scale in automobile cooling and boiler systems, issued 
Jan. 2, 1951, Reg. No. 444,382. 

“X” enclosed in quotation marks and superimposed on a sunburst, accompanied by 
the word KARWASH for a preparation for cleaning automobile bodies, issued Oct. 16, 
1951, Reg. No. 549,479. 

2. The correspondence is not officially a part of the record, but the parties do not 
appear to disagree that it was exchanged, and both have argued on appeal the propriety 
of the procedure. 
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and common sense’’ of the method; applicant has not shown any actual 
injury from the protedure; applicant has waived its right to object because 
the objection was not formally presented in the record of opposer’s testi- 
mony, citing Patent Rule 285(c) (2); and the motion to strike was not 
timely. 

It should be remembered that the taking of testimony by a party to a 
proceeding such as this corresponds to the presentation of his case in a 
Court trial. Rule 42(a) F.R.C.P. provides for entering such orders as may 
tend to avoid unnecessary costs or delay. A joint hearing or trial may be 
ordered, and actions may be consolidated. No such order was requested or 
made in this proceeding. In the absence of such an order, it seems elemen- 
tary that the trial of three separate actions instituted by a party against 
three separate entities for separate relief may not proceed together. 

Irrespective of what other counsel in other cases may or may not have 
recognized, the undenied fact is that counsel for this applicant voiced a 
timely objection to the procedure proposed and followed by this opposer. 


It is not necessary for an applicant to show injury as a result of the 
procedure adopted by opposer in order to exclude from the record evidence 
irregularly presented. The burden will not be shifted in such manner. 


Patent Rule 285(c) (2) refers to errors and irregularities occurring at 
the oral examination and does not contemplate a waiver of objections 
to the proposed procedure made prior to the time set for taking testimony. 
Patent Rule 285(a) provides that all errors and irregularities in the notice 
for taking a deposition are waived unless objection is promptly made and 
served in writing upon the party giving notice. This applicant objected 
promptly to the irregularity proposed by opposer and written objection 
was served upon counsel for opposer. There has been no waiver of the 
irregularity by applicant. 

Objection having been properly made in a timely manner, a motion 
to strike or exclude testimony irregularly taken may be made at any time 
prior to consideration of such testimony by the tribunal hearing the case. 
Opposer’s contention that the motion was not timely is without merit under 
the present circumstances. 

The testimony taken by opposer was properly excluded from the record. 

Within its trial period opposer filed under Rule 282 a copy of its 
certificate of incorporation, a certificate of continued existence of the 
corporation, copies of pertinent assignments which were duly recorded in 
the Patent Office, copies of its registrations, and copies of ten certificates 
of copyright registration obtained by opposer for certain labels during 1931, 
1932, 1934 and 1939. 

These documents are sufficient to show that opposer is a New York 
corporation which owns the registrations identified in the first footnote. 

The copyrighted labels show that the labels were printed with the copy- 
right notice, the date and the identification x LABORATORIES thereon. It 
would appear that they were printed for use on “X” radiator flush; 
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“X” radiator liquid; “X” liquid—repairs leaky radiators; powder— 
repairs leaky radiators; “X” karwash—quick easy car wash; “X” super 
flush—cleans cooling systems; and “X” liquid—repairs leaky radiators. 

Assuming, for purposes of determining likelihood of confusion, that 
opposer is using such labels, the question is: Are purchasers of “X” radiator 
flush, “X” liquid, “X” powder, “X” super flush or “X” car wash likely to 
believe that TrRE-x tire cleaner emanates from the same producer? I do not 
think so. TIRE-x is a single word in which the final letter “X” is not 
emphasized, and the impression created by the word is distinctly different 
from that created by the letter “X” standing alone or “X” preceding the 
name of the product on which it is used. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 

In view of the conclusion reached, it is not necessary to comment on 
applicant’s various defenses and arguments concerning opposer’s lack of 
ownership of the registrations, unclean hands, improper patent marking, 
“dedication” of its marks to the public, and laches, acquiescence and estop- 
pel, other than to observe that applicant offered no proofs of any kind, and 
the burden of establishing any or all of such defenses rests squarely upon 
the person asserting them. 

It is noted that during the prosecution of the application, the Examiner 
of Trademarks required a disclaimer of TIRE because “it is descriptive of the 
intended purpose of the goods.” The disclaimer was entered under protest. 
Consistency demands that disclaimer of a component of a hyphenated word 
mark should not be required under circumstances where, as here, a dis- 
claimer of the same component would not be permitted if the word mark 
were spelled without the hyphen. It seems obvious that applicant is not 
claiming any exclusive rights in TIRE when it is merely a portion of a single 
compound word TIRE-X and a disclaimer would therefore be superfluous. 
Registration of a compound word mark is merely recognition of rights in 
the entire mark, and it neither creates nor recognizes rights in the com- 
ponents apart from each other. The disclaimer which was entered under 
protest may be canceled if and when a registration issues on this application. 





ANDERSON, CLAYTON & CO. v. E. F. DREW & CO., INC. 
No. 31873 — Commissioner of Patents — August 8, 1955 


TRADEMARK AocT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MOUNTAIN LAKES with sailboat upon a lake at foot of two mountains for oleo- 
margarine is not confusingly similar to MEADOLAKE for oleomargarine, sweet 
cream and condensed milk. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Opposer’s witness may not be cross-examined on matters completely outside the 
scope of direct examination. 


Opposition proceeding by Anderson, Clayton & Co. v. E. F. Drew & Co., 
Inc., application Serial No. 610,314 filed February 20, 1951. Applicant 
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appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 

Mason, Fenwick & Lawrence, of Washington, D. C., for applicant-appellant. 
Harry C. Bierman, of New York, N. Y., for opposer-appellee. 


Leeps, Assistant Commissioner. 

Application has been filed to register MOUNTAIN LAKES, above which 
appears an illustration of mountains, a lake and a sailboat, for oleomar- 
garine. Use is claimed since November 20, 1950. Registration has been 
opposed by the owner of the registration of MEADOLAKE for oleomargarine, 
sweet cream and condensed milk. The Examiner of Interferences sustained 
the opposition, and applicant has appealed. 

Opposer’s record shows that it owns the mark MEADOLAKE and its 
registration for oleomargarine; the mark has been used on oleomargarine 
by opposer and its predecessors since at least 1938; it has been used on 
condensed milk, sweet cream, cottage cheese and fluid milk, but the record 
suggests that it is used only on oleomargarine at the present time; during 
the past ten years sales of MEADOLAKE oleomargarine have averaged in 
excess of two million dollars annually; distribution is principally in the 
Southwestern, Mountain Area and Midwestern States, and in a very limited 
way east of the Mississippi River; an average of more than two hundred 
thousand dollars are spent annually in advertising MEADOLAKE oleomarga- 
rine by means of billboards, radio, television, cooking schools, home demon- 
strations, and newspapers covering the areas of distribution of opposer’s 
product. 

Applicant’s record shows that its sales of oleomargarine under the 
trademark MOUNTAIN LAKES and design amounted to approximately $900,000 
in 1951 and to more than $1,200,000 in 1952; and that no confusion has 
been encountered between MOUNTAIN LAKES and MEADOLAKE, either in 
orders or in correspondence. 

During its cross-examination of opposer’s witnesses applicant attempted 
to show knowledge by opposer’s witnesses of other marks with LAKE or 
MEADOW as a part being used for oleomargarine and dairy products. A 
witness may be cross-examined by the adverse party only upon the subject 
matter of his examination in chief (F.R.C.P. 43[a]), and since this portion 
of applicant’s cross-examination was completely outside the scope of the 
direct examination, it is stricken from the record. 

MOUNTAIN LAKES with an illustration of a sailboat upon a lake at the 
foot of two mountains creates a commercial impression quite different from 
the single word mark MEADOLAKE. The marks are therefore different in sig- 
nificance. The two marks do not look alike. In sound they are alike only 
with respect to the word “lake,” but taken in their entireties, and con- 
sidering the differences in significance and appearance, it is not believed 
that confusion, mistake or deception of purchasers is likely. 

The decision of the Examiner of Interferences is reversed. 


1. Reg. No. 519,251, issued Dee. 27, 1949 to a predecessor of opposer. 
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INDUSTRIAL TAPE CORPORATION v. THE REARDON COMPANY 
No. 32299 — Commissioner of Patents — August 10, 1955 


TRADEMARK AcT oF 1946—RBEGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SUPERCEL for wallpaper paste is not confusingly similar to PERMACEL for 
pressure-sensitive adhesive tape. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Third party registrations of marks having “cel” as suffix are irrelevant to show 
that opposer’s mark is limited since matter of applicant’s rights in syllable “cel” is 
not in issue. 

Opposition proceeding by Industrial Tape Corporation v. The Reardon 
Company, application Serial No. 620,623 filed October 29, 1951. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Norman St. Landau and Benton A. Bull, of New Brunswick, New Jersey, 
for opposer-appellant 

Bruninga & Sutherland, of St. Louis, Missouri, for applicant-appellee. 

LEEps, Assistant Commissioner. 

Application has been filed to register SUPERCEL for wallpaper paste.’ 
Use is claimed since June 5, 1951. Registration has been opposed by the 
registrant of PERMACEL for pressure-sensitive adhesive tape,” for adhesive 
cements in liquid and solid form,’ for heat-sealing tape* and for adhesive 
tape dispensers.° The Examiner of Interferences dismissed the opposition, 
and opposer has appealed. 

Opposer’s record shows that it is a manufacturer of various adhesive 
tapes, dispensers for such tapes, and adhesive cements in liquid and solid 
form, all of which are marketed under the trademark PERMACEL. The “line” 
includes paper masking tape sold to automotive wholesalers, automotive 
paint shops, and wholesale and retail paint stores; waterproof cloth ad- 
hesive tape for packing and sealing articles for shipment; vinyl tape used 
as a sealer, insulator and anti-corrosion device by electricians, utility in- 
dustries and manufacturers of electronic and communications equipment; 
adhesive-coated paper used as a protective medium in the stainless steel 
and plastics industries; dispensers for the tapes; and adhesive cement 
film and adhesive cement liquid. The mark PERMACEL has been used on 
masking tapes since at least 1935 and additional products have, from 
time to time, been added to the PERMACEL line. Sales of PERMACEL items 
have, since 1940, averaged a million dollars annually, and the products 


1. Applicant has submitted as a result of a stipulation entered into in Opp. No. 
32,301, an amendment adding, “for application to wallpaper by consumers and paper 
hanging craftsmen.” 

2. Reg. No. 388,238, issued June 17, 1941, published in accordance with Sec. 12(c) 
on June 7, 1949. 

3. Reg. No. 433,551, issued Octo. 21, 1947, published in accordance with Sec. 12(c) 
on June 7, 1949. 

4. Reg. No. 511,583, issued June 28, 1949. 

5. Reg. No. 535,567, issued Jan. 2, 1951. 
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have been advertised in trade periodicals and in business magazines such 
as “Business Week.” 

Some of opposer’s products are sold to industrial users, while others, 
including painter’s tape and masking tape, are sold through retail hardware 
and paint stores to the ultimate consumer. 

Applicant took no testimony, but presented a Notice under Rule 282 
of reliance upon thirty-one registrations of marks having “cel” as the 
suffix for such diverse items as polyhydric alcohols, gasoline, kerosene and 
fuel oils, fabrics, curtains, dyestuffs, plastic sheet materials, wood pulp, 
cellulose compounds, molding powder, decolorizing chemical, fibrous ma- 
terial for lining and insulating walls, writing paper, filtration and de- 
emulsification material, compound for making insecticides and fungicides 
adhesive, varnish, lacquers and paints, sizing and thinners, and expanded 
mineral aggregate. According to the notice, “The relevancy of these 
registrations is to show that insofar as concerns the common concluding 
syllable ‘-cel’ of the marks herein involved, opposer’s is a mark of the 
type whose capacity to designate source in, or origin with, opposer is 
limited to the specific merchandise which opposer has sold under it * * *.” 
Since the matter of applicant’s rights in the concluding syllable “-cel” is 
not asserted or in issue in these proceedings, the registration are irrelevant. 

Applicant also annexed to its Notice under Rule 282, certified copies 
of an action by the Examiner of Trademarks and opposer’s response in 
the application which matured into opposer’s registration of PERMACEL 
for adhesive cements in liquid and solid form, asserting that they “estab- 
lish an estoppel of opposer now to take a position inconsistent with that 
taken” in the prosecution of the application. The Office action refused 
registration on the registration of PERMA-SEAL for puncture-proofing com- 
pounds, and applicant (opposer here) argued in effect that in view of 
the differences in goods and the differences in marks there was no likeli- 
hood of confusion. The certified copies are immaterial to the issues here, 
and no estoppel is created in this case by statements made by opposer in 
different cireumstances involving different marks and different goods. 

Opposer unquestionably has a substantial good will in PERMACEL as 
applied first to its masking tape and later to other adhesives and adhesive 
tapes. If applicant’s mark were identical, there would be no doubt but 
that confusion would be likely; but the marks are not the same, and the 
goods are specifically different, although in the same broad category of 
products used to cause one article or material to adhere to another. 
Applicant’s cellulose wallpaper paste is within the orbit of opposer’s 
“natural expansion.” 

Turning now to the marks, SUPERCEL does not sound like PERMACEL 
nor does it look like it; and the two words have distinctly different connota- 
tions. Under these circumstances, it is not believed that purchasers or 
potential purchasers are likely to be confused or deceived into the belief 
that both products come from a single source. 

The decision of the Examiner of Interferences is affirmed. 


LL 
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VAN CAMP SEA FOOD COMPANY, INC. v. 
SEAPAK CORPORATION 
Nos. 6031, 6032 — Commissioner of Patents — August 10, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SEA PAK for frozen seafood products and shore dinners is not confusing]ly 
similar to CHICKEN OF THE SEA for canned tuna. 

Cancellation proceedings by Van Camp Sea Food Company, Inc. v. 
Seapak Corporation, Registration Nos. 566,169 and 566,170 issued October 
28, 1952. Petitioner appeals from decision of Examiner of Interferences 
dismissing petitions. Affirmed. 


Albert J. Fihe, of Burbank, California, for petitioner-appellant. 
Kimmel & Crowell, of Washington, D. C., for respondent-appellee. 
Leeps, Assistant Commissioner. 


Petitions have been filed to cancel registrations of the word mark 
SEA PAK! and the composite mark consisting of sEA PAK displayed upon an 
illustration of a helmsman’s wheel,’ both of which issued on the Supple- 
mental Register on October 28, 1952, for frozen seafoods—shrimp, lobster 
tails, fillets and scallops—frozen crab patties, crab cakes, deviled crabs and 
breaded oysters, and frozen shore dinners. Petitjoner is the owner of 
CHICKEN OF THE SEA for canned tuna and albacore, and sEA PEP, with a ship 
design, for vitamin feeding oils, and fish meal used as a health ration for 
poultry, livestock and dogs or other carnivorous animals, and for canned 
pet foods.* The Examiner of Interferences dismissed the petitions, and 
petitioner has appealed. - 

It seems apparent from petitioner’s testimony that it is attempting to 
assert the right to exclude all others from using the word sxa as a part of 
any trademark for any products which come from the sea.* There is, how- 
ever, neither pleading nor proof that petitioner’s rights are so broad. 


1. Reg. No. 566,169. 

2. Reg. No. 566,170. 

3. It appears that petitioner’s use of SEA PEP on canned dog foods commenced 
after respondent’s applications were filed, but in view of the conclusion reached here, 
such later use does not have any bearing on petitioner’s ownership of the mark. 

4. Witness Grinnan, vice-president and sales manager of petitioner testified at 
page 17 of the transcript: 

“Q31. By Mr. Kimmel: Now, do you consider that you have exclusive right to 
the use of the word sEa for all products that might be derived from the sea? 

A. The use of the word SEA in conjunction with the words CHICKEN OF THE SEA 
earry out the meaning of the brand itself. Therefore, the word SEA is a proper and 

a component part of our brand, and whenever the word SEA comes up in a brand we 

will protest the use of that word insofar as it comes to our product. 

Q32. And would you go further and say, insofar as it pertains to foods 
derived from the sea that no one else has a right to the use of the word sEA? 

A. I would say yes, that it embraces all products of the sea. 

Q33. And you claim the exclusive right to the use of the word sEA in that 
connection ? 

A. Yes. 

Q34. And you maintain that there is a similarity in the marks between CHICKEN 

OF THE SEA and SEA PAK? 

A. Yes. 
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The first question to be answered is whether or not purchasers familiar 
with CHICKEN OF THE SEA canned tuna are likely to believe that SEA PAK 
frozen seafood products and frozen shore dinners come from the same 
producer. There is nothing in the record to support an affirmative finding. 
The marks neither look alike nor sound alike, nor do they have a similar 
connotation. 

The second question is whether or not purchasers familiar with SEA-PEP 
fish oils and fish meals used as a dietary supplement for poultry, livestock, 
and carnivorous animals are likely to believe that sea PAK frozen sea food 
products emanate from the same source. Again, there is nothing in the 
record to support an affirmative finding. Although the word marks may 
sound somewhat alike and look somewhat alike, they are different in con- 
notation; and when the differences in goods, the differences in channels of 
trade, and the practice in the trade of using different marks on food prod- 
ucts for human consumption from those for animal consumption® are 
considered, the likelihood of confusion is removed not only from the realm 
of probability, but from the realm of possibility as well. No facts appear 
from which damage to petitioner can be presumed. 

The decision of the Examiner of Interferences is affirmed. 


CONSOLIDATED CIGAR CORPORATION v. LIVERANT 
No. 32246 — Commissioner of Patents — August 11, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DUTCH PRIDE for cigars is confusingly similar to DUTCH MASTERS for cigars. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
While there is nothing positive which shows intent by applicant to select a 
confusingly similar mark, applicant’s denial of knowledge of opposer’s mark does 
not necessarily negative such an intent. 


Opposition proceeding by Consolidated Cigar Corporation v. Moses 
Liverant, application Serial No. 631,110 filed June 12, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Q35. Now, how would that pertain to tuna fish and shrimp? 
A. They are both products of the sea. 


Q36. And you think that the public, the purchasing public would be confused 
into buying, let us say, tuna for shrimp or shrimp for tuna, if they wanted one or 
the other, just because one was called CHICKEN OF THE SEA and the other was called 
SEAPAK? Is that your contention? 


A. I would think so, yes.” 

Witness Harper, vice-president of petitioner testified at page 45 of the tran- 
script: 

“Q48. And still you wish to rationalize your statement that there is likely to 
be confusion between the trademark CHICKEN OF THE SEA and SEAPAK? 


A. Any product or fish that has any part of the CHICKEN OF THE SEA brand, 
because of its wide distribution and the millions of dollars spent in advertising 
consumer acceptance of it would naturally identify the next product with a similar 
name, any part of it, as a product of the Van Camp Sea Food Company.” 


5. Petitioner’s testimony shows that its fish oils for human consumption are not 
sold under the sEA-PEP mark. 
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William R. Liberman, of New York, N. Y. for applicant-appellant. 
James Atkins, of Washington, D. C., for opposer-appellee. 
Leeps, Assistant Commissioner. 

An application has been filed to register DUTCH PRIDE for cigars, 
asserting use since June 2, 1952. In the application, as filed, the word 
DUTCH was disclaimed. Registration has been opposed by the owner-regis- 
trant of putcH MASTERS’ for cigars. The Examiner of Interferences sus- 
tained the opposition, and applicant has appealed. 

Opposer’s president testified that his company’s records show use of 
the DUTCH MASTERS mark since 1919, and use by its predecessor, G. J. John- 
son Company continued from 1911; during the ten-year period from 1943 
to 1953, advertising expenditures in connection with DUTCH MASTERS have 
averaged from $250,000 to $600,000 annually through media including 
newspapers, radio, television, and magazines of national circulation ; during 
the same period some one and one-half billion cigars bearing the puTcH 
MASTERS band with a dollar value of $136,000,000 have been sold from its 
factories in Philadelphia, West Pittston and Wilkes Barre, Pennsylvania, 
Camden, New Jersey and Poughkeepsie, New York. 


Within the discovery period opposer served upon applicant a Request 
for Admission of Fact under Rule 36, F.R.C.P. as follows: 
1. Applicant knew of the existence of opposer’s trademark puTcH 
MASTERS in respect of cigars prior to his adoption and use of DUTCH 
PRIDE. 


2. Applicant knew of the advertisement throughout the country 
of DUTCH MASTERS cigars prior to his adoption and use of DUTCH PRIDE. 


3. Applicant knew of and had seen purcH MAsTERs labels prior 
to his adoption and use of DUTCH PRIDE. 

Within the prescribed time applicant served its answers to the Request 
for Admissions generally denying that he knew of the pUTCH MASTERS 
trademark, that he knew of the advertisement of DUTCH MASTERS cigars or 
that he knew of or had seen the putcH Masters labels prior to his adoption 
and use of DUTCH PRIDE. During the taking of testimony, opposer placed 
in the record the request and answers. 

Applicant’s business is located in York, Pennsylvania. Opposer’s 
president testified that York, Pennsylvania is a city of approximately 
60,000 population; opposer’s DUTCH MASTERS cigars are sold through more 
than 250 retail outlets in York; a schedule of advertising of puTCcH MASTERS 
cigars appears in the Sunday Philadelphia Enquirer which has a cireula- 
tion of approximately 18,000 in York County; for more than 25 years 
opposer has advertised its DUTCH MASTERS cigars in two leading tobacco 
trade journals; and the cigars have been advertised in such national 
magazines as The Saturday Evening Post and Esquire during the past 
ten years. 


1. Reg. No. 232,114 issued Aug. 30, 1927, renewed, showing DUTCH MASTERS 
above a picture of six men probably representing burgomasters. 


Reg. No. 502,797, issued Oct. 12, 1948, showing the word mark DUTCH MASTERS. 
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In the circumstances present here, applicant’s denial of knowledge 
of DUTCH MASTERS cigars is incredible. While there is nothing positive in 
the record which shows an intent on the part of applicant to select a 
mark likely to eause confusion, applicant’s denial of knowledge of opposer’s 
well-known mark does not necessarily negative such an intent. 


Applicant presented no evidence of any kind, but in his brief he 
concedes opposer’s use of DUTCH MASTERS considerably prior to applicant’s 
use of DUTCH PRIDE, and use on a considerable scale with commensurate 
success. Also conceded is the fact that the marks of the parties are used 
on identical goods sold to the same class of purchasers through similar, 
if not identical retail outlets. 

Applicant asserts that the Examiner of Interferences committed four 
distinet errors, as follows: 

(1) In failing to ascribe descriptiveness or suggestiveness to the 
word DUTCH as used in DUTCH PRIDE. 
(2) In failing to follow the rational of the decision in Borden Co. 

v. Swiss-American Importing Co., 78 USPQ 335 (38 TMR 1014). 

(3) In relying upon Henry Kelly & Sons, Inc. v. Great Northern 

Wine Co., Inc., 45 USPQ 618 (30 TMR 406) ; Ex parte The Dayton 

Spice Mills Co., 1908 C.D. 167; and The Morrison Co. v. The Cudahy 

Packing Co., 50 App. D. C. 236, 270 F. 358, (11 TMR 75). 

(4) In holding, in effect, that cigars are subject to “impluse 


buying” and purchasers are not expected to exercise much care and 
discrimination in making their purchases of cigars. 


The asserted errors will be discussed in the order set out. 


(1) The identical word putcH was under consideration in National 
Lead Co. v. Wolfe, 105 USPQ 462, 465-466, (C.A. 9, 1955) (45 TMR 963), 
and in an unusually well-considered opinion, the Court stated: 


“Neither the word puTcH nor the words DUTCH Boy are used 
otherwise than in a fictitious, arbitrary and fanciful manner. Of 
course the word pUTCH is capable of being used as a geographical 
term. If used to indicate a product made in Holland or by some 
Dutch process, it could be a descriptive term. However, the record 
shows without doubt that appellant’s trademark does not contain words 
having either a geographical or descriptive sense. In this respect the 
case is governed by Hamilton Shoe Company v. Wolf Brothers, 240 
U.S. 251 (6 TMR 169) where the court said: ‘We do not regard the 
words THE AMERICAN GIRL, adopted and employed by complainant in 
connection with shoes of its manufacture, as being a geographical or 
descriptive term. It does not signify that the shoes are manufactured 
in America, or intended to be sold or used in America, nor does it 
indicate the quality of characteristics of the shoes. Indeed, it does not, 
in its primary signification, indicate shoes at all. It is a fanciful 
designation, arbitrarily selected by complainant’s predecessors to desig- 
nate shoes of their manufacture. We are convinced that it was subject 
to appropriation for that purpose, and it abundantly appears to have 
been appropriated and used by complainant and those under whom it 
claims * * *. THE AMERICAN GIRL would be as descriptive of almost 
any ae of manufacture as of shoes; that is to say, not descriptive 
at all. 
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“Here there is no likelihood that the use of the name DUTCH or 
DUTCH BOY in connection with the appellant’s goods would be under- 
stood by purchasers as representing that the goods or their constituent 
materials were produced or processed in Holland or that they are of 
the same distinctive kind or quality as those produced, processed or 


used in that place.” 
* * % 


“The fact that puTcH as a dictionary term has a geographical 
significance and that it would be possible for a manufacturer to use 
that word in connection with his business in its primary geographical 
sense is beside the point here. Thus one who manufactures paint in 
Holland cannot be restricted from selling his product as pUTCH paint 
any more than a watch manufacturer in Switzerland can be prevented 
from selling his swiss watches. No use of the word DUTCH in a 
geographical sense is involved here for neither appellant nor appellees 
are marketing products or goods ‘likely to be understood by purchasers 
as representing that the goods or their constituent materials were 
produced or processed in the place designated by the name or that 
they are of some distinctive kind or quality as the goods produced, 
processed or used in that place.’ ”. 

The discussion has application here. Although applicant argues that 
“appellant, doing business in the city and County of York, Pennsylvania, 
under the name YORKANA CIGAR COMPANY, has his place of business among 
the descendants of the early German settlers of eastern Pennsylvania known 
as the PENNSYLVANIA DUTCH,” there is nothing in the record which remotely 
suggests that purchasers of cigars are conscious of the place of their 
manufacture or that such purchasers would associate DUTCH PRIDE with 
PENNSYLVANIA DUTCH. As used in applicant’s mark DUTCH PRIDE, the word 
DUTCH is neither geographically descriptive nor suggestive of cigars, even 
if, as contended by applicant, the purpose of applicant in adopting the 
mark was to associate the mark with the “geographical origin” of the goods. 
There is nothing in the record which suggests an association between cigars 
and the geographical area of the Netherlands or Germany or the “Pennsy!]- 
vania Dutch” people, nor can such an association be a matter of common 
knowledge. 

(2) The rationale of Borden Co. v. Swiss-American Importing Co., 
78 USPQ 335 (38 TMR 1014) (Com’r., 1948) rested upon a specific finding 
that the word puTcH when used on cheese had a suggestive significance as 
indicating a type of cheese. No such significance appears here. The case 
is therefore not a controlling precedent. 

(3) In 1908, Commissioner Moore refused registration of oLD puTCH 
BLEND for coffee in view of a registration of RoyaL puTcH for coffee. (Ez 
parte The Dayton Spice Mills Co., 1908 C.D. 167, 135 O.G. 893). The basis 
of the refusal was stated to be: 

“In each of the marks the prominent word is putcH, and although 
the registered mark has some additional matter it is regarded as 
unimportant as compared with this dominant word. It seems likely 


that coffee sold under either of these marks would become known as 
puUTCH brand and that the ordinary person would probably purchase 
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the goods of the proprietor of one of these marks thinking it was 

the goods of the other.” 

In 1921, the Court of Appeals of the District of Columbia refused 
registration of BEATS THE DUTCH for cleanser on opposition of the owner 
of DUTCH CLEANSER. (Morrison Co. v. Cudahy Packing Co., 270 F. 358) 
(11 TMR 78). The Court stated: 

“At the time of the alleged adoption of applicant’s mark, the 
mark of opposer, consisting of the figure of a Dutch woman with the 
words DUTCH CLEANSER over it, was widely known. Many thousands 
of dollars had been expended in advertising this particular cleanser, 
and, while in this advertising and in the actual use of the mark it 
clearly appeared that the cleanser was made in the United States, 
nevertheless it had come to be known by the fanciful name under 
which it was sold, puTcH CLEANSER. Although the evidence introduced 
by the opposer tends to prove that actual confusion has resulted, we 
do not stop to analyze it, because it is as apparent to us as to the 
Patent Office that applicant’s mark was intended, not only to BEAT 
THE DUTCH, but, to some extent at least, to beat the Cudahy Packing 
Company as well. That confusion would be likely to result from the 
registration of these marks, applied to goods of the same descriptive 
properties, is too plain to require further discussion. 

In 1940, Assistant Commissioner Frazer canceled a registration of 
pUTCH Boy for wines on petition of an earlier user of oLD putTcH for wines 
(Henry Kelly & Sons, Inc. v. Great Northern Wine Co., Inc., 45 USPQ 
618, 30 TMR 406). The decision states: 

“Considering the character of the goods involved, and the fact 
that they are identical, I am constrained to agree with the Examiner 
of Interferences that the trademarks OLD DUTCH and DUTCH BOY are 
too nearly similar to be concurrently used without likelihood of 


confusion.” 

Each of the foregoing decisions is pertinent to the present case, and 
the Examiner of Interferences properly cited them as precedents. It is 
observed that in none of the cases was the word putcH found to have any 
suggestive significance when applied to the goods. 

(4) There is no evidence concerning whether or not purchasers of 
cigars are expected to—or do—“exercise the degree of care and discrim- 
ination in making their purchases as would be exercised in the selection 
of a more expensive and rarely purchased article.” The Examiner of Inter- 
ferences apparently believed that they are not expected to exercise such 
care and discrimination, possibly because, as he stated, cigars “are relatively 
inexpensive and are consumed in use.” I am inclined to agree with applicant 
that even though cigars are not ordinarily “expensive” as that term is 
usually understood, nevertheless they are probably not subject to “impulse 
buying” as opposed to a pattern of deliberate selection. This does not, 
however, help this applicant. For the very reason that purchasers are 
somewhat deliberate in their selection of cigars—and it is believed to be 
common knowledge that they are—they are conscious of the trademarks 
which identify the cigars of their choice. It seems necessarily to follow 
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that purchasers familiar with DUTCH MASTERS cigars, upon seeing DUTCH 
PRIDE cigars, would be likely to believe that applicant’s cigars are another 
product of opposer. It is this kind of confusion which the statute is 
designed to prevent. 

The decision of the Examiner of Interferences is affirmed. 





MILES LABORATORIES, INC. v. GOODFRIEND 
No. 31761 — Commissioner of Patents — August 11, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


CARBA-SELTZER for effervescent tablets for control of peptic ulcers is confus- 
ingly similar to ALKA-SELTZER for anti-acid effervescent preparations. 


Purchasers familiar with opposer’s ALKA-SELTZER are likely to assume that 

CARBA-SELTZER is another product of opposer. 

Opposition proceeding by Miles Laboratories, Inc. v. Theresa H. Good- 
friend, application Serial No. 617,958 filed August 22, 1951. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


William T. Woodson, Beverly W. Pattishall, and Lewis 8. Garner, of Chi- 
eago, Illinois, and Frances C. Browne and William E. Schuyler, of 
Washington, D. C., for applicant-appellant. 


Joseph Rossman, of Washington, D. C., for opposer-appellee. 


LEeEDs, Assistant Commissioner. 


Application has been filed to register CARBA-SELTZER for effervescent 
tablets for control of peptic ulcers. Use is claimed since May 16, 1951. 
Registration has been opposed by the owner-registrant of ALKA-SELTZER 
for anti-acid effervescent preparations.. The Examiner of Interferences 
sustained the opposition, and applicant has appealed. 

Opposer’s record shows that it is a manufacturer and distributor of 
pharmaceutical products and proprietary remedies, and since 1930 it has 
made and sold an effervescent analgesic alkalizing tablet under the trade- 
mark ALKA-SELTZR. The product has been sold nationwide and in sixty- 
three foreign countries. Gross volume of sales of ALKA-SELTZER in 1952 
was approximately $21,000,000; and total sales from 1930 to 1953 when 
testimony was taken have amounted to about $197,000,000. Since 1930, 
opposer has spent approximately $78,000,000 in advertising ALKA-SELTZER 
through almost every known medium. In 1952 alone $6,500,000 were spent 
in advertising the product. ALKA-SELTZER is available to the purchasing 
public in some 375,000 retail outlets where it is sold as an “over-the-counter” 
product. 

There is no doubt that ALKA-SELTZER is a well-known—even celebrated 
—mark and symbolizes a goodwill of great value to opposer. 





1. Reg. No. 283,831, issued June 9, 1931, renewed; and Reg. No. 510,330, issued 
May 31, 1949. 
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Testimony of “average” purchasers, (eight housewives, a stenographer 
and a telephone time clerk) when coupled with the extent of sales, indicates 
that ALKA-SELTZER has wide consumer acceptance, even though some of the 
witnesses did not know who produces it. 


Applicant offered no evidence, but opposer placed in evidence a copy 
of applicant’s CARBA-SELTZER label, identical with the specimens accom- 
panying the application, which indicates that the product sold under the 
mark is an “over-the-counter” product. 


Opposer’s position, as stated in its brief is: 

“* * *® CARBA-SELTZER and ALKA-SELTZER when applied to substan- 
tially the same goods, appear so similar that deception of the ordinary 
casual purchaser seems inevitable. The last seven letters and the 
hyphenation of each are identical. They both are comprised of four 
syllables, each of which are identical and in identical sequence, and, 
as the examiner held, both have the same rhythm when pronounced. 
The overall connotation of each is closely similar to the other. Thus, 
as to sound, appearance, and meaning, they are confusingly similar. 
Moreover, they are applied to goods, which, if not identical, are almost 
so as to character, formula, use, purchase and channels of sale. Mistake 
of one for the other arising through telephone or other oral order must 
be expected more often than not.” 

As important as identity of goods in this case, it seems to me, is the 
difference in goods. Opposer’s is identified as an effervescent anti-acid tablet 
and applicant’s is an effervescent tablet for control of peptic ulcers. It is 
common practice in the pharmaceutical industry for a manufacturer to 
adopt separate marks for each specific product. If the products here were 
identical, there might be somewhat less likelihood of confusion and deception 
of purchasers as to origin than where, as here, they are somewhat different 
—at least different in identification for registration purposes. 

Being familiar with opposer’s ALKA-SELTZER (and who isn’t), purchasers 
are likely, in my opinion, in view of the similarity of “fabrication” and the 
rhythmically similar results phonetically, to assume that CARBA-SELTZER is 
another product of opposer. As stated by one witness: “Well, automatically 
you would think it was ALKA-SELTZER, or something that they had put out 
that might have a different ingredient to it” * * * “Well, so many products, 
I mean they put out something else that might do a little bit more than 
the other, or might be better for the other person.” 

Applicant relies upon Miles Laboratories, Inc. v. United Drug Co., 
46 USPQ 59 (30 TMR 387) (CCPA, 1940), where rREX-SELTZER (written 
in two lines) was held to be registrable over opposition of ALKA-SELTZER, 
and upon Miles Laboratories, Inc. v. The Pepsodent Co., 41 USPQ 738 
(29 TMR 381) (CCPA, 1939), were PEPSO-SELTZER (written in two lines) 
was held to be registrable over opposition of ALKA-SELTZER. 

Opposer relies upon Miles Laboratories, Inc. v. Vita Seltzer Co., 48 
USPQ 427 (31 TMR 177) (Com’r., 1941), where viTa-SELTzZER was refused 
registration on opposition of ALKA-SELTZER, and upon American Bio- 
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Chemical Corp. v. Coe (Miles Laboratories, Inc., intervenor), 58 USPQ 52 
(33 TMR 538) (D. C. D. C., 1948), where the District Court on appeal from 
the Patent Office refused registration of viTa-SELTZER, affirming rejection 
by the Office on this opposer’s registrations. 


These cases demonstrate clearly that each of these proceedings must 
be decided on the facts presented. Suffice it to say that the applicant’s 
marks in each of the cited cases was different from this applicant’s mark, 
and the identification of goods in each was different from the present. 
Furthermore, the facts presented by the opposer probably were somewhat 
different—certainly as to extent of advertising and sales which, during 
the more than ten years since the decision in the last cited case, have been 
considerable and have unquestionably resulted in a greater recognition 
and consciousness of opposer’s trademark rights by the purchasing public. 


The decision of the Examiner of Interferences is affirmed. 





MONROE CHEMICAL COMPANY v. 
THE NESTLE-LEMUR COMPANY 


No. 6061 — Commissioner of Patents — August 11, 1955 


CANCELLATION PROCEDURE—IN GENERAL—CONFUSINGLY SIMILAR MARKS 
COLORTINT for a hair tinting composition is not confusingly similar to CoLoR- 
ATONE for gray hair color restorer. 
ErrecT OF REGISTRATION—PriIork Acts—Act or 1905 
1905 Act Registration is prima facie evidence of registrant’s ownership of 
mark, validity of registration and of registrant’s right to use mark on recited goods. 
Cancellation proceeding by Monroe Chemical Company v. The Nestle- 
Lemur Company, Registration No. 571,139 issued February 24, 1953. Regis- 
trant appeals from decision of Examiner of Interferences sustaining 
petition. Reversed. 
Munn, Liddy & Nathanson, of New York, N. Y. for registrant-appellant. 
Morris Kirschstein and Mock & Blum, of New York, N. Y., for petitioner- 
appellee. 
Leeps, Assistant Commissioner. 


A petition has been filed by the owner of the mark CoLORATONE, and 
its registration,’ for gray hair color restorer, to cancel the supplemental 
registration of coLorTINT? for a hair tinting composition. The Examiner 
of Interferences sustained the petition and respondent has appealed. 


Petitioner relied solely on its registration to support its case. The 


1. Reg. No. 205,611 issued Nov. 10, 1925 under the 1905 Act to a predecessor and 
renewed to petitioner. 

2. Reg. No. 571,139, issued on Feb. 24, 1953, originally filed for the Principal 
Register on December 17, 1949 and amended to the Supplemental Register on 
Nov. 1, 1952. 
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registration is prima facie evidence of its ownership of the mark, validity 
of its registration, and of petitioner’s exclusive right to use the mark on 
gray hair color restorer. 


Respondent’s testimony shows that it is a manufacturer and distributor 
of hair coloring, hair pomades, permanent wave supplies, perfumes and 
cosmetics. In November of 1949 it commenced to use COLORTINT as a trade- 
mark for its hair tinting composition and since that time it has continued 
the use of the mark on the product which has nationwide distribution 
through chain variety stores, drugstores, department stores and sundry 
other retail outlets not in these particular categories. From January, 
1950 through August, 1953, a total of $1,169,747.00 worth of coLoRTINT 
was sold, representing 7,959,214 packages, each of which bore the trade- 
mark. Advertising of coLoRTINT has appeared in 235 separate issues of 
28 magazines of national circulation (such as “True Story,” “Charm,” 
“Cosmopolitan,” “Screenland,” “Photoplay,”’ “Woman’s Home Compan- 
ion”), the total cost of which has amounted to $263,292.00 since 1950. The 
advertising expenses can not all be allocated to coLORTINT since the adver- 
tisements have always associated the “companion products” sold under the 
marks COLORTINT and COLORINSE, and sometimes during 1952 “Lite” hair 
bleach was also associated. In addition to magazine advertising, thousands 
of point of sale displays advertising CoLORTINT have been distributed to 
the trade, and cooperative newspaper advertising has been utilized in 
many of the larger cities of the United States. Respondent’s advertising 
and packages show NESTLE as the “house” or “primary” mark and coLor- 
TINT as the “secondary or “specific product” mark. 


Although it is true that respondent’s registration is for the word 
COLORTINT alone, the manner of use cannot be disregarded in arriving 
at a conclusion. 

Respondent admits that its mark is descriptive of hair coloring, being 
a combination of two descriptive words, “color” and “tint.” The Patent 
Office likewise considered it to be descriptive, having refused registration 
on the Principal Register on that ground. It was, however, found to be 
capable of distinguishing respondent’s goods, even though descriptive, 
and registration on the Supplemental Register was allowed. It seems to 
me that purchasers also would, at least subconsciously, recognize the de- 
scriptiveness of the term, particularly when, as here, respondent always 
associates COLORTINT with COLORINSE. 

Giving due and proper consideration to the nature of the marks 
COLORATONE and COLORTINT when applied to the goods of the parties, to 
the manner of use by respondent of its mark, and to the extent of respon- 
dent’s advertising and sale of its product under its mark, it is concluded 
that confusion or deception of purchasers is unlikely; and on this record 
no other facts are found from which damage to petitioner can be presumed. 


The decision of the Examiner of Interferences is reversed. 
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WRIGHTWAY ENGINEERING COMPANY v. 
KNICKERBOCKER RUBBER COMPANY 


No. 5968 — Commissioner of Patents — August 11, 1955 


CANCELLATION PROCEDURE—IN GENERAL—CONFUSINGLY SIMILAR MARKS 
BUB-L-AIR for aerators for water faucets is not confusingly similar to BUBBLE 

STREAM for shower heads and faucet aerators. BUB-L-AIR is not descriptive of 

aerators for water faucets. 

Cancellation proceeding by Wrightway Engineering Company v. 
Knickerbocker Rubber Company, Registration No. 549,562 issued October 
16, 1951. Petitioner appeals from decision of Examiner of Interferences 
dismissing petition. Affirmed. 


Albert J. Fihe, of Burbank, California, for petitioner-appellant. 
Foorman L. Mueller, of Chicago, [llinois, for respondent-appellee. 
Leeps, Assistant Commissioner. 


A petition has been filed to cancel the registration of BUB-L-AIR for 
aerators for water faucets’ by the user of BUBBLE STREAM for shower heads 
and faucet aerators. The examiner of Interferences dismissed the petition, 
and petitioner has appealed. 

Petitioner manufactures chrome-plated brass shower heads and faucet 
aerators which it sells under the mark BUBBLE STREAM. It originally used 
the term KLEEN-STREAM, but in 1949 it adopted and commenced using 
BUBBLE STREAM for its shower heads; and sometime later it changed 
from KLEEN-STREAM on its faucet aerators to BUBBLE STREAM. (The testi- 
mony, when read in the light of the exhibits, is somewhat confusing with 
regard to the change from KLEEN-STREAM tO BUBBLE STREAM on aerators. 
It appears that the terms “shower heads” and “aerators” were, for the 
most part, used interchangeably by petitioner’s counsel and witnesses.) 
One exhibit indicates that in October, 1950, petitioner was still using KLEEN- 
STREAM on its aerators, and BUBBLE STREAM was used only on shower heads. 
From the middle of 1949, sales of items under BUBBLE STREAM have averaged 
from $100,000 to $300,000 annually; and about $25,000 are spent annually 
in advertising the items. (Apparently this latter figure includes leaflets 
and brochures distributed by petitioner and cooperative advertising with 
dealers.) It does not appear from the record just what types of retail 
outlets sell petitioner’s products, but they are items commonly found for 
sale in hardware stores, by plumbing and heating suppliers, and in house- 
wares sections of department stores. The shower heads, ~ccording to the 
exhibits, retail for about $3.39, and the faucet aerators for about $1.39. 

Respondent is a “one-man company” which, for purposes of this 
proceeding, manufactures rubber portable bath sprays and faucet aerators 
consisting of large rubber housings and internal elements of metal. Pro- 
duction of the faucet aerators commenced the latter part of 1949 or early 


1. Reg. No. 549,562 issued on the Principal Register on October 16, 1951. 
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1950. The rubber housings are brightly colored in red, yellow, green or 
blue. On November 29, 1949 respondent advised his counsel that the trade- 
mark BUB-L-AIR had been selected for the aerator, and the first shipment 
made under the mark was on February 28, 1950. The trademark BUB-L-AIR 
is molded in the rubber housing. Between February 28, 1950 and June 
30, 1953 respondent sold $336,765.27 worth of the BUB-L-AIR aerators, 
representing 1,347,061 units. From January, 1950 to the time testimony 
was taken in 1953 respondent advertised its BUB-L-AIR aerators in “House- 
wares Review,” and in 1953 it also advertised in “Today’s Family,” “Better 
Homes and Gardens” and “Hardware Age.” It has exhibited at the Na- 
tional Housewares Shows since 1950. Respondent’s product is sold pri- 
marily to hardware jobbers, housewares jobbers, chain drug stores, jobbers 
of notions for variety stores (probably “five and dime” stores), and rack 
jobbers.” BUB-L-AIR aerators retail for 50¢. 


BUBBLE STREAM is descriptive of a stream of water which passes through 
an aerator. The very purpose of a faucet aerator is to create air bubbles 
in the water as it leaves the faucet. This is not to say that, as used by 
petitioner, it is not a trademark,* but the nature of the mark must be con- 
sidered in determining likelihood of confusion. 


BUB-L-AIR is not descriptive. It has a significance somewhat suggestive 
of the function of aerators, but simple analysis of the term reveals an in- 
congruity which removes it from the category of descriptiveness. 


Considering the nature of the marks when applied to the products of 
the parties, and considering the actual differences in the aerators when 
measured by the visual impact which they are likely to have upon potential 
purchasers, it is not believed that such purchasers will attribute singleness 
of source to the items. 


The decision of the Examiner of Interferences is affirmed. 


2. According to respondent’s testimony, a “rack jobber” is defined as: 

«“* * * There is another outlet which we are doing a very nice business with, 
but I don’t see them separated here in this list. They are what is known as rack 
jobbers. They go to a chain food store, a super market such as Kroger’s. 


“You see, Kroger has, and many of the other large super market chains 
have, within recent years, taken on houseware items, such as kitchen gadgets, and 
most of these super markets—I would say 80 per cent, countrywide—do not buy 
direct from manufacturers. They work through what is known as a rack jobber, 
and these rack jobbers will come into a super market and put up a rack probably 
four by five feet wide and with several shelves, and onto that rack they will put 
perhaps a hundred different houseware items. 

“We are fortunate in that these rack jobbers use tremendous quantities of 
BUB-L-AIR aerators. In fact, BUB-L-AIR is one of their best sellers in this field. 


“However, it’s not listed here. It’s something brand new, the rack jobber 
field, and they evidently have not got around to listing them. But I would esti- 
mate the rack jobbers in the United States at around 100 altogether, and we 
are selling over 50 per cent of those.” 


3. The evidence of secondary meaning is not overwhelming but in view of the 
manner of use of the term on the packing boxes and in advertising, and of the extent 
of sales, it is believed to have acquired secondary significance. 
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EX PARTE CHADBOURN HOSIERY MILLS, INCORPORATED 
Commissioner of Patents — August 30, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONCURRENT REGISTRATIONS 


Registration of mark KISMET for ladies’ hosiery issued a few weeks previous to 
the filing of an application by Terkelson of Kismet for use on hosiery for ladies, 
men and children claiming use since 1922 in nine midwestern states. Terkelson 
requested that registrant’s mark be withdrawn. Sinee request came too late appli- 
cation was amended to seek concurrent registration for the nine States in which mark 
was used and restrict use to this territory. 


Issuance of concurrent registration is extraordinary remedy for extraordinary 
circumstances and is not a method of resolving controversies without regard for 
right of public to get what it expects to get when it asks for trademarked product. 


Fact that prior user has not expanded his market beyond nine States during 
past 30 years may create presumption that he will not expand in the future, but 
should not give subsequent user right to register for all other states. Therefore, 
registrant is asked to file verified statement to limit of sales in the future to those 
states where mark was used prior to application. Upon filing of statement order of 
restriction will be entered. 


Registration No. 574,731, issued May 19, 1953 by Chadbourn Hosiery 
Mills, Incorporated. Registrant ordered to submit evidence as basis for 
order of restriction. 


Parrott & Richards, of Charlotte, North Carolina, for registrant. 
Leeps, Assistant Commissioner. 


This registration file has been forwarded for restriction of Registra- 
tion No. 574,731 following concurrent use proceeding No. 179. 


The record shows the following: 


Registrant, Chadbourn Hosiery Mills, Incorporated, filed an applica- 
tion to register KISMET for ladies hosiery on July 30, 1952, claiming use 
since July 16, 1952, a period of two weeks. The mark was published on 
February 17, 1953. 


Registrant, James L. Terkelson, doing business as KISMET, filed an 
application to register KisMET for hosiery for ladies, men and children on 
April 21, 1953, claiming use since May 1, 1922, a period of almost thirty- 
one years. This applicant requested that the Chadbourn mark be with- 
drawn from issue, but was advised that the request came too late. 


The Chadbourn registration issued on May 19, 1953, and an inter- 
ference was instituted. The interference was dissolved on a statement of 
fact which indicated that Terkelson had used KISMET in nine western 
States. His application was then amended to seek registration for those 
nine States on the basis of concurrent lawful use. 

A stipulation was filed stating that Terkelston had used the mark 
KISMET in Montana, Washington, Oregon, Idaho, Colorado, Arizona, Cali- 
fornia, Nevada and Utah, and in no other States; the hosiery sold by 
Terkelson under the mark is sold to retail stores which sell to the ultimate 
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purchasers; and from July 17, 1947 to July 16, 1952 gross sales by Terkel- 
son under the mark approximately one million dollars. 

It was agreed between the parties that Terkelson has the right to 
register KISMET for hosiery in the nine States where he had used the mark, 
and Chadbourn has the right to register KIsMET for hosiery in all other 
States. 

The Examiner of Interferences entered an order to issue a registra- 
tion to Terkelson for nine States and to restrict the Chadbourn registra- 
tion by excluding those nine States from its coverage. The Examiner of 
Trademarks has forwarded the registration for restriction by the Com- 
missioner under Section 18. 

The statutory provisions applicable here provide: 


“* * * the Commissioner may register as concurrent registrations 
the same or similar marks to more than one registrant when they have 
become entitled to use such marks as a result of their concurrent law- 
ful use thereof in commerce prior to any of the filing dates involved 
and the Commissioner * * * determines that confusion or mistake or 
deceit of purchasers is not likely to result from the continued use of 
said marks under conditions and limitations as to the * * * place of 
use * * *, which conditions and limitations shall be prescribed in the 
grant of concurrent registrations thereof * * *.” (Sec. 2 [d]). 


a - * 

“In such proceedings [interference, opposition, cancelation or 
concurrent use|] the Commissioner may * * * cancel or restrict the 
registration of a registered mark * * * as the rights of the parties 
hereunder may be established in the proceedings * * *.” Sec. 18). 
It seems clear from the statute and from its legislative history that the 

issuance of concurrent registrations is, in view of our concept of trade- 
marks and their protection as established by our jurisprudence, an extra- 
ordinary remedy for extraordinary circumstances. It is not, and was not 
intended to be, a method of resolving controversies without regard for the 
right of the public to get what it expects to get when it asks for a trade- 
marked product. 


The fact that registrant Terkelson has not expanded his market be- 
yond the nine States listed during more than thirt yyears of selling hosiery 
under the KISMET mark may create a presumption that he will not expand 
in the future; but his failure to expand does not amount to such extra- 
ordinary circumstances as to authorize Chadbourn automatically to have 
his registration extend to all States other than those in which Terkelson’s 
use has continued for more than thirty years. Such a procedure would, in 
effect, give substantial rights to an applicant who files for registration, 
irrespective of his use of the mark. Registrant Chadbourn had, accord- 
ing to the record, used its mark for about two weeks prior to the time 
it filed its application, but the record does not indicate where or how much 
it had been used. Is Chadbourn, by virtue of its filing date, entitled to a 
registration for the entire United States, excluding the nine States where 
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Terkelson had long and continued prior use? It is not believed that such 
a result was intended by the framers of the statute. 


Generally speaking, concurrent registration should issue only where 
the proofs clearly show the existence of substantial rights as a result of 
widespread and continued use and an attendant investment of time, energy 
and money in creating a demand for the product identified by the mark. 
If it appears that a substantial hardship would result from a refusal to 
register or from restriction or cancelation of a registration, concurrent 
registrations may be issued; but concurrent use proceedings should not be 
instituted routinely as a matter of course. 

The Patent Office has a duty to protect the public from confusion, 
mistake and deception, and that duty transcends any agreement into which 
parties may enter to resolve a controversy. 


In issuing concurrent registrations, it must first be found that the 
parties have become entitled to use the marks as a result of concurrent 
lawful use in commerce prior to any of the filing dates involved; and then 
it must be found that confusion, mistake or deceit of purchasers is not 
likely to result from the continued use of the marks under certain specified 
conditions and limitations as to future use. 


In making the first determination, registrant Chadhourn is required 
to submit evidence of use in commerce prior to its filing date, including 
the extent and volume of sales and the advertising investment in the mark, 
from which it can be found where it has become entitled to use its mark 
as a result of concurrent lawful use. 


In making the second determination, that of likelihood of confusion, 
mistake or deceit of purchasers, it is not seen how confusion, mistake or 
deception could be avoided in the use of KISMET on hosiery by two different 
persons unless the territories of distribution are far removed from one 
another. Even then, with communication and transportation being what 
they are today, a modicum of confusion may result. In view of the past 
proceedings in the Patent Office, however, registrant Chadbourn Hosiery 
Mills, Incorporated may, upon filing a verified statement that it will limit 
its sales in the future to those States in which it had used its mark prior 
to its application filing date, as shown by the evidence submitted in re- 
sponse to the preceeding paragraph, retain its registration for such States, 
and an order of restriction will then be entered. 


Registrant Chadbourn Hosiery Mills, Incorporated is allowed sixty 
days within which to comply with this order; and in the absence of com- 
pliance, Registration No. 574,731 will be canceled. 


LL 
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SALEM COMMODITIES, INCORPORATED v. 
THE MIAMI MARGARINE COMPANY 


No. 31268 — Commissioner of Patents — September 12, 1955 


REGISTRATION PROCEDURE—OPPOSITION— DEFENSES 


CANCELLATION—DEFENSES 

“Acquiescence” relates to one’s inaction during another’s performance of an 
act (in opposition cases, long and widespread use by an applicant prior to the filing 
of an application for registration without protest by an opposer), whereas “laches” 
relates to délay after act is done (in opposition cases, undue delay after registration 
is sought). Both require actual or imputed knowledge on the part of the person 
against whom the defense is asserted. 

Both laches and acquiescence may create an estoppel, since it can arise from 
passive conduct joined with a duty to speak or from misleading silence. Estoppel 
arises when a person, by his acts, representations or admissions, or by his silence 
when he should speak, intentionally or through culpable negligence induces another 
to believe certain facts to exist, and such other person rightfully relies and acts on 
such beliefs, so that he will be prejudiced if the person inducing the belief is per- 
mitted to deny existence of facts. 


REGISTRATION PROCEDURE—OPPOSITION— DEFENSES 

In opposition proceeding opposer is required by statute to be diligent in invok- 
ing jurisdiction of Patent Office to prevent registration; ordinarily, laches is 
inapplicable as defense; where applicant, however, has pleaded and proved acqui- 
escence creating an estoppel, opposition should be dismissed, just as complaint would 
be dismissed in court proceeding for injunction. 

Before filing of application to register, applicant had used its mark for about 
12 years and had advertised mark extensively by radio and in many periodicals; 
under facts, knowledge of applicant’s use is imputed to opposer; opposer made no 
protest until filing of application; opposer’s inaction has induced applicant to rely 
upon its right to continue to build its business around mark, and its substantial 
investment would be prejudiced if opposer at this late date is permitted to interfere 
with issuance of registration in recognition of its rights. 


EFFECT OF REGISTRATION—IN GENERAL 


Registration is recognition of applicant’s right to use its mark. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Fact that no evidence was presented to suggest confusioz during seventeen 
years of concurrent use creates presumption that it will not take place in future. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

One must assume that opposer made strongest showing possible. 

Examiner of Trademarks originally cited opposer’s registration as reference 
against applicant’s right to register, but upon consideration, reference was with- 
drawn. Although action of Examiner of Trademarks is not binding upon Examiner 
of Interferences in inter partes proceeding, or upon Commissioner on appeal, it is 
entitled to considerable weight particularly where opposer presents no facts which 
can lead to a different conclusion. 


Opposition proceeding by Salem Commodities, Incorporated v. The 
Miami Margarine Company, application Serial No. 549,647 filed February 
13, 1948. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 
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Elisha Hanson, Arthur B. Hanson, and Garland Clarke, of Washington, 
D. C., for applicant-appellant. 


Semmes & Semmes, of Washington, D. C., for opposer-appellee. 
LEEDs, Assistant Commissioner. 


Application has been field to register NU-mamD for margarine, asserting 
use since March 5, 1936. Registration has been opposed by the owner of 
Reg. No. 336,786, for NU MADE, issued to a predecessor on July 14, 1936 
for salad dressing, sandwich spread and French dressing. The Examiner 
of Interferences sustained the opposition, and applicant has appealed. 


Opposer’s record indicates that in the latter part of 1936 Safeway 
Stores, Incorporated, acquired the capital stock of Dated Mayonnaise, Inc., 
the original registrant of NU MADE, and on May 4, 1937 the name of Dated 
Mayonnaise, Inc., was changed to Table Products, Inc. The records of the 
Patent Office show an assignment acknowledged January 8, 1943 from 
Table Products, Inc., to Safeway Stores, Inc., a Nevada corporation; an 
assignment acknowledged December 31, 1942' from Safeway Stores, Inc., 
a Nevada corporation, to Safeway Stores, Incorporated, a Maryland cor- 
poration; an assignment acknowledged September 30, 1944 from Safeway 
Stores, Incorporated, a Maryland corporation, to Glenfield Food Company, 
a California corporation; and an assignment dated December 31, 1948, 
and acknowledged October 2, 1950, from Glenfield Food Company to this 
opposer, a Maryland corporation. Opposer is a wholly-owned subsidiary 
of Safeway Stores, Incorporated. NU MADE salad dressings and mayonnaise 
have been made at plants located in Vernon, California, Kansas City, Mis- 
souri, Washington, D. C., Dennison, Texas, and Seattle, Washington. 
Opposer’s product apparently is distributed to consumers only through 
retail stores operated by Safeway Stores, Incorporated, but the testimony 
is inconclusive as to this fact. 

There is nothing in the record from which the extent of advertising, 
the extent of sales, or the extent of distribution of opposer’s NU MADE 
products can be determined. Exhibits show small shipments in October 
of 1937 to Council Bluffs, Iowa, and Seattle, Washington; in July of 194] 
to Dallas, Texas; in December of 1941 to Wichita, Kansas; in August of 
1945 to Omaha, Nebraska; in June of 1949 to Pueblo, Colorado, and in 
January of 1953 to Oklahoma City. It is true that opposer’s witness 
testified that these exhibits were “only a few documents selected at random 
from our files” and do not purport to show all of the distribution made by 
or to the “Safeway organization” under the mark, but it would have been 
helpful to have had the record show the extent of distribution of the 
goods under the mark, particularly when applicant’s long use is shown. 


Applicant’s record shows that in 1927 or 1928 it adopted and used 
the mark NuT MAD for margarine made with a coconut oil base. Later, 


1. The record does not explain why this assignment was acknowledged prior to 
the date of acknowledgment of the assignment from Table Products, Inc., to Safe- 
way Stores, Inc. 
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about 1936, when cottonseed oil and soybean oil proved to be satisfactory 
bases for margarine, it was decided by applicant that NuT MAID was not a 
proper mark for a vegetable oil base margarine. The mark selected for the 
margaine made from vegetable oils, and first used in March of 1936, was 
NU-MAD. The NU-MAD cartons were identical in design with the NUT MAID 
cartons, “with the exception of the letter ‘t’ dropped and the hyphen in its 
place.” Although the NuU-Malp carton was used from March of 1936, the 
NUT MAID carton continued also to be used until the supply was exhausted 
in 1937. NUT MAID margarine was sold in about twenty states; some twenty 
million pounds were sold under the mark; and in the nine-year period 
preceding adoption and use of NU-MAD, applicant spent a little more than 
one-hundred thousand dollars in advertising NUT MAID margarine. 


Since 1936, applicant has spent approximately $6,000,000 in adver- 
tising NU-MAID margarine in national trade periodicals (including National 
Food Distributors’ Journal, the National Provisioner, Super Market Mer- 
chandising, and Wholesale Grocer News) ; in regional trade magazines; in 
newspapers (in 1944, 644 newspapers were used); in Woman’s Day, 
Parade, This Week, American Weekly, Collier’s, Saturday Evening Post 
and Look magazines; since 1941 by radio (including national networks) ; 
and more recently by television. Direct mail and point-of-sale advertising 
have also been used. Sales of NU-MAID margarine have steadily increased 
from 335,000 pounds in 1936 and 840,000 pounds in 1937 to 21,130,659 
pounds in 1952. Sales since 1949 have been nationwide through retail 
grocery stores. 


Applicant uses on its packages an illustration of a girl wearing a 
bonnet. The illustration of the girl was also used on the NuT MAID pack- 
ages. This symbol has been registered by applicant for its margarine.’ 
The girl in a bonnet has been featured in applicant’s advertising as MISS 
NU-MAD, and a girl representing MISS NU-MAID has been featured at appli- 
eant’s exhibits at food expositions. 


In summary, the record shows that opposer’s predecessor, late in 1936, 
purchased the stock of the registrant of NU MADE for salad dressings. The 
extent of use of Nu MADE, if any, which had been or was being made at the 
time of such stock purchase does not appear. The record merely shows 
that an application to register under the 1920 Act was filed on June 5, 
1935 and the registration issued on July 14, 1936. In March of 1936 appli- 
cant commenced using NU-MAID on margarine. In other words, it would 
appear that both parties have been using their respective marks on their 
respective goods in at least some of the same geographical regions for 
about the same length of time—nineteen years. 


The extent of use and the extent of public recognition of opposer’s 
mark do not appear. Applicant’s steadily increased sales under its mark 


2. Reg. No. 436,187, issued January 27, 1948, and Reg. No. 521,024, issued 
February 14, 1950. 
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and its widespread advertising indicate that its mark symbolizes a valua- 
able good will. 

Applicant has pleaded that opposer’s acquiescence in its use of its 
mark has created an estoppel. Opposer contends that acquiescence is not 
applicable in opposition proceedings, and even if it were applicable, it 
would not apply to the facts of this case. It is true that a number of Patent 
Office decisions have stated that the defense of laches is not available in 
opposition proceedings. General Motors v. U. 8S. Air Conditioning Corp., 
92 USPQ 257 (42 TMR 326) (Com’r., 1952) ; New Era Shirt Co. v. Frank, 
90 USPQ 127 (41 TMR 864) (Com’r., 1951); Krantz Brewing Corp. v. 
Kelly Importing Co., Inc., 96 USPQ 219 (43 TMR 312), (Com’r., 1953) ; 
and Locatelli, Inc. v. Lucatelli Packing Co., 97 USPQ 305 (43 TMR 978), 
(Com’r., 1953).° Some of these decisions also state that acquiescence is like- 
wise not available as a defense in an opposition proceeding; but it appears 
that the defense asserted in these cases was laches. Laches and acquiescence 
were mentioned in the decisions as if they were the same thing. In Northam 
Warren Corp. v. Millers Forge Mfg. Corp., 92 USPQ 360 (42 TMR 441) 
(Com’r., 1952), the decision refers to “the equitable defense of laches, 
estoppel and acquiescence” as if they constituted a single defense. The 
decision seems to stand for the proposition that even if an opposer has 
“acquiesced” in the use of a mark by applicant, it does not “acquiesce” in 
registration of the mark if it files an opposition. 

The words “laches” and “acquiescence” are often used as similar in 
meaning, but the distinction between them is both great and important. 
Laches is based on lack of diligence in invoking the court’s jurisdiction, 
that is, an undue lapse of time coupled with negligence and an opportu- 
nity to have acted sooner. Acquiescence has often been defined as “quies- 
cence” under such circumstances that assent may reasonably be inferred 
(Grafton v. Patrick, 58 S.E. 1; Lowndes v. Wicks, 36 Atl. 1072; Frank v. 
Wilson, 9 Atl. 2d 82)—a consent inferred from silence (Scott v. Jackson, 
26 Pac. 898; Cass Co. v. Plotner, 48 N.E. 635; Thomson v. Thomson, 53 
Pac. 403; Byford v. State, 212 Pac. 2d 476; Patrick v. Cheney, 285 N.W. 
184)—a “resting satisfied with, or submission to, an existing state of 
things.” (Lux v. Haggin, 10 Pac. 674) 

“Acquiescence” relates to one’s inaction during another’s performance 
of an act (in these cases, long and wide-spread use by an applicant prior 
to the filing of an application for registration, without protest by an op- 
poser); whereas “laches” relates to delay after the act is done (in these 
cases, undue delay after registration is sought). See: Bay Newfoundland 
Co. v. Wilson & Co., 4 Atl. 2d 668. Both require actual or imputed knowl- 
edge on the part of the person against whom the defense is asserted. 


3. But see: Standard Oil Co. of N. J. v. Eddington Metal Specialty, 77 USPQ 
399 (38 TMR 715) (Com’r., 1948); Mercury Mfg. Co. v. Mercury Clutch Corp. 79 
USPQ 356 (39 TMR 65) (Com’r., 1948); Sleepmaster Products Co., Inc. v. Cleveland 
Welding Co., 89 USPQ 281 (41 TMR 619) (Com’r., 1951). 
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Both laches and acquiescence may, under some circumstances, create 
an estoppel, since an estoppel may arise from passive conduct joined with 
a duty to speak or from misleading silence. An estoppel arises when a 
person, by his acts, representations or admissions, or by his silence when 
he should speak, intentionally or through culpable negligence induces an- 
other to believe certain facts to exist and such other rightfully relies and 
acts on such belief, so that he will be prejudiced if the person inducing the 
belief is permitted to deny the existence of such facts. 

In an opposition proceeding an opposer is required by statute to be 
diligent in invoking the jurisdiction of the Patent Office to prevent regis- 
tration. There is no undue lapse of time after registration is sought, no 
negligence and no opportunity to have acted sooner in objecting to regis- 
tration in the ordinary opposition proceeding. Ordinarily, therefore, laches 
is inapplicable as a defense. 

This applicant, however, has not pleaded laches; it has pleaded acqui- 
escence creating an estoppel. If an estoppel is created by an opposer’s 
acquiescence, the opposition should be dismissed, just as a complaint would 
be dismissed in a court proceeding for injunction. Unlike a court proceed- 
ing, however, where an accounting for profits and damages may be denied 
on proof of acquiescence short of an estoppel, proof of acquiescence short 
of an estoppel in an opposition proceeding can avail an applicant nothing. 


Before it filed its application to register, applicant had used its mark 
for about twelve years; it had advertised its NU-MAID margarine by radio 
in twenty-four states; it had advertised its product in trade periodicals 
of national circulation and in national magazines; it had advertised its 
product in hundreds of newspapers; and it had spent in excess of two 
million dollars in advertising NU-MAID margarine. When we consider the 
fact that both parties are engaged in the food business, it would be unrea- 
sonable to assume that applicant’s trademark for its product had not come 
to the attention of opposer—especially when it was advertised in Inde- 
pendent Grocergram, National Food Distributors’ Journal, National Pro- 
visioner, and Wholesale Grocer News, all food trade magazines distributed 
nationally. Knowledge of applicant’s use under these facts is imputed 
to opposer. But opposer protested not—neither did it act to stop what it 
now contends is likelihood of confusion. Indeed, it has not acted yet, so 
far as the record shows, except to file this oppostion which can in no way 
interfere with applicant’s continued use, even if opposer is successful. 
This opposer acquiesced in applicant’s use for a twelve-year period prior 
to the time the application was filed. It appeared to rest satisfied with 
the existing state of things until the application was filed. 


Meanwhile, during the pendency of this proceeding, applicant’s busi- 
ness symbolized by the mark has shown steady growth, and an additional 
four million dollars have been spent in advertising and in creating an 
increased demand for the product. Opposer’s quiescence has been such 
that its assent to applicant’s continued promotion and sale of its product 
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under the mark may reasonably be inferred. Opposer has been silent when 
it should have spoken—its action, or inaction, has induced applicant to 
rely upon its right to continue to build its business around the mark, and 
applicant’s substantial investment would be prejudiced if opposer at this 
late date is permitted to interfere with the issuance of a registration in 
recognition of its rights. 
In the words of Judge Learned Hand in Dwinell-Wright Co. v. White 
House Milk Co., Inc., 56 USPQ 120, 122 (33 TMR 2) (C.A. 2, 1943) :* 
“Here, as often, equity does not seek for general principles, but 
weighs the opposed interests in the scales of conscience and fair deal- 
ing. What would be no excuse for invading another’s territory may 
well serve in the struggle for a hinterland or sphere of influence; 
from such an occupation it would be utterly unfair to oust one who 
has actually entered in reliance upon the other’s consent.”® 
Since a registration is recognition of the applicant’s right to use its 
mark, and since opposer’s assent to applicant’s use is clearly apparent from 
the record, this opposer’s acquiescence has created an estoppel against any 
right it may once have had to prevent applicant’s registration from issuing. 


The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed ; and in so far as the legal conclusions reached here 
are inconsistent with those reached in Northam Warren Corp. v. Millers 
Forge Mfg. Corp., cited above, the former decision is overruled. 


There remains only the question of whether or not opposer’s registration 
requires an ex parte refusal of registration to applicant on the ground of 
likelihood of confusion, mistake or deception of the publice—purchasers or 
potential purchasers. It is observed that it is from the use of a mark—and 
not its registration—that likelihood of confusion flows. Assuming, as we 
must, that opposer made the strongest showing possible, the fact that not 
one scintilla of evidence was presented to show or even suggest confusion 
during some seventeen years of concurrent use (from 1936 to the time when 
opposer’s testimony was taken in 1953) creates a presumption that it will 
not take place in the future. Furthermore, applicant’s advertising and sales 





4. The mark of both parties was WHITE HOUSE and the goods were coffee and 
milk, respectively. An injunction was denied. 


5. It is interesting to note that the discussions in the Congressional Hearings 
(See House Hearings on H.R. 102, H.R. 5461 and S. 895, 77th Cong., 1st Sess. 
pp. 151-161) on a predecessor bill of the Trademark Act of 1946 centered around 
the Patent Office litigation between these parties in which the registration of WHITE 
HOUSE for milk was cancelled. (45 USPQ 444; 37 USPQ 339) The Commissioner 
and the Court of Customs and Patent Appeals held the equitable principles of laches, 
acquiescence and estoppel to be inapplicable in Patent Office proceedings because of 
the language of the statute. Three years later the Second Circuit Court of Appeals 
refused to enjoin use of the mark on the defense of acquiescence. Three years after 
that the statute was passed, and it included Section 19 which provides: “In all inter 
partes proceedings equitable principles of laches, estoppel, and acquiescence, where 
applicable, may be considered and applied.” The words “where applicable” are believed 
to refer to fact situations which are presented before the Office and not to a discretionary 
power of the tribunals of the Office to decide as a matter of law that all of the 
principles are inapplicable to all opposition proceedings. In view of the legislative 
history of the provision, its effect should not, by narrow interpretation, be read out 
of the statute so far as opposition proceedings are concerned. 
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promotion campaigns have featured the illustration of a girl, Miss NU-MAID, 
as well as a live person representing MISS NU-MAID, to the extent that the 
word mark and the girl are probably so associated psychologically as to 
create a single commercial impression. Such likelihood of confusion as may 
have existed in the early stages of use has undoubtedly been dispelled by 
the applicant’s campaigns to bring about a public consciousness of associa- 
tion of the word and picture. 


The Examiner of Trademarks originally cited opposer’s registration as 
a reference against applicant’s right to register, but upon consideration 
of the facts and arguments submitted by applicant, the reference was with- 
drawn. Although the action of the Examiner of Trademarks is not binding 
upon the Examiner of Interferences in an inter partes proceeding, or upon 
the Commissioner on appeal, it is entitled to considerable weight, particu- 
larly where, as here, the opposer presents no facts which can lead to a 
different conclusion. On the record presented, no likelihood of confusion, 
mistake or deception is found. 


OTTO NIEDERER SONS, INC. v. 
NATIONAL FARM EQUIPMENT CO., INC. 


No. 32338 — Commissioner of Patents — September 15, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
Purchasing public does not analyze trademarks by breaking them into compo- 
nent syllables and deciding which syllables are descriptive and which are dominant; 
question is whether purchasing public, upon seeing involved marks or products, is 
likely to assume because of sound or appearance or meaning of marks, that products 
have common origin. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NATIONAL SPEED-O-MATIC or combination egg grader and candler is not confus- 
ingly similar to EGoMATIC for similar goods. 

Opposition proceeding by Otto Niederer Sons, Inc. v. National Farm 
Equipment Co., Inc., application Serial No. 606,671 filed November 20, 1950. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Albert Sperry, of Trenton, New Jersey, for opposer-appellant. 
Harry Price, of New York, N. Y., for applicant-appellee. 
Leeps, Assistant Commissioner. 


Application has been filed to register a composite mark which includes 
the words NATIONAL SPEED-0-MATIC super-imposed upon a white ellipse with 
radiating lines above the top portion, enclosed within a black-bordered 
red rectangle, for a combination egg grader and candler. The word sPEEpD-o- 
MATIC dominates the mark in size and position. Use is claimed since August 
1, 1950. 
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Registration has been opposed by the registrant of EGOMATIC,’ and a 
composite showing radiating lines from a hand holding an egg with the word 
EGOMATIC arcuately displayed above it, and a ribbon-like effect below it 
upon which appears the name of the goods, CANDLER & GRADER.” Both regis- 
trations issued for apparatus for candling, grading and handling eggs. 


The Examiner of Interferences, after stating: “Marks ending in 
OMATIC and MATIC have been considered by the Court of Customs and 
Patent Appeals on a number of occasions and the current trend is not to 
hold such marks confusingly similar where they contain other distinguish- 
ing features,” dismissed the opposition. Opposer has appealed. 


The record consists of copies of opposer’s registrations and the file of 
the opposed application. 


The goods of the parties are, for purposes of this proceeding, the same, 
and opposer’s filing dates (May 28, 1945) antedate applicant’s filing date 
(November 20, 1950) by some five and one-half years. Assuming that both 
parties are using their respective marks on their respective goods, the only 
question is whether or not purchasers and potential purchasers are likely 
to believe that the egg graders and candlers of the parties emanate from 
a single producer. 


An analysis of the cases cited by the Examiner of Interferences in 
support of his above-quote statement,* together with a number of others,‘ 
does not disclose any “trend”—indeed, it is not seen how there could be a 
“trend” unless marks are considered in the abstract. In Eureka Williams 
Corp. v. Kres-Kno Oil Burner Mfg. Co., Inc.,> 97 USPQ 138, 139 (48 TMR 
622) (CCPA, 1953), the Court restated its position originally set forth in 


1. Reg. No. 417,646, issued Nov. 6, 1945. 
2. Reg. No. 418,263, issued Dee. 11, 1945. 


3. Eureka Williams Corp. v. Kres-Kno Oil Burner Mfg. Co., Inc., 97 USPQ 138 
(43 TMR 622) (CCPA, 1953); Eureka Williams Corp. v. McCorquodale, 98 USPQ 138 
(44 TMR 53) (CCPA, 1953) and Bulldog Electric Products Co. v. Anderson, 97 USPQ 
540 (43 TMR 1097) (Com’r., 1953). 


4. Roy Cross v. Williams Oil-O-Matic Heating Corp., 9 USPQ 146 (21 TMR 246) 
(CCPA, 1931); Williams Oil-O-Matic Heating Corp. v. Bliss, 12 USPQ 43 (22 TMR 22) 
(CCPA, 1932); Williams Oil-O-Matic Heating Corp. v. Roper, 17 USPQ 176 and 177 
(23 TMR 216) (Com’r., 1933); Syncromatic Air Conditioning Corp. v. Williams Oil-O- 
Matic Heating Corp., 44 USPQ 598 (30 TMR 205) (CCPA, 1940); Inkograph Co., Inc. 
v. Rosa, 69 USPQ 176 (Com’r., 1946) ; Automatic Signal Corp. v. Littwin, 78 USPQ 369 
(Com’r., 1948), on rehearsing 80 USPQ 378 (1949); Eureka Williams Corp. v. Coan, 
79 USPQ 354 (39 TMR 63) (Com’r., 1948); Eureka Vacuum Cleaner Co. v. Dobkin, 79 
USPQ 442 (39 TMR 154) (Com’r., 1948); J. L. Ferguson Co. v. Island Equipment 
Corp., 83 USPQ 468 (40 TMR 58) (Com’r., 1949); J. L. Ferguson Co. v. N. J. Machine 
Corp., 86 USPQ 222 (40 TMR 842) (Com’r., 1950); J. L. Ferguson Co. v. Gottscho, Inc., 
86 USPQ 225 (40 TMR 846) (Com’r., 1950); Eureka Williams Corp. v. Willoughby, 93 
USPQ 12 (42 TMR 423) (OCPA, 1952) ; Eureka Williams Corp. v. Kres-Kno Oil Burner, 
cited above; Bulldog Electric Products Co. v. Anderson, cited above; Eureka Williams 
Corp. v. McCorquodale, cited above; Harvel Watch Co. v. Ollendorff, 100 USPQ 36 
(44 TMR 557) (Com’r., 1953). 


5. The marks involved were POW-R-MATIC for oil burners; and om.-0-MATIC for oil 
burners; and the opposition was dismissed. 
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Eureka Williams Corp. v. Willoughby Machine & Tool Co.,° 93 USPQ 12 
(42 TMR 423) (CCPA, 1952), as follows: 

“This court has repeatedly held that because of the difference of 
facts in various cited cases, such cases are without controlling value 
here, except as to the principles of trademark law enunciated or 
exemplified therein. On the latter basis, however, this and other federal 
courts have always had, and will continue to have, recourse to such 
citations.” 

In other words, these cases must be decided on the basis of the facts pre- 
sented—and it is from such facts that legal conclusions are drawn in 
each case. 

Trademarks are not, in the abstract and as a matter of law, “confus- 
ingly similar” is perhaps an unfortunate one, for it encourages removal of 
the marks from the products in the marketplace and stimulates thought 
toward a comparison of marks themselves, abstractly and without regard 
to the commercial impression created by the appearance of the marks on 
the goods; whereas likliehood of confusion, mistake or deception flows 
from the use of marks on products. 

Illustrative of the foregoing is the following argument set forth by 
opposer in its brief: “The word ‘speed’ is descriptive, since the rapid 
handling of eggs is one of the dominant features of such apparatus * * *. 
Since the word ‘speed’ is descriptive and applies to Opposer’s goods equally 
as well as to Applicant’s, it is, obviously, of little trademark significance, 
leaving the term 0-MATIc as the only distinguishing feature of the Appli- 
eant’s mark. In the Opposer’s trademarks, the word ‘egg’, spelled EG, may 
also be considered descriptive as applied to egg grading and candling ap- 
paratus and the remaining part of Opposer’s mark is essentially identical 
with the corresponding portion of the alleged mark of the Applicant. There- 
fore, since the dominant portions of the marks of both Applicant and Op- 
poser are essentially identical and the remainder of the Applicant’s mark 
is descriptive of the goods of both parties, applicant’s alleged mark when 
considered as a whole is confusingly similar to Opposer’s trademark.” The 
fallacy of the contention is clear. It disregards the well-known fact that 
the purchasing public does not analyze trademarks by breaking them into 
their component syllables and deciding which syllables are descriptive and 
which are dominant; and it takes the words abstractly and, by direct 
syllable-by-syllable comparison, resolves “confusing similarity” by a kind 
of mathematical formula. The question is not “confusing similarity” of 
the marks themselves—but it is whether or not the purchasing public, upon 
seeing the involved marks on the products of the parties in the usual trade 
outlets, is likely to assume, because of the sound or appearance or meaning 
of the marks, that the products have a common origin. 

Considering the marks of the parties here as applied to the goods, the 
two create distinctly different impressions. Opposer’s suggests something 


6. The marks involved were THERMO-MATIC for gas conversion burners and OIL-0- 
MATIC for fuel burners; and the opposition was sustained. 
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Registration has been opposed by the registrant of EGOMATIC,’ and a 
composite showing radiating lines from a hand holding an egg with the word 
EGOMATIC arcuately displayed above it, and a ribbon-like effect below it 
upon which appears the name of the goods, CANDLER & GRADER.” Both regis- 
trations issued for apparatus for candling, grading and handling eggs. 


The Examiner of Interferences, after stating: “Marks ending in 
OMATIC and MATIC have been considered by the Court of Customs and 
Patent Appeals on a number of occasions and the current trend is not to 
hold such marks confusingly similar where they contain other distinguish- 
ing features,” dismissed the opposition. Opposer has appealed. 


The record consists of copies of opposer’s registrations and the file of 
the opposed application. 


The goods of the parties are, for purposes of this proceeding, the same, 
and opposer’s filing dates (May 28, 1945) antedate applicant’s filing date 
(November 20, 1950) by some five and one-half years. Assuming that both 
parties are using their respective marks on their respective goods, the only 
question is whether or not purchasers and potential purchasers are likely 
to believe that the egg graders and candlers of the parties emanate from 
a single producer. 


An analysis of the eases cited by the Examiner of Interferences in 
support of his above-quote statement,* together with a number of others,‘ 
does not disclose any “trend”—indeed, it is not seen how there could be a 
“trend” unless marks are considered in the abstract. In Eureka Williams 
Corp. v. Kres-Kno Oil Burner Mfg. Co., Inc.,° 97 USPQ 138, 139 (48 TMR 
622) (CCPA, 1953), the Court restated its position originally set forth in 


1. Reg. No. 417,646, issued Nov. 6, 1945. 
2. Reg. No. 418,263, issued Dee. 11, 1945. 


3. Eureka Williams Corp. v. Kres-Kno Oil Burner Mfg. Co., Inc., 97 USPQ 138 
(43 TMR 622) (CCPA, 1953); Eureka Williams Corp. v. McCorquodale, 98 USPQ 138 
(44 TMR 53) (CCPA, 1953) and Bulldog Electric Products Co. v. Anderson, 97 USPQ 
540 (43 TMR 1097) (Com’r., 1953). 


4. Roy Cross v. Williams Oil-O-Matic Heating Corp., 9 USPQ 146 (21 TMR 246) 
(CCPA, 1931); Williams Oil-O-Matic Heating Corp. v. Bliss, 12 USPQ 43 (22 TMR 22) 
(COPA, 1932); Williams Oil-O-Matic Heating Corp. v. Roper, 17 USPQ 176 and 177 
(23 TMR 216) (Com’r., 1933); Syncromatic Air Conditioning Corp. v. Williams Oil-O- 
Matic Heating Corp., 44 USPQ 598 (30 TMR 205) (CCPA, 1940); Inkograph Co., Inc. 
v. Rosa, 69 USPQ 176 (Com’r., 1946) ; Automatic Signal Corp. v. Littwin, 78 USPQ 369 
(Com’r., 1948), on rehearsing 80 USPQ 378 (1949); Eureka Williams Corp. v. Coan, 
79 USPQ 354 (39 TMR 63) (Com’r., 1948); Eureka Vacuum Cleaner Co. v. Dobkin, 79 
USPQ 442 (39 TMR 154) (Com’r., 1948); J. L. Ferguson Co. v. Island Equipment 
Corp., 83 USPQ 468 (40 TMR 58) (Com’r., 1949); J. L. Ferguson Co. v. N. J. Machine 
Corp., 86 USPQ 222 (40 TMR 842) (Com’r., 1950); J. L. Ferguson Co. v. Gottscho, Inc., 
86 USPQ 225 (40 TMR 846) (Com’r., 1950); Eureka Williams Corp. v. Willoughby, 93 
USPQ 12 (42 TMR 423) (CCPA, 1952); Eureka Williams Corp. v. Kres-Kno Oil Burner, 
cited above; Bulldog Electric Products Co. v. Anderson, cited above; Eureka Williams 
Corp. v. McCorquodale, cited above; Harvel Watch Co. v. Ollendorff, 100 USPQ 36 
(44 TMR 557) (Com’r., 1953). 

5. The marks involved were POW-R-MATIC for oil burners; and OIL-0-MATIC for oil 
burners; and the opposition was dismissed. 
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Eureka Williams Corp. v. Willoughby Machine & Tool Co.,° 93 USPQ 12 
(42 TMR 423) (CCPA, 1952), as follows: 

“This court has repeatedly held that because of the difference of 
facts in various cited cases, such cases are without controlling value 
here, except as to the principles of trademark law enunciated or 
exemplified therein. On the latter basis, however, this and other federal 
courts have always had, and will continue to have, recourse to such 
citations.” 

In other words, these cases must be decided on the basis of the facts pre- 
sented—and it is from such facts that legal conclusions are drawn in 
each case. 

Trademarks are not, in the abstract and as a matter of law, “confus- 
ingly similar” is perhaps an unfortunate one, for it encourages removal of 
the marks from the products in the marketplace and stimulates thought 
toward a comparison of marks themselves, abstractly and without regard 
to the commercial impression created by the appearance of the marks on 
the goods; whereas likliehood of confusion, mistake or deception flows 
from the use of marks on products. 

Illustrative of the foregoing is the following argument set forth by 
opposer in its brief: “The word ‘speed’ is descriptive, since the rapid 
handling of eggs is one of the dominant features of such apparatus * * *. 
Since the word ‘speed’ is descriptive and applies to Opposer’s goods equally 
as well as to Applicant’s, it is, obviously, of little trademark significance, 
leaving the term 0o-matTic as the only distinguishing feature of the Appli- 
eant’s mark. In the Opposer’s trademarks, the word ‘egg’, spelled EG, may 
also be considered descriptive as applied to egg grading and candling ap- 
paratus and the remaining part of Opposer’s mark is essentially identical 
with the corresponding portion of the alleged mark of the Applicant. There- 
fore, since the dominant portions of the marks of both Applicant and Op- 
poser are essentially identical and the remainder of the Applicant’s mark 
is descriptive of the goods of both parties, applicant’s alleged mark when 
considered as a whole is confusingly similar to Opposer’s trademark.” The 
fallacy of the contention is clear. It disregards the well-known fact that 
the purchasing public does not analyze trademarks by breaking them into 
their component syllables and deciding which syllables are descriptive and 
which are dominant; and it takes the words abstractly and, by direct 
syllable-by-syllable comparison, resolves “confusing similarity” by a kind 
of mathematical formula. The question is not “confusing similarity” of 
the marks themselves—but it is whether or not the purchasing public, upon 
seeing the involved marks on the products of the parties in the usual trade 
outlets, is likely to assume, because of the sound or appearance or meaning 
of the marks, that the products have a common origin. 

Considering the marks of the parties here as applied to the goods, the 
two create distinctly different impressions. Opposer’s suggests something 


6. The marks involved were THERMO-MATIC for gas conversion burners and OIL-0- 
MATIC for fuel burners; and the opposition was sustained. 
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automatic for use in connection with eggs. Applicant’s suggests something 
automatic and fast made by NATIONAL or the producers of a NATIONAL line 
of products. Under these circumstances, and on the meager fact situation 
presented, it is believed unlikely that purchasers would attribute the pro- 
duction of the egg graders and candlers of these parties to a single source. 


The decision of the Examiner of Interferences is affirmed. 





RUM AND MAPLE TOBACCO CORPORATION v. FLEMING-HALL 
TOBACCO CO., INC. (UNITED STATES TOBACCO 
COMPANY, assignee, substituted) 


Opposition No. 31875 — Commissioner of Patents — September 15, 1955 


REGISTRATION PROCEDURE—OPPOSITION— DEFENSES 
Having resolved controversy as to use of marks in 1940 and having made no 
further application to court for relief during intervening thirteen years up to time 
opposer’s testimony was taken, judgment of court resulting from agreed arbitration 
constitutes an estoppel against opposer’s right to challenge applicant’s right to 
register. 
TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MAFLETON is not confusingly similar to RUM AND MAPLE, both marks being used 
in connection with tobacco products. 

Opposition proceeding by Rum and Maple Tobacco Corporation v. 
Fleming-Hall Tobacco Co., (United States Tobacco Company, assignee, 
substituted), application Serial No. 611,065 filed February 27, 1951. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Henry W. Steingarten and Louis C. Bernst, of New York, N. Y. for 
opposer-appellant. 


Beekman Aitken, of New York, N. Y. for applicant-appellee. 
Leeps, Assistant Commissioner. 


Application has been filed to register MAPLETON as a secondary meaning 
mark for cigars, cigarettes and smoking tobacco, asserting use since July 
8, 1937. Registration has been opposed by the registrant of RUM AND 
MAPLE for tobacco and cigarettes.. The Examiner of Interferences dis- 
missed the opposition, and opposer has appealed. 

Both parties manufacture and sell tobacco products treated and flav- 
ored with rum and maple. Opposer took testimony of four witnesses and 
introduced a number of exhibits. One of the exhibits seems to answer the 
questions raised by the pleadings, and tends to dispose of the issues between 
the parties. 


In March of 1940 this opposer filed a civil action in the New York 





1. Reg. No. 556,659, issued for a secondary meaning mark on March 25, 1952. 
Application filed October 4, 1950. 
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Supreme Court to enjoin this applicant from using the mark MAPLETON 
RUM AND MAPLE in connection with the manufacture and sale of tobacco and 
cigarettes. During the pendency of the action, the parties entered into 
an agreement to arbitrate their differences. Hearings were held before 
the arbitrator and his report dated June 7, 1940 was confirmed by an order 
of Court on June 25, 1940. On August 20, 1940 a judgment was entered 
by the Supreme Court of New York County enjoining the defendant (appli- 
cant here) from selling its MAPLETON smoking tobacco and its MAPLETON 
cigarettes unless certain changes in the display of the words RUM AND MAPLE 
were made. One provision of the judgment is that “the legend: 


MAPLETON 
THE RUM AND MAPLE CIGARETTE 


on the side of the package shall be changed to substitute in place therefor 
the following: 
MAPLETON 
cigarettes 
Fleming-Hall Co.’s, Ine. 
Special Process of 
Rum and Maple.” 


Another provision of the judgment provides that “The color, appear- 
ance, design and general ‘get up’ of the package shall not be otherwise 
altered.” 

The specimens filed with the application conform in every respect to 
the decree. 

Both parties were given the right to “apply at the foot of this decree 
for such further relief in the premises as may be necessary.” So far as the 
record shows, no application for further relief has been made. 

Having resolved the controversy as to use of MAPLETON and RUM AND 
MAPLE in 1940, and having made no application to the Court for further 
relief during the intervening thirteen years up to the time opposer’s testi- 
mony was taken, the judgment of the Court resulting from an agreed 
arbitration constitutes an estoppel against opposer’s right at this time to 
challenge applicant’s right to register. 

The attempt to show actual confusion falls short of competent proof. 
Opposer’s president identified a misdirected order and some misdirected 
mail with empty MAPLETON packages enclosed. The witness stated: “We 
have run contests where we asked people to send in wrappers of our to- 
baccos and cigarettes and we get back wrappers of MAPLETON tobacco and 
cigarettes.” It does not appear just how the contests were operated, or 
what was asked for, but since applicant is entitled under the judgment of 
the Court to use, and does use RUM AND MAPLE on its packages in a pre- 
scribed manner, it is understandable that some confusion might result. 
Such confusion as may have taken place, however, is believed to result 
from applicant’s exercise of its right to use RUM AND MAPLE on its pacakages 
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in accordance with the terms of the judgment in settlement of the earlier 
controversy, rather than from applicant’s use of MAPLETON. 

Applicant’s mark neither sounds nor looks like opposer’s, nor does it 
it create a similar commercial impression. 

The opposition is dismissed on the basis of estoppel by judgment; and 
no basis for ex parte refusal appears from the record. The decision of the 
Examiner of Interferences is affirmed. 





EX PARTE JEFFERS ELECTRONICS, INC. 
Commissioner of Patents — September 19, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Application for Jcap for capacitors was opposed by user of K-caP for electrical 
condensors asserting use of mark prior to applicant. After institution of opposition 
registration issued for K-caP and Examiner requested jurisdiction of application and 
issued final refusal of applicant’s registration on ground of likelihood of confusion. 


Opposition having been instituted, it was improper for Examiner of Trade- 
marks to make ex parte determination of issues involved in opposition. Appeal dis- 
missed as premature and continuation of opposition proceeding is directed. 
Application for trademark registration by Jeffers Electronics, Inc., 

Serial No. 618,743 filed September 13, 1951. Applicant appeals from deci- 
sion of Examiner of Trademarks. Appeal dismissed. 

Busser & Harding of Philadelphia, Pennsylvania, for applicant. 

LEEDs, Assistant Commissioner. 


This is an ex parte appeal from a refusal of the Examiner of Trade- 
marks to register JcaP for capacitors, but because of certain procedural 
aspects, the merits of the applicant’s appeal will not be passed upon at 
this time. 

Applicant filed its application (Ser. No. 618,743) to register scarp for 
capacitors on September 13, 1951, asserting use since August 1, 1951. The 
mark was published for opposition purposes on June 24, 1952. 

Registration was opposed on July 22, 1952 by the user of K-cap for 
electrical condensers used in electrical circuits. The opposer had filed an 
application (Ser. No. 615,206) to register K-caP on June 15, 1951, assert- 
ing use since April 5, 1950. 

After the opposition had been instituted, opposer’s mark K-CAP was 
published on September 30, 1952, and its registration (Reg. No. 572,273) 
issued on March 24, 1953. 

On April 22, 1953, the Examiner of Trademarks requested jurisdic- 
tion of applicant’s application, and on October 14, 1954, he issued a final 
refusal of applicant’s registration on the ground of likelihood of confusion 
with opposer’s registered mark. It is from this refusal that applicant 
appealed to the Commissioner. 
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An opposition having been instituted it was improper for the Ex- 
aminer of Trademarks to request jurisdiction of the application and make 
an ex parte determination of the issues involved in the opposition. 

The appeal is dismissed as being premature; and the application is 
remanded to the Examiner of Trademark Interferences for continuation 
of the opposition proceeding. 


VITA-VAR CORPORATION v. THE ARCO COMPANY 
No. 31814 — Commissioner of Patents — September 20, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


GALVARCO for galvanized iron primer is sought as trademark and registration 
is opposed by owner of GALVANUM for paint for galvanized iron. 


ARCO is distinctive portion of applicant’s corporate name and its basic trade- 
mark for its products, to which prefix GALV was added for mark sought to be 
registered. Considering this fact in conjunction with highly suggestive nature of 
common syllable, confusion is unlikely and opposition, therefore, dismissed. 
Opposition proceeding by Vita-Var Corporation v. The Arco Company, 

application Serial No. 603,038 filed September 1, 1950. Opposer appeals 

from decision of Examiner of Interferences dismissing opposition. Affirmed. 

S. Michael Ress, of New York, N. Y., for opposer-appellant. 

Dean Laurence, of St. Johns, Michigan, and Margaret V. Wiest, of Wash- 
ington, D. C., for applicant-appellee. 

LEEps, Assistant Commissioner. 


Application has been filed to register Ganvarco for galvanized iron 
primer, asserting use since March 13, 1935. Registration has been opposed 
by the registrant of GALVANUM for paint for galvanized iron. The Ex- 
aminer of Interferences dismissed the opposition, and opposer has appealed. 


Opposer’s record consists of copies of the registrations and copies of the 
successive assignments vesting title in opposer. 

Applicant’s record consists of its application file and copies of registra- 
tions of the following marks which it owns: arco for waterproof structural 
and roof paint,? arcotum for waterproof structural and exterior paint,’ 
arco for paints and varnishes,‘ Arcozon for lacquers,® and arcovarR for 
enamel paints and varnishes.® 


1. Reg. No. 38,364, issued May 27, 1902, expired; and Reg. No. 133,677, issued 
August 3, 1920, renewed, published in accordance with See. 12(¢) on July 31, 1951. 


2. Reg. No. 52,055, issued May 1, 1906, renewed. 

3. Reg. No. 58,273, issued December 11, 1906, renewed. 

4. Reg. No. 124,361, issued February 11, 1919, renewed, and published in accord- 
ance with Sec. 12(c) on September 6, 1949. 

5. Reg. No. 229,122, issued June 21, 1927, renewed, and published in accordance 
with See. 13 (e) on Decenfber 7, 1948. 

6. Reg. No. 258,166, issued June 25, 1929, renewed, and published in accordance 
with Sec. 12(c) on December 7, 1948. 
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ARCO is the distinctive portion of applicant’s corporate name, and it is 
applicant’s basic trademark for its products. In its mark sought here to 
be registered, it has added a prefix GaLv to its basic mark arco to produce 
a mark for its galvanized iron primer, just as it added a suffix var to its 
basic mark arco to produce a mark for its varnish. 

When this obvious fact is considered in conjunction with the highly 
suggestive nature of the common syllable of the two marks as applied to 
the goods, likelihood of confusion as to origin or mistake or deception 
of purchasers is believed to be most unlikely. 

The decision of the Examiner of Interferences is affirmed. 





ELIZABETH ARDEN SALES CORPORATION v. 
HAIRNET CORPORATION OF AMERICA 


No. 5735 — Commissioner of Patents — September 21, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


CANCELLATION PROCEDURE—EVIDENCE 

Petitioner, user and registrant of SLEEK for depilatories petitions for cancel- 
lation of Supplemental Register registration of SLEEK for hairnets. Petitioner 
alleges also ownership by assignment of PEDI-SLEEK for the removal of superfluous 
hair, but records show that this mark has not been used within the recent past. 

Therefore, only question presented is: would purchasers familiar with peti- 
tioner’s hair preparations sold under sundry marks not including SLEEK and the 
house mark ELIZABETH ARDEN and with its depilatory sold under mark SLEEK with 
house mark be likely, upon seeing SLEEK hair nets, to assume that products come 
from single producer? Products sold under mark SLEEK possess nothing in common 
as to physical characteristics, functions and purposes. Therefore, Examiner of 

Interferences decision dismissing petition is affirmed. 

Cancellation proceeding by Elizabeth Arden Sales Corporation v. 
Hairnet Corporation of America, Registration No. 537,935 issued February 
13, 1951. Petitioner appeals from decision of Examiner of Interferences 
dismissing petition. Affirmed. 

Howard A. Rosenberg, of New York, N. Y., for petitioner-appellant. 

Edwin Levisohn and Harry Cohen, of New York, N. Y., for respondent- 
appellee. 

LeEps, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration No. 
537,935, showing SLEEK for hair nets, issued February 13, 1951. Petitioner 
is the user and registrant of sLEEK for preparations for the removal of 
superfluous hair’ (depilatories) ; and ownership by assignment of PeEp!- 
SLEEK for preparations for the removal of superfluous hair? is alleged. 


1. Reg. No. 532,114, issued on the Principal Register October 17, 1950. 


2. Reg. No. 341,579, issued to Bonwit Teller, Inc. on Dec. 15, 1936. An assign- 
ment dated March 10, 1949 and recorded March 11, 1949 appears in the Patent Office 
records. 
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The Examiner of Interferences dismissed the petition, and petitioner has 
appealed. 

Petitioner’s record shows that it is a manufacturer of cosmetics, toilet 
preparations and kindred items; dresses and millinery; and it operates 
health spas and salons for giving beauty treatments and performing work 
on hair, including cutting, trimming, styling, waving and dyeing. It 
operates retail outlets for its products and it sells wholesale to department 
stores, drug stores and other retail outlets. Petitioner’s products are sold 
nationwide and in numerous foreign countries; and it operates fifteen 
salons in the United States and in a number of foreign countries. 

Petitioner uses, and apparently sells, hair nets in its salons, and such 
nets are identified by the ELIZABETH ARDEN trademark. Hair nets are not 
otherwise sold by petitioner. 

The trademark sLEEK has been, since 1940, rather widely used and 
advertised by petitioner on and in connection with its depilatory. Sales 
have approximated $1,200,000 in value from 1914 to 1952, and during that 
period approximately $149,000 have been spent in advertising SLEEK 
depilatory on a national scale in magazines and newspapers, by direct mail 
and point-of-sale pieces. 

Both the testimony and the exhibits indicate that no use is being made 
by petitioner of PEDI-SLEEK, since it is nowhere mentioned, and the order 
forms which list scores of items—some by trademarks and others not—do 
not include PEDI-SLEEK, either under the category of “Leg Films Depila- 
tories, Foot Preps.,” or elsewhere. The record creates a presumption that 
PEDI-SLEEK has not been used by petitioner, at least within the recent past, 
and this mark will therefore not be considered in arriving at a conclusion 
herein. 

Respondent offered no evidence of any kind. 

The only question presented is: Would purchasers familiar with peti- 
tioner’s hair preparations sold under sundry marks, not including SLEEK, 
and the house mark ELIZABETH ARDEN, and with its depilatory sold under 
the mark sLEEK and the house mark ELIZABETH ARDEN be likely, upon seeing 
respondent’s SLEEK hair nets, to assume that the products come from a 
single producer? Nothing in the record leads to an affirmative answer. 
The nature of the parties’ products sold under the trademark SLEEK are 
such as to be likely to lead away from such an assumption rather than 
toward it. One is to remove superfluous hair and thereby leave the skin 
surface smooth and sleek; and the other is to hold the hair smooth and 
sleek after it has been dressed. As was stated by the Examiner of Inter- 
ferences, the products possess nothing in common as to physical character- 
isties, functions or purposes. 

The decision of the Examiner of Interferences is affirmed. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED By 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United States 
Code, Section 233) SHOWING THE OWNERSHIP, MANAGEMENT, 

AND CIRCULATION OF 


The Trademark Reporter. Published Monthly—Twelve times a year at New York, 
N. Y.—October 1, 1955. 


1. The names an daddresses of the publisher, editor, managing editor, and business 
managers ars: 


Publisher—The United States Trademark Association, 522 Fifth Ave, New York 36, 
= 


Editor—Doris K. Meyerhoff, 522 Fifth Avenue, New York 36, N. Y. 
Business Manager—Dorothy Fey, 522 Fifth Avenue, New York 36, N. Y. 


2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or hold- 
ing 1 percent or more of total amount of stock. If not owned by a corporation, the 
names and addresses of the individual owners must be given. If owned by a partnership 
or other unincorporated firm, its name and address, as well as that of each individual 
member, must be given.) 


The United States Trademark Association, 522 Fifth Avenue, New York 36, N. Y. 
Hunter L. Johnson, Jr., President, 910 S. Michigan Avenue, Chicago 80, Il. 

L. C. Ehrhardt, Treasurer, 155 East 44th Street, New York 17, N. Y. 

Dorothy Fey, Executive Secretary, 522 Fifth Avenue, New York 36, N. Y. 


3. The known bondholders, mortgagees, and other security holders owning or hold- 
ing 1 percent or more of total amount of bonds, mortgages, or other securities are: 
(If there are none, so state.) None. 


4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, 
the name of the person or corporation for whom such trustee is acting; also the statements 
in the two paragraphs show the affiant’s full knowledge and belief as to the circumstances 
and conditions under which stockholders and security holders who do not appear upon 
the books of the company as trustees, hold stock and securities in a capacity other than 
that of a bona fide owner. 


5. The average number of copies of each issue of this publication sold or dis- 
tributed, through the mails or otherwise, to paid subscribers during the 12 months 
preceding the date shown above was: (This information is required from daily, weekly, 
semiweekly, and triweekly newspapers only.) 


DORIS K. MEYERHOFF 
Editor 


Sworn to and subscribed before me this 15th day of September, 1955. 


HUBERT C. WILLIAMS 
Notary Public, State of New York 
No. 41-4283500 Qualified in Queens Co. 
(My commission expires March 30, 1957) 


(SEAL) 











Per Dank 














OMMITTEES of THE UNITED STATES TRADEMARK ASSOCIATION 


Edgar S. Bayol, Chairman 
The Coca- ola Company 


Freeman Crampton 


J. J. DeMario 
” " Raybestos-Manhattan, Inc. 


Tom Mahoney 
Young & , a Inc. 


Louis L. Pettit, Chairman 

The Singer Manufacturing Company 
James E. Archer 

American Cyanamid Company 
Peter Behrendt 

General Electric Company 
F. J. Bouda 

Scott Paper Company 
Dudley Browne 

American Home Products Corp. 
Rudolf Callmann 

Greene, Pineles, Callmann & Durr 
Charles E. Carney 

The Glidden Co. 
F, X. Clair 

Esso Standard Oil Company 


Marcel Deschamps 
Langner, Parry, Card & Langner 


Information Committee 
Henry Wm. Marks 


Printers’ Ink 


Lawrence W. Merahn 
New York Worid-Telegram & Sun 


Stewart W. Richards 
Beer, Richards, Haller, Lane 
& Buttenwieser 


International Committee 


L. L. Gleason 
Marks & Clerk 
Harry Goldsmith 
aS tates Limited 
H. F. Greiveldinger 
S. C. Johnson & Son, Inc. 
Gilbert F. Hauke 
Hauke & Hardesty 
Walter E. Ho per, J ; 
California Texas Oil Co., Ltd. 
Stephen P. Ladas 
angner, Parry, Card & Langner 
Frederick Moeller 
Lehn & Fink Products Corp. 
George E. Mosher, Jr 
General Motors Corp. 
Arthur Nathanson 
Munn, Liddy, Nathanson & March 
Edmund Dill Scotti 
Wm. Wallace White & Scotti 


Lawyers Advisory Committee 


John B. Cuningham, Chairman 
Davis, Hoxie & Faithfull 
John Rex Allen 
Schroeder, Hofgren, Brady 
2 & Wegner 
Francis C, Browne 
Mead, Browne, Schuyler 
& Beveridge 


John H. Cassidy 


George M. Chapman 
Rogers, Hoge & Hills 
Orme E. Cheatham 
Buckhorn & Cheatham 
F. X. Clair 
Esso Standard Oil Company 
John J. Cleary, Jr 
Davis, Polk, a 
Sunderland & Kiendl 
Philip T. Dalsimer 
Kane, Dalsimer & Kane 
F. M. DeRosa 
Watson, Cole, Grindle & Watson 


H: 2. Mayers, Chairman 

General Electric Company 
Robert Ballenger 

J. Walter Thompson Co. 
F. J. Bouda 

Scott Paper Company 
Leland L. Chapman 

The Standard Oil Company (Ohio) 
Max D. Farmer 

Cluett, Peabody & Co., Inc. 
F. H. Heck 

General Foods Corporation 


Arthur A. March, Chairman 

Munn, Liddy, Nathanson 

arch 

Charles P. Bauer 

Union Bag & Paper Corporation 
Donald Brooks 

The Texas Development Company 
Orme E. Cheatham 

Buckhorn & Cheatham 
James E. Curtiss 

National Biscuit Company 
Franklin M. Depew 

Standard vents Incorporated 
James C. Dunne 
Sterling Drug, Inc. 


Alex Friedman 
Mock & Blum 
Joseph Gravely 
ravely, Lieder, Woodruff & Wills 
John Horan 
Merck & Company 
Andrew Klein 
Synnestvedt & Lechner 
Norman St. Landau 
Johnson & Johnson 
Sylvester J. Lidd 
Munn, Liddy, 
& March 
Julius R. Lunsford, Jr. 
The Coca-Cola Company 
A. C. MacMahon 
The Borden Company 
M. P. McDermitt 
United States Steel Company 
John C. Osborne 
Gowling, MacTavish, Osborne 
& Henderson 


athanson 


Membership Committee 


F. H. Knight 
Corning Glass Works 
George S. McMillan, 
Bristol-Myers Company 
Volney F. Morin 
Technicolor Motion Picture Corp. 
Patrick H. Murph 
General Motors Corporation 
A. R. Noll 
International Business 
Machines Corporation 
Wm. Glasgow Reynolds 
E. 1. du Pont de Nemours & Co. 


State Trademark Committee 


William G. Hanfield 

Philco Corporation 
Bruce Homer 

Sherwin- — Company 
George Hoppe 

The Pe ay & Gamble Company 


Sylvester J. Lidd 
Munn, Liddy, Nathanson & March 


George S. McMillan 
Bristol-Myers Company 


Alfred W. Petchaft 
W. L. Scherer 


Automobile Manufacturers Assn. 


oseph Sharp 
J Wi ise, Corlett & Canfield 









J. S. Rhoades 
Kaiser Aluminum & Chemical Co. 
C. G. Stallings 
Borg-Warner Corporation 
J. H. Sutherland 
Bruninga & Sutherland 
E. Huber Ulrich 
Curtis Publishing Company 


W. D. Seidler 
Coats & Clark, Inc. 
Lawrence Sherwood 
Vick Chemical Company 
Francis Sullivan 


Alexander, Maltitz, Derenberg 
& Daniels 

Bernard J. Thole 

Socony Mobil Oil Company, Inc. 
i. reeoty 3 Thomas 

Chanel, Inc 
Horst von Maltitz 

Alexander, Maltitz, Derenberg 

_ & Daniels 
Eric Waters 

fuente: Lake & Company 
J. H. Wilson 

The Procter & Gamble Company 
John A. Wortmann 

Radio Corporation of America 


A. Donham Owen 


Stewart W. Richards 
Beer, Richards, Lane, Haller & 
Buttenwieser 
Leslie D. Taggart 
Watson, Leavenworth, Kelton 
& Taggart 


Albert R. Teare 
Bates, Teare & McBean 


Gilbert H. Weil 


Stewart L. Whitman 
Nims, Martin, Halliday, 
Whitman & Williamson 


Robert B. Whittredge 
Fish, Richardson Py N eave 


R. H. Wood 
Westinghouse Air Brake Company 


Virgil Woodcock 
Woodcock and Phelan 


John H. Schneider 
Abbott Laboratories 
Mrs. K. Siebert 
Anheuser-Busch, Inc. 
Harold S. Silver 
Allis-Chalmers Mfg. Co. 
Arthur Stewart 
Westinghouse Electric Company 
A. H. Stuart 
Hiram Walker & Sons 


James E. Toomey 
Kaiser Aluminum & Chemical Co. 


Robert B. Shea 
Patterson, Belknap & Webb 


Joseph Stamler 
Lorentz & Stamler 


Mrs. Lenore B. Stoughton 

Rogers, Hoge & Hills 
John T. Tabor 

The Seven-Up Company 
Earl Thomson 

Thomson and Thomson 


H. B. Wands 


California Research Corporation 


W. W. Yeager 
Shell Oil Company 





